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8 IN THE HIGH COURT OF DELHI AT NEW DELHI

+ CS(COMM) 566/2024, 1.A. 33082/2024 & 1.A. 33087/2024
ADITYA BIRLA FASHION AND RETAIL LIMITED ... Plaintiff

Through:  Mr. Ankur Sangal, Mr. Ankit Arvind
and Mr. Shashwat Rakshit, Advs.
M: 8874643389

Versus

FRIENDS INC & ANR. ... Defendants
Through:  Ms. Sonia Bemera, Adv.
M: 8920524605

CORAM:
HON'BLE MS. JUSTICE MINI PUSHKARNA

ORDER
% 09.01.2025

MINI PUSHKARNA, J (ORAL)

1. The present suit has been filed on behalf of the plaintiff seeking
permanent injunction restraining the use of the impugned mark ‘PETER
ENGLAND’ by the defendants causing infringement of the plaintiffs’
trademark, copyright and artistic work on the mark ‘PETER ENGLAND”’

‘ PETER ENC}LAT\ID

2. When the matter was listed for hearing on 12" July, 2024, this Court

PETER ENGLAND

had restrained the defendants from putting the sign board with the mark
‘PETER ENGLAND’, and were restrained from using the mark on their
invoice/ business paper.

3. This Court notes that on 05" September, 2024, learned counsel
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appearing for the defendants had submitted that defendants had already
removed the sign board from outside their shop and that the defendants were
not using the mark ‘PETER ENGLAND’ on their invoices, or any other

material. The order dated 05™ September, 2024, is reproduced as under:

“l. Learned counsel for the defendants has appeared, along with the
defendant in person. She submits that the defendants have already
removed the Sign Board from outside their shop, reflecting the trademark
‘PETER ENGLAND'’. She further submits that the defendants are not
using the mark ‘PETER ENGLAND’ on their invoices or on any other
material.

2. Let an affidavit to the said effect be filed by the defendants before the
next date of hearing.

3. It is clarified that the defendants can continue with their business of
dealing in genuine ‘PETER ENGLAND’ shirts and other apparels. This
Court has not injuncted the defendants, from carrying out their business
of the genuine products.

4. Re-notify on 13th September, 2024.”

4. Subsequently, vide order dated 130 September, 2024, it was recorded
that the defendants had filed an affidavit of compliance wherein, the
defendants had stated that they were not using the ‘PETER ENGLAND’
mark either on their invoices, or on any other material. Further, the sign
board outside their shop had also been removed. The affidavit of compliance
dated 11" September, 2024, filed on behalf of the defendants, is reproduced

as under:

“Xxx xxx XXX

2. I say that the present Affidavit is being filed in compliance with the
order dated 5 September 2024 of this Hon’ble Court, and accordingly 1
confirm the following:

i. That I have taken down the sign board of the Plaintiffs artistic work/
trade mark from my shop, and will not use the same in future in any
manner until and unless permitted in future by the plaintiff;
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ii. That I have also removed the trade mark from all the invoices, printed
material, stationery material or any other material and will not use the
same in future in any manner for conducting the business through
Defendant No. 1 or any other entity until and unless permitted in future
by the plaintiff;

3. That I undertake that Defendant No. 1 will not use the trade mark
‘PETER ENGLAND'’ or any other trade mark of the Plaintiff (either on
its billboard / signboard / invoices) until and unless permitted in future
by the plaintiff.

4. I say that Mr. Amandeep Singh i.e. Defendant No. 2 is the Manager at
Defendant No. 1 (entity) and shall be covered by the aforesaid
undertaking.

xxx xxx xxx”’

5. Learned counsel appearing for the plaintiff submits that he is satisfied
with the aforesaid undertaking and submits that the suit can be decreed in
favour of the plaintiff.

6. When the matter was listed for hearing on 13" September, 2024,
learned counsel appearing for the plaintiff had prayed that the mark of the
plaintiff, 1i.e., ‘PETER ENGLAND’ be declared as well-known.
Accordingly, liberty was granted to the plaintiff to file evidence by way of
affidavit in this regard.

7. Pursuant thereto, an evidence affidavit has been filed on behalf of the
plaintiff. The matter was listed before the Joint Registrar (Judicial) on 06"
November, 2024. The statement of counsel for defendants was noted,
wherein, she stated that she has no objection to the affirmations made in the
evidence affidavit. The order dated 06™ November, 2024, is reproduced as

under:

“The plaintiff has already filed the affidavit of evidence in view of the
directions dated 13.09.2024. The counsel for the defendants states that
she has no objection to the affirmations made in this affidavit. Both these
counsels thus states that the matter be now placed before the Flon'ble
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Court for final disposal. Accordingly list the matter before the Hon'ble
Courton 18.12.2024.”

8. Accordingly, considering the fact that the defendants have already
removed the infringing board from outside their shop and in view of the
compliance affidavit filed by the defendants, the suit is decreed in favour of
the plaintiff and against the defendants in terms of prayer (a) to (d) of the
plaint.

9. As regards the declaration of the mark as well-known, this Court
notes that in the evidence affidavit, the plaintiff has clearly stated that the
trademark ‘PETER ENGLAND’ was originally conceived and adopted more
than a century ago, i.e., in the year 1889, by the plaintiff’s predecessor,
Carrington Viyella Garments Limited (“CVGL”), England. Subsequently,
the brand ‘PETER ENGLAND’ was introduced in India in the year 1997 by
the plaintiff’s predecessor in title. The brand was subsequently acquired by
the plaintiff group in the year 2000. The mark ‘PETER ENGLAND’ was
assigned in favour of the plaintiff by an Assignment Deed dated 21°
January, 2000.

10. It is deposed that the plaintiff has over 382 stores, with the mark
‘PETER ENGLAND?’, spread across more than 180 towns and cities in the
country.

11. It is deposed that the brand ‘PETER ENGLAND’ is a sustainable
fashion brand and also is the only brand in India to have a design patent for
its product, i.e., Cordeans, by PE Jeans.

12. It 1s deposed that the plaintiff is the registered proprietor of the
trademark ‘PETER ENGLAND’ in different classes. The chart showing the
list of registered trademarks of the plaintiff, is exhibited as Ex. P-4, which is

reproduced as under:
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S. No. Trade Mark Reg. | Class Description Date of
No. Reg.
v N PETER ENGLAND 665416 25 Clothing, Footwear, 12/05/1995
Headgear

2009650 25 Readymade Garments, 16/08/2010
Clothing, Footwear,
Headgear, Suits,

MAKING Blazers, Shirts,
Y = Trousers, Knits,

- LVILAYS Jackets, Under
HAPPERN Garments, Ties,
Belis, Shoes,

Leather Shoes,

Leather Jackets, Leather
Trousers, Leather

Suits,
Leather Belis
3. 2011608 25 Readymade Garments, 20/08/2010
Clothing, Footwear,
Headgear, Suits,

Blazers, Shitrs,
Trousers, Knits,
Jackets, Under
Garment.., Ties,
Belts, Shoes,
Leather Shoes,

Leather Jackets, Leather
Trousers, Leather

Suits,
Leather Belis.
4 Peter England Cordjeans | 2225838 25 Readymade Garments, 27102011
Clothing, Footwear,
Headgear, Suits,

Blazers, Shirts,
Trousers, Knits,
Jackets, Under
Garments, Ties, Belis [
Clothing], Shoes,
Leather

Shoes, Leather

Jackets Leather
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Trousers, Leather Suits,
Leather Belts

L. PETER EMGLAND | 4895757 25 Readymade Garments, D6/06/2021
Clothing, Footwear,
TROUSER WORLD Headgear, Gloves;
Suits, Blazers,
Shirts, Trousers,
Knits, Jackets,

Under Garments, Ties,
Belts, Shoes, Leather
Shoes,
Leather Jackets, Leather
Trousers, Leather
Suits,
Leather Belts; Ski
Gloves; Athletic Clothing;
T-Shiris; Tops Knils;
Tops Woven;, Dresses;
Jumpsuits; Bottom Wear,
Jeans;
Shorts; Skirts;
zatshirts; Flat Knits;
wweaters;
Outerwear
2007184 35 BRINGING TOGETHER 10/08/2010
FOR
PETER ENGLAND THE BENEFIT OF
OTHERS OF
COSMETICS,
PERFUMES,
FRAGANCES, TOILET
PREPARATIONS,
SUNGLASSES,
SPECTACLES,
SPECTACLE CASES
AND

POUCHES,
JEWELLERY, CUFF
LINKS, TIE PINS
AND CLIPS,
KEYRINGS, WATCHES
AND
CLOCKS, LEATHER
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AND
IMITATIONS oF
LEATHER AND
GOoOoDs3 MADE
FROM THESE
MATERIALS, TRUNKS
AND
TRAVELING BAGS,
READYMADE
GARMENTS,
CLOTHING, SUITS,
BLAZERS, SHIRTS,
TROUSERS, KNITS,
JACKETS,
UNDER GARMENTS,
TIES, BELTS,
SHOES,
HEADWEAR  AND
FOOTWEAR, ENABLING
CUSTOMERS TO
CONVENIENTLY VIEW
AND
PURTHASE THOSE
GOU S IN ARETAIL
OUTLET; RETAIL
STORE
SERVICES

13. It is deposed that the registrations in favour of the plaintiff are legal,
valid and subsisting in India. The printouts of the Online Status Registration
Certificate of the various registrations, in favour of the plaintiff, have been
filed as Ex. P-5 Colly.

14. It is further deposed that besides registrations in India, the plaintiff
has got the said trademark registered in all major countries of the world, and
across all continents and regions.

15.  This Court notes that the plaintiff has deposed that the plaintiff is also
using the ‘PETER ENGLAND’ trademark in an artistic manner, i.e.,

PETER ERGLAND

[ FITER ERCLAND '

in relation to its goods and
businesses and the art work involved in the said trademark/ label is an

original artistic work. The plaintiff has secured copyright registrations in the

PETER ENGLAND

artistic works for and its variants.
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The plaintiff is the owner of the registered works bearing registration nos.

[ PETER ENGLAND |

A-69196/2005, A-112666/2014 and A-68774/2005 for
and its variants. The copyright certificates in favour of the plaintiff, have
been exhibited as Ex. P-6 Colly.

16. It is deposed that apart from the plaintiff’s trademark and artistic

work, the stores of the plaintiff is also designed in a specific way, wherein

m PETER ENGILAKD

prominently placed as the sign of the plaintiff’s store. The screenshots of the

the artistic work or its variants are

stores of the plaintiff, as given in the evidence affidavit, are reproduced as

under:
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17. Learned counsel appearing for the plaintiff also submits that the
plaintiff has the registration of the domain name www.peterengland.com.
The extracts from the plaintiff’s website for its brand ‘PETER ENGLAND”’
has been exhibited as Ex. P-8.

18. It is submitted that the domain name of the plaintiff was registered on
06" January, 1997. Further, printouts of the WHOIS record for plaintiff’s
domain name, has also been exhibited, as Ex. P-7.

19.  This Court takes note of the submission on behalf of the plaintiff that
the plaintiff’s website under its domain name is accessible to customers
worldwide and it provides information about the plaintiff’s business and the
products provided by it.

20. It is deposed by the plaintiff that plaintiff’s products under the
trademark ‘PETER ENGLAND’ have become trend setting products, due to
their unmatched and remarkable quality. The plaintiff’s products have been
continuously, extensively and exclusively used throughout India and abroad
on a very large scale. The various NEWS articles pertaining to the plaintiff’s
expansion of its retail presence in India, have been exhibited as Ex. P-9.

21.  This Court also takes note of the deposition, where the plaintiff has
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launched numerous different products with ‘PETER ENGLAND’ as a
trademark, which are available throughout the world. The plaintiff has
extensive sales of its products under the trademark ‘PETER ENGLAND’.
The sales turnover of the plaintiff, has been exhibited as Ex. P-11, which is

reproduced as under:

Sales Turnover of Plaintiff:

Year ‘ Total Sales
(In INR) (In Crores)
2014-15 ! 822.85
L 201516 | ~900.08
201617 ] 855.11
2017-18 G14.64
2018-19 108529
2019-20 - 1,111,10 — 1]
2020-21 - 662 -
202122 1,010.90
2022-23 1,324.50
2023-24 1,289.80

22. The invoices showing the sale of goods under the ‘PETER
ENGLAND’ mark have been exhibited as Ex. P-11.

23.  This Court also notes that the plaintiff has spent huge amount on the
endorsement of the products and company by various superstars like
Ayushman Khurrana, players of Chennai Super Kings Cricket Team, etc.
The said public figures have regularly acted as the brand ambassador of the
plaintiff’s product and represented the plaintiff’s product on various leading
newspapers, journals, including, Times of India.

24.  The photographs of some of the brand ambassadors of the plaintiff, as

given in the evidence affidavit, is reproduced as under:
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25.  This Court also takes note of the fact that the plaintiff has expended a
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lot on advertisement and its promotion. The CA certificate evidencing the

sale and advertisements of the plaintiff is exhibited as Ex. P-13, which is

reproduced as under:

4359

Reena K Gupta
Chartered Accountant

To whomsoever it may concern
This is to certify, that Aditya Birla Fashion and Retail Limited, having its registered office at

Piramal Agastya Corporate Park, Building'A', 4th and 5th floor, Unit No 401, 403, 501, 502,
L.B.S Road Kurla, Mumbai-400087, Maharashira has the total sales & total advertisement

expenditure of brand "PE" for the period specified as under,

14211 /HU /60 /WP
Prathamapuri Colomy

Near Netaji Nagrar X Rowd
Kapea, Hyderabad - 500062

IIPE”
Rs. In crores
—_—
Total Advertisement
FY Total Sales Expenditure
2014-15 82285 33.82
2015-16 900.08 41.18
2016=17 855 11 26.78
2017-18 914.64 29.59
2018-19 1,055.29 48 .07
2019-20 1.111.10 40.31
For Reena Gupta & Co.

g

Reena K Gupta(Proprietor)

M No.
UDIN
Place :
Date:

408265
21408265AAAABHB365
Hyderabad
16-06-2021
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26. Considering the aforesaid, it is manifest that the plaintiff’s trademark
‘PETER ENGLAND’ has become distinctive and has acquired secondary
significance with respect to the plaintiff and plaintiff’s goods and business.
The purchasing public, the trade and industry at large identify and
distinguish the plaintiff’s goods under the trademark ‘PETER ENGLAND”’

with the plaintiff and from the plaintiff’s source and origin alone.
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27.  This Court also takes note of the various articles showing the business
activities and growth of the plaintiff, as given in Ex. P-10, which is

reproduced hereinabove:

i
ADEFA NIALE GROUP

Home / Media / Stones [/ History and heritage

Aditya Birla Group — the journey

IT May, 2022 Share. %5

From 1857 to 2022, retelling the story of how we became #BiglnYourLife

The Aditya Birla Group can trace its antecedents back to 1357, The history of the Group dates back
to a cotton trading business established in the village of Pilani in Rajasthan. The origin connectis
still strong. In 1964, Pilani became home to the very first Birla Institute of Technology and Science.

Dur story is one of vision, cowrage and audacity, along with a primal love for the natien. Our
visionary founder Shri G.0. Birla played a defining role in India's fresdom struggle. He also tock
biig steps towards making our nation self-reliant by setting up Grasim just 10 days after the
couniry's independence, and then Hindaloo, our mezals flagship.

The Group was also amondg the first in india to go global, with the legendarny Aditya Vikram Birla
setting vp a series of manufacturing operations in south-east Asia. Our Chasrman Kumar
Mangalam Birla has taken the Growp to rew heights — 23x growth in 25 years — through a bold
strategy of mergers and aCquisions.

It's been a fascinating journey throwgh time — ower 150 years - and space —we are now n 34
countries globably. Watch our story here.
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PETER ENGLAND

Petor England atched s beginnings In the lattar half of the 19Ih
cenlury, when the foundation for & five-slorey bullding was leld
In Londondarry, Irsland, In the s of 1885, By the turn of
1he contury, the Britlsh war minialry placed an order with Pelar
England 1o culflt the troops belng sent ta Tight in the Boer War.
This marked & lurnaing point in the hastory of the brand. The crder
meant hat the hMghes! gquality appared had 1o be delivered ot a
good price, a challenge that Petar England maet wilh culstanding
succenss. Charged wilh the honourable duly of cutfitting Sritiah
troops for battle, Petar England was barn, doaning the scoldiers
In the fines! Khakl. Sce then, Palar England’'s popularily has
fllled chaplers of clolhing history, by offering excellent guality at
h t-lo-goodnaess prices. Todey, Peler England s the largest
merswesr brand n Indla with over 10 milllon garments In sales.

Core veduse, mission sad visios of

10 Bs credt Petsr Englend wmas the

the Brand: The Srand’s vison s
1o become the most loved szparel
brand of India offesiag clothes asd
hes of W bhed valoe,
12 held yousg cosscmens rosiise
their ful solentiel Ity cove valoes
e 0 s goe’ 1© De s Consumerns
praferred choce witls Saing he
touslyy's mos! resled as wal
&3 (he moat exzitisg trand & be
presest In Be relal secks,
Tha bemad's USP. Fele
Eagand, specficaly FE leens,
b Imegiced and Uit on threw
basic ohi b s Inablity,
fusion sad festicon. Peter Englasd
semiises feshrcn and evohes an
anston the! 'y symdolses the
brasd a3 rmosl excitieg as well 2
moal rusied arorgsl CoOnRomMens
In e resdymaede apdarel category

> Fleat o e brand's credit. In s
josrsmy of 17 yass I» Nnida, Peter
Englard has mglaleced marry firals
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fus! md-priced messwesr siperw
brasd In lada. The brand was ote
of Be fital o nboduce wriskie-tiebd
ahirls and bocsers wilh afjvsliaiie
walaihands. Englah Cottoes, cne
of Peter Eagiand’s fieal aignatire
telwctons, made ud of pramiom
tolion besds, fousd inmedialie
actuptancs wilh cotsumars. It s
asc Da oaly beand o acla 1 have
& dasign palent or ore of s Sen
products - Cordeans, by PE Jeass
Cordents s a hyhad badnwewn
sotdurcy and jeans. Thin & sdesd o
Tral’ nel ondy 10 the vetd's crods
et @ fral in e relsl ndustry s a
whche. Petar England's nsovelve
Oxypears saves 20 tre of waler
dorng & sroduction plase and It
has severa awarda and scociades

1o Bx credt

Fazir shatp s & dugaly sopuler
shifl Som Da bresd's stabie.
The peadost s & formal atint with
axVwnely statd esd Cfad altipas
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e tora o This sharp raticre
of strides s achioved by & scwciel
lechsigoe of weaving

Armong ahers, Be tessd has af

gk imervals lsunched bnevetlee

prodocts for spedcific occasions
such es Ague Tech ahirts (N teess
e wesrms cool and comfortalbie
dom 1o 8 usicue anzyrre wash )
Emart Pusts (o colecton of
reuses with anet feeltores e
ani-wriskie, wals reasisnce and
anb-micredis’ wash anoang cthmis
usd NO fina® an jsens (etuch
haess he jsans ffese Yo odour
=nd mercbes )

Awwrds snd schlevamenis
reglsiered by %he brand The brand
started 2014 with & comecutive
wins sl he mrosl prestigious swards
= the setal Isduntry. Thase Inciuded
Cols for the Eeal Sicce Fron! and
Seal Suve Front Sgnege’, slosg
wih & Mert 2 for “Westees Fashion
Agparel - Specialy Stove’ o the
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viasusl merchesdsng asd Retel
Dundgn (VWARD) awerds, 2014 The
Stard was a0 swerded winner of
the ‘fmapes Moal Admired Faalvos
Deaign Concest of Be Yeur fox I
movetive product ‘Oxygeass’ of the
mages Fealios Awerds 2014 held
In Mamdal

Peter Ergland was aso swarded
the mont bosled beand ewerd by
ET for & comsecutive years and the
moal axcitieg Seand by ET for 2
yoors n s low

Twrgel consumars: As Da bresd
has & dverse range of deoducts In
Its sorfolo, they meel Be needs
of a wide variely of sudesce, Tie
laget audience of the rasd would
stans e

FE Jewwnx £ Conmis They are
tetween 18-25 yoars

Fubw Englend Tecttions £ Ednic
£ n for e 2530 years cuslomers
Fim & B Sport This targets 30
yoars and above tuslomerns

BEEW rook D2 v mm s MDia 20

Prodect assortment. Il provide
s ceslomens & dvetse colection
wong with cnigue nnhovations.
Chartploning Be concest of
“Yousg Formals' - amart and
stylah formedeesr o6 young men
n Be eatly years of ther career

- Puter Esgland bas colectios
tha! conpises & diverse ranps of
chsues, senlformes, wedding

acd ebnicwear (scils and Slaters,

aed sarlywear) among vardoos
cthera. I» adsition, Peler Engasd’
Elle aod Ee Spart colection I
% rerge Bal axudes confidence
and auborily and b rmasst fof e
sueve asd the scphaticaled

Mzst leonic collaction from the
brand. Oss of the rmast coske
colections Som Pelar Englent b
the Oxypesns colection, which =
e oco-Nesdly Ine of jesnswosr
the! seves sppracinetly 80

liren of waler. per 2ar through
Infigencusly develcped washisg
methods. The same srodect was

moogtised as Die witcet of e
“nages Noat Adrelred Faalvoe
Dunign Concept of the Yeer', oatliat
this yeer

Top sdvartialag campalgna from
the beund Peter Englend has Sean
associeled with quite & numbter of
celebrities ever since I laanch s
nda. Pasvin Debdas end Shiney
Ahide ware anosg Be firal feces
of the Srand h the country. Sirce
thes, the trand has formed
asscciaton with MS Doasl and the
loam of Chamnel Scper Kings end
Sddiarth, Kesesa Kapoor Khan
wis als0 assocaled with Peler
Esgiand when e brand lausched
the sults %o the fral line In sarly
2004

Tols no. of EBOs. The brans has
over 800 E50s currently.

Totsdl no. of MBOs snd LFS. The
brasd Aes more than 2,000 MSOs
In s setwork. The brans abo has
presence s cwer 300 shop-in-
shogs n kay large formal sives
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e Nax, Relence Trands, Cestral,
Partaloors and faniy-owned large
fermal sicres
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28.  On account of the extensive promotion of its brand undertaken by the
plaintiff, and on account of the fact that the plaintiff has numerous stores
across the country, it is evident that the customers across India recognize the

mark of the plaintiff, i.e., ‘PETER ENGLAND"’.
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29. This Court also takes note of the fact that the plaintiff has also been
conferred with various awards/ recognition for its trademark ‘PETER
ENGLAND’, details of which have been exhibited as Ex. P-14, which is

reproduced as under:

Milestone Awards & Recognition

1. Peter England Voted for fourth consecutive y
Trusted Brand” in Readymade Garmentsina
of Most Trusted Brands in india by The Econc

20m-12 Equity
2.Madura Fashion & Lifestyle voted amongst fi
2024 Innovators by an Apparel magazine.
3.Peter England won aBronze in the Best Webs
category by BBC.com Campaign India Digital
i 4. Allen Solly awarded the Best website/micros
spring/summer 2010 collection at indian Digi
(IDMA) 2011
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Milestone Awerds & Recognition

1. Peter England won the images Most Admired
the year 2013 for Jeans Wear -~ MerY. The aw
Ozygeans Concept by the brand.

2.Madura Clothing won the 2013 Golden Peaco
Corporate Social Responsibility
3.Peter England woted for sixth consecutive ye

Brand’in arecently concluded survey by The
Brand Equity

4.MGE Europa Garments quality team won Exc
Six Sigma Prgject at Circles 2013 ~Intematio

QG Taipei

Mils stons Avmrds k Recognition

4. MGE Europa Garments quality team won Exc
Sbx Sigma Project at Circles 2013 - Intematio
QG Taipei

5. Louis Philippe won Gold for “The Mystery of t
Wardrobe' in the Best integrated Media Cam
the Best WAP site for its mobile site at the in
Awards 2013

6. Pantaloons bags a Gold in "Web-rich MediaB
and a Silver for ‘Best Digital imovation’ at 1Dk

7. Pantaloons wins ‘Most Preferred Fashion Rets
the Year' at Morth-East Consumer Awsards 20

Milestone Awards & Recognition

1. Van Heusen Limited Edition Spring Summer 2
‘Marketing Campaign of the Year’ AwardatG
Excellence Awards 2014

2.Madura Fashion & Lifestyle won the Franchis
Award in the Franchise Awards category at A
Franchise & Retal Awards 2014

3.Madura Fashion & Lifestyle awarded the Leve
‘strong conwmitment to excel’ at the Cll EXIM

4. Peter England won the ‘Most Trusted Brand ir
category by The Economic Times, Brand Equ

5.Madura Fashion & Lifestyle won the Knowled
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5. Madura Fashion & Lifestyle won the Knowled
Leadership Award for ‘Beat Knowledge Mang
at the Agia Pecific HRM Congress Awards 201

6. Utsha Sarkar — Area Retail Manager (Kamatal
Area Sales Manager (Tamil Madu) and Sura] H
Retsil Manager (South), Peter England won Tt
Young Leaders 2014

7. Alen Solly won gold under the Engagement £
for its Colour Lab at the Asia Consumer Foru

8. Allen Solly won silver under the ‘Best Integrat
Campaign’ category for ites Colour Lab at the

Mlile &t o Avards & Recognition

Mile stone

-
=

8. Alen Solly won silver under the ‘Best integrat

Campaign® category for its Colour Lab at the
Media Awards 2014

8. Van Heusen won a bronze in the ‘Bast use of
category in Van Heusen's Most Fashionable P
Contest at GoaFest 2004,

10. Madura Fashion & Lifestyle won the Cifs Sup
Logistica Excelence (SCALE) Awerd in the re

M. Lowis Philippe won a silver for the ‘Best Use o
User Genarated Content’ for the Louis Philipg
App at GoaFest 2014,

Avards & Recognition

12. Peter England won the third position inthe E

Brand Equity's survey as the Most Exciting A)
2004

13. Madura Fashion & Lifeatyle won the ‘Goldan |

Product/Sarvice Award 204"

14. Allen Solly won the VMRD Retai Design Awar

window display ‘Color your winter’ theme

15. Peter England won the Visual Merchandizing

ewands for Best Store Front and Best Store F
‘Western Fashion Apparel, Speciality store ca

16. Louis Philippe Won ‘Retail sector — single ape
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Mile stone Avenrds & Recognition

Western Fashion Apparel, Speciality store ca

16. Louis Philippe Wan "Retail sector — single spe
‘Champion of Champions — Loyaity/CRM pro|

204 awards for the Upper Crest Programme at th:

Summit 2014
2013 T7. Lowis Philippe honoured as the Largest domi
2013 in garments at the Textile Conclave, Bre
8. Pantalocns was voted the Most Trusted Fash
201-12

by The Economic Timas, Brand Equity 2014:

.

s ) 1. Van Heusen was votad the most trusted pre
brandin The Economic Timeas, Brand Equity

205 2. Madura Fashion & Lifestyle Wan the Franchi
{Apparel) Award’ at Franchise Awards’l5 for E
Franchising and Business Development at th:

2014 Awards 2015

3. Van Heusen Won the images Most Admired k

for Store Design
013

4. Pantaloons was recogrized as india"s Mosat Tr
Retailer for the third consecutive year in the
survey of The Economic Times.

30. Considering the aforesaid facts and considering the widespread
promotional and advertisement activities undertaken by the plaintiff, it is
apparent that the trademark ‘PETER ENGLAND’ has become the single
source identifier of the plaintiff and its goods and services. This Court also
notes the fact that the plaintiff has the sole and exclusive rights in and over
the trademark ‘PETER ENGLAND"’.

31. Taking note of the fact that the public in general is aware of the mark
of the plaintiff, the immense knowledge and recognition of the trademark

‘PETER ENGLAND?’, in the relevant section of consumers on account of
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extensive advertisement and promotion of the said trademark, is evident.

32.  This Court also takes note of the fact that the plaintiff has spent huge
amount on advertisement and promotion of its mark ‘PETER ENGLAND”’
in the last several years. The plaintiff has around 380 outlets in more than
180 cities across the country. It is also to be noted that the plaintiff’s sale
figures since the year 2010 for its goods under the trademark ‘PETER
ENGLAND’ have been in crores. Evidently the duration, extent and
geographical area of the use of the trademark ‘PETER ENGLAND’ are
immense.

33.  Perusal of the documents on record also makes it manifest that the
plaintiff has been using its mark ‘PETER ENGLAND’ regularly and has
also asserted its right in the trademark ‘PETER ENGLAND”’.

34.  The plaintiff satisfies all the principles adduced in Section 2(1)(zg) of
the Trade Marks Act, 1999, as well as what has been elucidated by this
Court in various judgments.

35. This Court takes note of the fact that the trademark ‘PETER
ENGLAND’ has been registered for the last two decades vide several
trademark registrations. The plaintiff has received various awards for its
trademarks/ brand ‘PETER ENGLAND’.

36. This Court also notes the fact that plaintiff has sales turnover of
approximately INR 1289 Crores for the year 2023-2024 under the trademark
‘PETER ENGLAND’. This Court also notes that the plaintiff has spent
approximately INR 31 Crores on advertisement promotional expenses for
the year 2023-2024.

37.  While elucidating upon the scope of a well-known trademark carrying

immense reputation amongst the general public and the factors which have
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to be taken into consideration in dealing a mark as a well-known mark, this
Court in the case of Tata Sons Ltd. versus Manoj Dodia and Others, 2011
SCC OnLine Del 1520, has held as follows:

“XNxx XXX XXX

5. A well known trademark is a mark which is widely known to the
relevant general public and enjoys a comparatively high reputation
amongst them. On_account of advancement of technology, fast
access _to_information, manifold increase in _international business,
international travel and _advertising/publicity on internet, television,
magazines _and _periodicals, which _now _are widely available
throughout the world, of goods and services during fairs/exhibitions,
more_and _more persons _are _coming to _know of the trademarks,
which_are well known_in_other countries and which on_account of
the quality of the products being sold under those names and
extensive promotional _and_marketing efforts have come to enjoy
trans-border _reputation. It is, therefore, being increasingly felt that
such trademark needs to be protected not only in the countries in
which they are registered but also in the countries where they are
otherwise widely known in the relevant circles so that the owners of
well known trademarks are encouraged to expand their business
activities under those marks to other jurisdictions as well.

The relevant general public in the case of a well known_trademark
would mean consumers, manufacturing and business circles and
persons involved in the sale of the goods or service carrying such a
trademark.

XXX XXX XXX

13. Trademarks Act, 1999 does not specify the factors which the Court
needs to consider while determining whether a mark is a well known
mark or not, though it does contain factors which the Registrar has to
consider whether a trademark is a well known mark or not. In
determining whether a trademark is a well known mark or not, the
Court needs to consider a number of factors including (i) the extent
of knowledge of the mark to, and its recognition by the relevant
public; (ii) the duration of the use of the mark; (iii) the extent of the
products and services in relation to which the mark is being used;
(iv) the method, frequency, extent and duration of advertising and
promotion_of the mark; (v) the geographical extent of the trading
area_in which the mark is used; (vi) the state of registration of the
mark; (vii) the volume of business of the goods or services sold
under that mark; (viii) the nature and _extent of the use of same or
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similar mark by other parties; (ix) the extent to which _the rights
claimed in the mark have been successfully enforced, particularly
before the Courts of law_and trademark registry and (x) actual or
potential number of persons consuming goods or availing services
being sold under that brand. A trademark being well known in one
country is not necessarily determinative of its being well known and
famous in other countries, the controlling requirement being the
reputation in the local jurisdiction.

XXX xxx xxx”’
(Emphasis Supplied)

38. Considering the aforesaid detailed discussion, this Court is of the
view that the mark of the plaintiff, ‘PETER ENGLAND’ is entitled to be
declared as a “Well-Known’ mark. Accordingly, it is so declared.
39. Consequently, decree is passed in favour of the plaintiff in terms of
prayer (e) of the plaint, declaring the plaintiff’s trademark PETER
ENGLAND as a well-known trademark under Section 2(1)(zg) of the Trade
Marks Act, 1999.
40. Let decree sheet be drawn up.

41. The present suit, along with the pending applications, stands disposed

of.
MINI PUSHKARNA, J

JANUARY 9, 2025
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