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SYNTHESGMBH .. Appellant
Through:  Mr. Vineet Rohilla, Mr. Rohit
Rangi, Mr. Debashish Banerjee, Mr. Ankush
Verma, Mr. Tanveer Malhotra and Mr.
Venkatesh Nair, Advs.

VErsus

CONTROLLER GENERAL OF PATENTS, DESIGNS AND

TRADEMARKS ANDANR L. Respondents
Through:  Mr.  Harish  Vaidyanathan
Shankar, CGSC, Mr. Srish Kumar Mishra,
Mr. Sagar Mehlawat and Mr. Alexander
Mathai Paikaday, Advs.

CORAM:
HON'BLE MR. JUSTICE C. HARI SHANKAR
JUDGMENT (ORAL)
% 12.05.2023

1. This is yet another case in which the manner in which the
impugned order dated 8" October 2020, passed by the Assistant

Controller of Patents and Designs, shocks the conscience of the court.

2. Application No. 8285/DELNP/2007 was filed by the appellant
on 26™ October 2007 for grant of a patent in respect of “Bone Fixation

Apparatus”.

3. Consequent to filing of the application, First Examination
Report (FER) was issued by the Office of the Controller of Patents on
30™ November 2015. The appellant filed its reply to the FER on 1%
July 2016.
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4. Consequent thereto, notice of hearing was issued by the
Assistant Controller General of Patents (ACGP) on 14™ November
2019, and hearing was granted to the appellant on 17" December
2019, whereafter the appellant filed written submissions on 31%

December 2019.

3. The impugned order has come to be passed, by the ACGP on 8"
October 2020. To appreciate how the impugned order has been written
and passed, it would be appropriate that a screenshot of the order is

provided:
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1. Clams n the instant appication are dfferent from these inthe comespondng Intemational Apoicatian.

Hence, Forn 13 shoukd e duly fled. Alsc Fees for al the 52 chims 2= fied in Inlamasonal Application
whould be gued.

2. '‘Wrrcdt prejudice to above pamgmaph. (01 US 200314343000t of Publcatior: 07082000 {02}

USE18222302e of Punicmon: 19/1220C0 Clam 1 Documert D1 decioses an apparatus (fiqures 2,
4} for engaging et and zecond bone fastion alerments in a bone lastcn frame is known. composing: &
frst oamp stucare (38, 40, BE) corfigumd to engage & 1%t bane fenon aement. and havng A feat
sphencaly comourad bearing suface (the sphercal nead of e connacior bolt); -a secong clamp
sinuchurs (30, 34| corfigured o engage 2 ssoand bune frasson skement, and having & ssoond
sphencaily como.rad baanng suface (he sutace of tha pece 30 barg In contact wih the sphancal
heac (88} of the connector bot (B6]) semed n sidng contact weh the {rst beanng surface; and =
spang-oaded mecharizm (80) opertve 1 apply & sping force wging the beanng surfaces logether
resist phatal mosemant of Te clamp stiuctiess miatw o qach ofher Tha nwantian &5 52l forth in claim
1 does not imvahve navelty In view of document D1, Clam 15 An apparatus for engaging first ang
second bore foabon slerents in a bane fuaton frame, compnsng: -a frst clamp sincturs configured
o engage a first hana fcaton akamant. and having a8 st sphancally contourad hearing suface (Mg
1, clams 147 & <a secand camp stucture conligumd o ergage a second bane fatian eemaent. and
having a second sphencaly cortcured beanrg surface seated in shiding contact with $e frst beanng
sutface (clms 1-37 ) -6 connadior Dol having a hasd engagog the secand clamp strchos and 3
screwreaced stom exdanding to tha first clame sinuctus (Bgure 25, clams 1-37 |, -a tghening
denvic in screnw-Traadad sngagement with P stam of the connecor Dol (dams 1-37 ), and -8 50y
compeassad Datwaan ™e frst clamp stnicns and the tghtaning devica, whanaby tha lghlaning datice
CRO ApEY A spang foma o tha connacior ball 1 tghien e contact of $a baarng suraces (lguas 24,
clams 1-37 1 The ranmicn ss gal fordy in clam 15 does nol mwaive novaly n vew of decument D2
Hanoa, in the wew of D1 and D2 the ciim 1 5nd 15 of 1w sleged imwmotion lacks immnlve % 5 par
section 201 )) of The Patants Act, 1870, Dapendent claims 2-14 and 16-26 defing obvious
implamontaiion delsks of the system defined by P indapendent dams, They do nol conkan sny
fagiunes which, in combiration with the featiuma of any Ciim 0 which thay refar, meel 1 requiemnans
of T inwntha S /S per saction 21 ))) of The Patants Act 1670

L [o resporse to tae s3in bering noties, S pear stseded he bearing oo LIS T005 and macs syimen submiziso oo

AL .

| Tovear e g anee e i et clviresd orhscr mavren Ths allsaed smwertan it eneinmad ae Sl

1

& clamp sssembby dor bore Sxation cloments inchaing firss and seoond chimp strucburcs confgures to ergags first
and srcoee hone featon slomests, respectbaely, ke Sest clam steachure ray kave s fisst spiercicaly camtaoned
Esarimg snrisrs, The seoomd clamn sineshars may have 3 sl sphscicsly mninusd bseeing aorfas wwed i

sliding cardact wbth the firk kearing suface. & sprisg-bades) rechanlsm mayg apply 5 spring farcs rging the bieerieg

srfsess sngethier Insessl prats’ messment o e cbimg siresiuss rebative @ eschoathes, The demp assambly
rradp b st e L e el ol Do shanueis b cresls s sslar el Cxalion Iraea.

Lppocart has azo emphastzad an folowing oaiate ir subenrtted reary decament :

Agasanding o the claimed invasstian, the Tone fxation cbmps oe ancnbatiad o georide o

wivhe soweye ol cpskar prviiions fov e inbercvinoee feed puinty el e fresne 00 sofiesd

bones oo opposae sades of 2 fracnre,

Docament DI discloses a device meluding a fan coposes mecber 24 and o secoad
capture member 22 (refer para [(O28] of D1). The fing capturs meaaber 24 includes 2
planstary member 94 which fits withan 2 cooperating surface L0 of the vecond
capture member 22 Gefer pam IREL ol DT The st and seeond captore cwenibens
24, 22 are connected 50 one anothes vis a oocdectonr 86 havieg & sphieccal cnd 3%
received in the plaseusy mesader 94 20d o shaft W) excendieg dwough the secoed
capture e 22 10 sste with 3 socomd fsvne 100

[lowever, unlile the peesent inveaton, . v
mechamisw thar applics o gonng force 10 move any deanme syrfaces rowand one
wntiver fo regiet pivetal swreaomest of e slempe donciices relenive o cack other, us
recitsd 1o independeat chaim 1 of the peesenr applicanon. Spacitically, spring 80 of DI
is in o way analogous to the sprng Joaded mechanism as recited in the independent
saim ¥ of the goesat applicasan

137 does not disclose of suppest that the speing R applics a spong foece which maves
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wmy beanng swfaces wward ose sother 10 resist phvotad movement. Insead, in D1, a
firt fastoner 0 thevadedly enpapes a0 mmer surface of the first cpture member 4
et b adjacent (o the apeing 30, whick extends betwesn an end of the fira lasener 6
usd the spherical end BE of the connsceor 86 (refes pars |OG33) of D1

Fagures 4 and S of DI describe paly tighecning the fasteser 80 to lock the find capture
mestber 14 1o retses o pin J6 Indoed, 1o lock the G and second capture membery
24, 22 agminst pivotal movement, D1 describes anly tightesmg the fasieaer 100 oo
the secomd capture member 22 1o doaw the sphencad head o the planetary memsher
94 (rofer para [0034) of DI When the fostener is lnosenod, the spherical end 83 of
the connector 56 sad the planctary soember Y3 mene fanther from (e coopensting
surfece TED so ihat the planctey member 94 and the cooperating serface 110 do not
imterface with ome mother, Thus, the sprimg BO does nit apply say forde moving the
planctary member N the cooperating surfoce |10 wowimd one mother 10 resist
pivinal movensnl In costeast, DI wgpests ihe spring B 2a providing osly 2 bissing
forve 4o the First fastener 00 Crefer pera [03K) of DI

The Ld Comtruller has ohjecsed that claem 15 Backs nenelty in view ol the cied
document DI US6162223

132 dhoen md dischose 0f suppest o conded il Bl Bving, o head engogmg o seeosd
clamp szucwrez and a screw- threadied stzm eniending o the st clamp strecture or 2
fichteming devics in screw threadsd engagemend with the stem of the connecor Boli
2 adar chowes oo dérelonr ne suggest @ g cvegwecned betwern the [T adoogs
FNCIMRE R e Nghning devive whercky e tightening deloe can applv a sprleg
frarca T M cevieeiur el 2o nelsten I'|'I|.' v .g,l' il ﬁrw.'-'r__; u.l"u.'n 0 g e
e nna i

Lu:rﬂ'_:mm Pfuresrir, Tidoes pot Ir-u.h ar sagpest @ comnecior bol L"I..r ngmes the
Tirst il seceal clamip slishsies

B Tiihean pr ejulion b dhie oencr <ol Mnading vmisdilerrdl 1o afvrsosd] saloioinn: B ila nal R ilie salimosie preissior i
e gl Felbseing
Clairs -5 =lams mainke
An spparas (100 for engapeg Grtmd second bope fixion elameais 1 12) 10 a bone
Muwation frame, comprising
& first clamp strucmire 2403, having al beast mave Sores (245 for engaging & least ren fine
beeweas T aicon cheutsintts (120, baving & Ties apleericelly codtisied Buearing safios |3
& secvand clamp amicues (225 Baving il kow one boes Tl engeging al beesl o seonnd
hewms Fradation vl |12 laving & seeomil sphorically comraire) binng safoe (172
szl in sliding comizct witl ol Tosd Inzriag swfads (56, ad
& sprng-loaded mechanism (130 opemmve o apply & spong furce urgmg the beanng
surfaeey £330, 1220 pogether o pesist plvonal movement of e clasp sinacuns (X, 22

relamve 90 each ather.

A Vhe e armereene ard rhe wonbien mibmes v oF ikeapere o7 the applieant hooee seen raredil by caecidered. Hoevrver stk et
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Wihout prejudioe o above pamagraph. (D5 US 2000/1484300ate of Publcation: 07082003 (02)
US6162223Dwe of Publicason 19122000 Clam 1 Documant D1 ducoees an appeests (Sgues 2
4 ) for engaging first and second bone fixabion slerments in a bane fuation frame i known, comprising: -a
frst clamp struchure (38, 40, BE) configured 1o engage a first bone fbamon eloment, and having o first
spherically contoured besdng surfacs (he spfwncal Fead of Te connecion boll), -a secoed camp
struchure (30, 34) configurad %0 engage & second bone foaton elemant. and having a second
spharicaly contowed beaing surface (he suface of Pe piece 30 baing n contact wih the spherical
head {88) of the connecior bot (B 1) sested in skding contact with the first beanng surface; ond @
spingJoaded mechanm (BD) cparmtive 0 apply & seeing 10608 wging the Desnng sufaces ogetwr 10
resist phvolad movemant of e clamp schres miative 10 sach olhes Ths ivantion as 561 L0rh in Clam
1 does not invaive navelty in view af document O1. Claim 18 An apparatus for engaging first and
sncond bore Teson elements in & bone Socation lrame, comirising -8 first dermp structure configued
10 engogs & first bone facation element, and Fanving 8 Srst sphernicaly contoured Dasrng surface (figure
1, clama 1-37 X @ second clamp struchue configumed 10 engage a second bona fxation sfemant, and
Faviryg 2 second sphancally contoursd baaring surace seated in shding contact with the frst beanng
surfaos (claims 137 ) «a connactor bolt having o hand engaging $e second damp structre ard 2
scraw-thraadad slem edending 1 Pw fingt clamp structam (guse 2.5, clems 1-37 1 -8 3gitanig
iy 0 scraw-hveaded engagement with the sterm of the cormcior bol (clams 1-37 ), and -a spivg
compressed between the fiest clamo structure and the tightening device, whereby the ighlening cevioe
can apphy & speing Torcs 10 the cornecton boll 1o Ighten the contsct of P bearing surfaces (Bgums 25,
clams 1-37 ) The invertion as sel orh in cherm 15 does nol rvohm novelty in view of documeat D2
Henca, in e view of D1 and D2 the clain 1 and 15 of the aleged venton acks inventive stap as per
secton 2{1)]) of The Palerin Act, 1970 Dapendert clams 2-14 and 16-26 define obvious
implermentation detmds of the systemn defined by the independent clsms. Thay do not conain any
faatures which, in combINGSON with this featuras of any claim 10 which thry fafar, Mest the sequiremens
of he rvertve siop a3 per section 2(1))) of The Patents Act, 1970,

Herce. & view of the shove sod usinet requueesients, this sutase spplcation 3 aot fousd in eeder for gexat Ao | agree with

the findings of the uxamines that the subject matter as described and daimed sttract the providons of
sections 2{1}{)] of the Patent Act, 1970
Further ik applistian abo diss gol coisgly =ith Section 13} in The Patens Act, 1970 6 adieadsd eddiniod

elapns 37 v 12 dees ot Burve suppsant froon e desseripnoos

Bddinional meaner of clains slso ancssi: Sacticn 59 In The Patents Act, 1970w Ko smendme g of sn spplicaion for 5

Pt o & corspke dpad Bication of aiy dooae ol relanad tha o thall e issde eacapn by wey of disclaimer, Qomactin o
rxplanaion, snd ra smendmark iharesf thall ke aliorasd, azzap ior tte purpose of mezmporaiien of sl =t ard ns
smard ment of 3 complste wpeciicaiion shall b sllcsed, the stect of which would be thai the specificstorn sy smerded
il clabm or desoribes mamier ot in suhstare dsgdones] ar o inthe spssdbcation beelore the smenadment, o ghat sy
el of the apescbicatken s smended wauld raot tal whelly within the wopes o & clem of the qpesobication bslors thes
iTes red resn i

1. Thes, in view of ihe alvrenaid azd vasvafacicry whainion made by de Apeub is respeci af e partizect revuinmens ax
alirend v Hhee Sl Descriag onovtiss, (hid diciasd pplcirion dees ool couiply ok e segiomaiedls of dee At L thersFore, heeby

ke theont e gaveid O o potesil 158 REFIUSED tiadey thes poetmidi of Seetd 15 of dis Faleas A

&, Tk b v b it st thes dfooetmd obassvitioo, el devismd hereol, dre besed salelv oo e eberpsrmially vy kaaied

dosumiEnds o dong

Dated this 0810/2020

(ASHLESH MAUREY Al
v, Comeralker of Patenis & Thalgns

6. Clearly, instead of taking the trouble of typing out the order, the

ACGP has merely cut and paste paragraphs from documents.

7. Though such cutting and pasting is itself disquieting, the Court
would not have taken serious note thereof, had the ACGP
condescended to supplement the cut and pasted paragraphs with his

own reasoning, displaying some minimal application of mind.
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8. Sadly, that is lacking.

9. Mr. Vineet Rohilla, learned Counsel for the appellant points out
that the objections contained in the FER were reproduced, verbatim, in
the notice of hearing dated 14™ November 2019 and again stand
reproduced, verbatim, in paras 2 and 6 of the impugned order. There
has been no consideration, whatsoever, of the reply filed by the
appellant either in response to the FER or consequent to the notice of

hearing issued by the ACGP.

10. If one were to de-construct the impugned order, the following

position emerges:

(1) Paras 1 and 2 are directly cut and pasted from the FER
dated 30™ November 2015. It may be noted that the appellant’s
application has come to be rejected on the basis of objections
contained in para 2 i.e. for want of inventive step vis-a-vis prior
art D1 and D2, and not on the basis of the objection contained

in para 1.

(1)) Para 3 is a formal paragraph noting the fact that the

hearing was conducted and written submissions were filed.

(ii1) Para 4 first cuts and pastes the claim contained in the
appellant’s application and, thereafter, cuts and pastes the

response filed by the appellant to the FER.

(iv) Para 5 is incomprehensible. It starts by saying that the
ACGP did not find the submission of the appellant persuasive in

view of what is supposed to be following thereafter. Thereafter,
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however, the ACGP has merely cut and pasted Claim 1 from the

appellant’s application.

(v)  Ironically, para 6 of the impugned order starts with the
recital that the oral argument and written submission of the
appellant were carefully considered. Thereafter, the impugned
order declares, without prelude or preface, that the claim of the
appellant did not comply with Section 2(1)(j)' of the Patents
Act. Why, is left for anybody to guess. The paragraph thereafter
once again cuts and pastes the objection contained in the FER.
The objection, therefore, has been cut and pasted twice, firstly

n

(vi) The impugned order, thereafter, again states that the
claim of the appellant was deficient in respect of Section 2(1)(j)

of the Patents Act.

11. Thereafter, somewhat strangely, the impugned order states that
the appellant’s application was also liable to be rejected under Section
10(4) and Section 59 of the Patents Act, neither of which provision
was ever raised as an objection to the appellant either in the FER or in

the hearing notice.

12. The impugned order, thereafter, proceeds to reject the

appellant’s application for grant of patent.

2. Definitions and interpretation. —
(D) In this Act, unless the context otherwise requires, -
G) “invention” means a new product or process involving an inventive step and
capable of industrial application;
Signature Not Veri€ied\.(COMM.IPD-PAT) 88/2022 Page 7 of 10
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13. This Court is seriously disturbed at the impugned order. The
order is nothing less than a total mockery of the functions which are
vested in the quasi-judicial authorities in the office of the Controller

General of Patents.

14.  This Court has personally interacted with the learned Controller
General of Patents, and is aware that he has his heart in the right place,
and is sincerely interested in ensuring that the patent office functions
properly. “The best laid schemes of mice and men”, as the poet Robert
Burns however lamented, “gang aft agley””, and, if the lower
functionaries in his office persist in passing orders such as the one
before me, the best intentions of the learned Controller General will

fail to bear fruit.

15. The Court, therefore, sincerely requests the learned Controller
General of Patents to advise the functionaries in his office, discharging
quasi-judicial functions such as grant or refusal of patent applications,
to make every effort to see that such orders are not passed, as they do
discredit not only to the duty vested in the officer passing the order,
but in the ultimate eventuate, would also reflect on the functioning of

the office of the learned Controller General of Patents itself.

16. Mr. Harish Vaidyanathan, learned Central Government
Standing Counsel appearing for the Controller General of Patents,
with customary fairness, agrees to the matter being remanded for a

fresh consideration.

* In the poet’s immortal “To A Mouse, (On Turning up in her Nest with The Plough), November

1785”. “Gang aft aglez” is the Scottish eﬂuivalent of “go often awg”.
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17.  This Court notes the fact that the application for grant of patent
was filed as far back as in 2007. We are already in 2023. A patent,
once granted, has a life of only 20 years. The period is counted not
from the date of grant of the patent but from the date of the
application. 13 of the said period of 20 years, therefore, have already
lapsed. Even if, today, the appellant’s applications were to be granted,

the life of the patent would only be a residual period of 3 years.

18. If inventors, who seek to invent patents, are going to suffer such
treatment, it would ultimately disincentivise persons from exercising
their inventive faculties and coming with new and innovative
technologies which would ultimately be deleterious to the national

interest as well.

19. It would be well if adjudicating authorities in the office of the
Controller General of Patents keep these realities in mind. To the
knowledge of this Bench, this is the fourth case where such an order
has come up before this Court. If the passing of such orders persists,
the Court may be constrained to take more drastic steps, which might
in the end result impact the officer who passes the order personally.

For the present, however, the Court is desisting from doing so.

20. Needless to say, in the aforesaid facts and circumstances, the
impugned order dated 8" October 2020 is quashed and set aside. It is
directed that the de novo proceeding shall conclude and the decision
be communicated to the appellant within the time period of three

months.

21. Application No. 8285/DELNP/2007 is remanded for a fresh
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consideration. The learned Controller General of Patents is requested
to assign the matter to an officer other than the officer who has passed

the impugned order.

22. The learned Controller General of Patents is also requested to
depute the officer who has passed the impugned order Mr. Ashlesh
Mourya, ACGP to undergo a course in passing of judicial orders, to be

conducted by the Delhi Judicial Academy.

23. Let a copy of this order be also marked to the Delhi Judicial

Academy for compliance.

24. This appeal stands allowed in the aforesaid terms.

C. HARI SHANKAR, J.
MAY 12, 2023
dsn
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