A.S.(MD).No.149 of 2013

BEFORE THE MADURAI BENCH OF MADRAS HIGH COURT
JUDGMENT RESERVED ON : 23.06.2023
JUDGMENT PRONOUNCED ON: 22.09.2023
CORAM
THE HONOURABLE MRS.JUSTICE N.MALA
A.S.(MD).No.149 of 2013

and
CMP.(MD).No.2514 of 2023

Sri Rajeswari Fireworks,
Rep. By its Partners G.Kathiresan (Died)
1.P.Tharun Viswanath
2.K Prithiviraj
3.P.Sumathi
[Memo dated 09.08.2022 filed
on 10.08.2022 in U.S.R.No.
22121 is recorded as the
partner G.Kathiresan died and
the other partners of Sri
Rajeswari ~ Fireworks  are
substituted vide Court order
dated 16.02.2023 made in
AS(MD).No.149 of 2013 by
NM]J]

... Appellants

Vs.

1.M/s.5ri Kaliswari Fireworks,
Rep. By its Partner A.P.Selvarajan,
No.5-A, Chairman A.shanmuga Nadar Road,
Sivakasi,
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Virudhunagar District.

2.M/s.Dinesh Fire Works,
E-34, Milap Nagar,
Utham Nagar,
New Delhi - 110 059.

3.5ri Amir Chand,
M/s.A.C.Fire Works,
561, Jheel Kuranja,

Patpar Road,
Delhi - 110051.

4 Jai Mata Traders,
Sir Subash Kataria,
M/s.Kataria Fire Works,
A2A/114, Janakpuri,
New Delhi - 110 058.

5.Sahu Gun House,

Mahavir Chowk,

Ranchi,

Jharkand State.
6.Surya Sales,

Mahavir Chowk,

Ranchi

Jharkand State ... Respondents

First Appeal filed under Section 96 read with Order XLI Rule I of

CPC, to set aside the Judgment and Decree dated 19.08.2013 passed by

the Principal District Court of Virudhunagar at Srivilliputhur made in

Trade Mark O.5.No0.35 of 2010.
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For Appellants : Mr.P.Valliappan Sr.Advocate for
Mr.P.Thiagarajan
For R1 : Mr.Michael Bharathi
For R2 toR5 : No appearance
For R6 : No appearance
JUDGMENT

The 1% defendant in the suit has filed the above appeal. The
appeal is filed challenging the Judgment and Decree dated 19.08.2013
passed in O.S.No. 35 of 2010 on the file of the Principal District Court of

Virudhunagar at Srivilliputhur.

2. The parties will be referred to as per their ranking in the suit.

3. The brief facts of the case leading to the above appeal are as
follows:

The plaintiff is a registered partnership firm having its principal
place of business at Sivakasi, Virudhunagar District, Tamil Nadu. The
plaintiff is a manufacturer of fireworks, crackers, sparklers and other
allied products in India since 1923. The products of the plaintiff are
represented by a unique trademark COCK with a device of multi colour
rooster inside the two circles in the background of yellow shade which
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was devised by the founders of the plaintiff's firm in 1923 and registered
in Class 13 of the Register of Trade marks on 17.08.1954 under
Registration No0.165412. The Trade mark of the plaintiff was renewed
from time to time. The plaintiff earned a reputation for itself among the
users of the fire works. The plaintiff spent huge amount to popularise
its COCK brand products across the country by incurring considerable
expenditure for the same. The plaintiff had issued Trade mark Caution
Notice in all leading newspapers on 09.03.2010 to protect its Trade mark
COCK. According to the plaintiff, it registered its distinctive artistic
work of the trade mark COCK under the Copyright Act also in

Copyright Registration No.A-95119/2009 with its name “KALISWARI”.

4. It was the plaintiff's further case that the defendants conspired
together to spoil the name of the plaintiff's fireworks products and in
order to gain unlawfully indulged in manufacturing and marketing
inferior quality fireworks under a deceptively similar 'DUCK' as shown
in the “B” Schedule in the market areas of the plaintiff. The plaintiff
stated that the first defendant had devised its trade mark with the

pictogram of DUCK which is very similar to the pictogram of COCK of
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the plaintiff. The plaintiff stated that the first defendant purposely and
maliciously in order to pass off its products as that of the plaintiff,
devised the colour scheme, get up, artistic work, placement and layout
of its DUCK as that of the plaintiff's COCK trade mark. According to
the plaintiff, phonetically also the word 'DUCK' is similar to the word
'COCK' and the two circles around the rooster and yellow colour
background of the plaintiff's pictogram were imitated by the 1*
defendant to make its mark appear deceptively similar to that of the
plaintiff. The plaintiff came to know about the use of trade mark
'DUCK' of the 1* defendant, which is deceptively similar to that of the
plaintiff during Diwali i.e. in the month of October, 2009. The plaintiff
orally advised the first defendant and though the 1* defendant agreed to
desist from infringing and passing off the offending trade mark 'DUCK,
nevertheless continued to market it's products with the offending trade
mark with the aid of the other defendants. The plaintiff issued a legal
notice to the first defendant, but the first defendant failed to reply to the
same or stop the usage of the offending trade mark. The plaintiff was
therefore constrained to file the suit for infringement and passing off
under the Trade marks Act and for infringement of Copy Right under
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the Copy Rights Act for the following reliefs.

a.Permanent injunction restraining the Appellant from in any
manner infringing its trademark COCK with the very same colour
scheme and the appearance;

b.Appellant Permanent from in injunction any manner restraining
infringing its registered copyright in the artistic work of pictogram of
COCK with the very same colour scheme and appearance;

c.Permanent injunction restraining the Appellant from in any
manner passing off and enabling others to pass of their fireworks
crackers with a similar colour scheme;

d.Mandatory injunction directing the Appellant to deliver up for
destruction all fireworks, crackers, sparklers and other allied products &

e.Rendition of accounts.

THE 1st DEFENDANT's CASE:

5. The first defendant's fire works was established in the year 1980
in Maraneri Village, Sivakasi Taluk. The first defendant adopted the
'DUCK' brand for manufacturing the fire works. The first defendant

registered the Trade mark 'DUCK' on 28.02.1983 vide Registration No.
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357776 in Class 13 relating to fireworks, crackers and sparklers. The
registered trade mark was renewed on 23.01.1987 for a period of seven
years and subsequently on 23.01.1994 and thereafter till 2008. In the
year 2008 due to inadvertence, the registered trade mark 'DUCK' was
not renewed and on the advise of the Trade mark Registry, the first
defendant made a fresh application for registration of his trade mark
'DUCK" in the year 2009 vide Application No.1866419 in Class 13.
According to the 1% defendant it was using the Trade mark 'DUCK'
continuously from 1980 without any objection from any one. The first
defendant had also applied for copy right protection, for which the
Trade Marks Registry gave its clearance in Form TM60. Therefore,
according to the first defendant as per the standards of the Trade Marks
Registry, there was no similarity between the mark of the plaintiff and

the first defendant.

6. It was the defendants further case that it had a good market for
it's fireworks and it had created a distinct identity in the market. The 1st
defendant was able to sell it's products due to the superior quality of the

fireworks manufactured by it and the good will that it had developed
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over a period of 30 years. The first defendant referring to it's growth
from the year 1980 to 2009 stated that there was absolutely no necessity
for the first defendant to imitate or adopt the Trade mark of others for
it's products as it's products speak for themselves. The first defendant
stated that in 1954, the Certificate of Registration of the plaintiff was
issued in the names of three partners trading in the name of
'KALISWARI Fireworks', Sivakasi. According to the first defendant it
was not known whether KALISWARI Fireworks was registered at that
point of time, as admittedly, the plaintiff was registered only on
18.01.1977. The first defendant stated that the plaintiff had failed to
establish that the registered trade mark 'COCK' was transferred to the
newly constituted firm on it's re-constitution and therefore, according to
the first defendant, the suit was not maintainable as the plaintiff had
failed to establish that it was a registered proprietor of the trade mark
'COCK'. As far as registration under Copy Right Act was concerned, it
was the defendants' case that the registration was obtained only in the

year 20009.
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7. The written statement of the defendants further referred to
various features of the plaintiff's 'COCK' mark and the defendants'
'DUCK"' mark to show that there was absolutely no imitation or
similarity of the plaintiff's Trade mark and the defendants Trade mark.
As far as the colour scheme, design and lay out of the defendants' Trade
mark was concerned, it was the defendants contention that the yellow
colour back ground was common to the trade and the plaintiff could not

claim exclusive right over the same.

8. The defendant further stated that various registered trade mark
owners had adopted the yellow colour background with either a bird or
an animal inside a circle and the plaintiff had not chosen to initiate
action against all those manufacturers. As the plaintiff was envious of
the defendants growth, the plaintiff chose to file the suit against the

defendant alone.

9. The defendant raising the plea of acquiescence stated that in
view of the Section 33 of the Trade Marks Act, the plaintiff had lost its
right, if any, to oppose the use of the 'DUCK' Trade mark by the
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defendant. The defendant further stated that the plaintiff had no right
to oppose the application of the first defendant for the registration of the
'DUCK' Trade mark, as the plaintiff had acquiesced for a period of 27
years to the use of the 'DUCK' Trade mark by the defendant. According
to the defendant, the Trade Mark 'DUCK' had been in continuous,
extensive and uninterrupted use for nearly 30 years and it had acquired
immense goodwill and reputation. The defendant claimed to have
invested huge amounts on advertisements for popularizing it's trade
mark 'DUCK'. The defendant stated that there was absolutely no
similarity between the 'DUCK' mark and the 'COCK' mark. It was
further stated that the plaintiff was estopped from questioning the
defendants trade mark as it had not opposed the registration of the same
in 1980. The defendant further stated that there was no cause of action
for the suit. On the above facts, the defendant prayed for dismissal of

the suit.

10. The plaintiff filed rejoinder denying all the allegations raised in
the written statement apart from stating that, when the plaintiff's firm

was registered, all the properties of the erstwhile firm were transferred
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by operation of law and hence no special instrument of transfer was
necessary. According to the plaintiff as the 'DUCK' trade mark was
registered in the names of the partners belonging to the partnership firm
of 'KALISWARI Fireworks in the category of partnership firm the
plaintiff was the registered proprietor and so assignment or transfer of
trade mark was necessary. The plaintiff referred to the special features
of the 'DUCK' brand used by the defendant and stated that it was
designed to appear deceptively similar to plaintiff's 'COCK' trademark.
The plaintiff further pointed out that the 'DUCK' Trade mark presently
used by the defendant was entirely different from the one advertised in
the Trade Marks Journal of the year 1980. The plaintiff further stated
that the colour combinations adopted by the defendant were made with
a view to make it look more like the plaintiff's 'COCK' mark, thereby
causing confusion and deception in the minds of the trading public and
for passing off their sub-standard goods as and that of the plaintiff. The
plaintiff further submitted that the plea of acquiescence under Section
33 of the Trade Marks Act was not available to the defendants as the
adoption of the 'DUCK' brand by the defendants was fraudulent and

malicious. The plaintiff had no objection to the use of the Trade mark
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'DUCK' originally registered by the defendant in the year 1980, as the
same did not infringe the 'COCK' mark of the plaintiff. The plaintiff was
aggrieved by the recent changes made by the first defendant to the
originally registered 'DUCK' mark to make it look deceptively similar to
its 'COCK' mark. The plaintiff therefore prayed that the suit may be

decreed as prayed for.

11. Before the Trial Court, the plaintiff was examined as PW1 and
Ex.Al to Ex.A70 were marked. On the side of the defendants, two

witnesses were examined and Ex.B1 to Ex.B172 were marked.

12. On the basis of the pleadings of the parties and the evidence on
record, the Trial Court framed the following issues.

1.Whether the 1st defendant's trade mark 'Duck brand' as shown
in the 'B' schedule of plaint is deceptively similar to that of 'A' schedule
'Cock Brand' of the plaintiff's firm as shown in the plaint?

10. 2.Whether there is any infringement of registered trade mark
and copy of right of plaintiff's firm as alleged by the plaintiff?

3.Whether “DUCK” pictogram as registered by 1st defendant in the year
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1980 has undergone distinctive changes in the year 2009 so as to look
deceptively similar to that of “Cock Brand” of plaintiff?

4 Whether the plaintiff is entitled to the relief of permanent
injunction restraining the defendant from in any manner infringing the
plaintiff's registered trade a pictogram of cock by deceptive and
imitative use of a pictogram of “Duck “ with the very same colour
scheme as prayed for?

5.Whether the plaintiff is entitled to the relief of permanent
injunction restraining the defendant firm in any manner infringing the
plaintiff’s registered copy right in the artistic work of a pictogram of
“Cock” by deceptive and imitative use of a pictogram of “Duck” with
the substantial reproduction of the plaintiff's artistic work with the very
same colour scheme as prayed for?

6.Whether the plaintiff is entitled for permanent injunction as
against the defendants restraining them from in any manner passing off
their fire works, crackers and allied products by the use of imitative
pictogram of “Duck” brand which is identical to and deceptively similar
to plaintiff’s registered pictogram of cock brand?

7.Whether the plaintiff is entitled to the relief of mandatory
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injunction directing the defendants to deliver up for destruction all the
fire works, crackers and other allied products carrying on the offending
“Duck” labels which are identical to the trade mark and artistic work of
plaintiff’s “Cock” brand?

8. Whether the plaintiff is entitled for the rendition of accounts
directing the defendants to render true and faithful accounts of profits
earned by the sale of “Duck” branded products using the imitative trade
mark of plaintiff’s “Cock” brand?

9.Whether the plaintiff has got exclusive right over yellow colour
background which is used by many of the fire works manufacturers in
Sivakasi in view of the nature of the product?

10.Whether the defendant has acquired a good market for his
product due to infringement of plaintiff’s trade mark or by it's distinct
quality as stated by the defendant?

11.Whether the suit is filed in time?

12.To what other relief, if any, is the plaintiff entitled to?

13. The Trial Court partly decreed the suit by granting the relief's
'A'" to 'C' and rejecting the relief's 'D' and 'E'. Aggrieved by the
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Judgment and Decree of the Trial Court, the 1* defendant in the suit has

tiled the above appeal.

14. The learned counsel for the first defendant/appellant put forth
the following objections to the Judgment and the Decree of the Trial
Court.

1.The Trial Court failed to note that there was absolutely no cause
of action for the suit and that even the cause of action pleaded by the
plaintiff was not established.

2.The Trial Court failed to note that the suit for infringement of the
Trade mark at the instance of the plaintiff was not maintainable as the
plaintiff was not a registered proprietor of the 'COCK' Trade mark.

3.The Trial Court failed to note that the failure of the plaintiff to
register the 'COCK' Trade mark to particular combination of colours did
not entitle it to claim monopoly over the colour combinations.

4. That the suit was barred by acquiescence under Section 33 of the
Trade Marks Act.

5.That the Trial Court failed to note that there was no infringement
of Trade mark, copy right and passing off.
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6.That the Trial Court erred in decreeing the suit for permanent
injunction restraining the appellant from in any manner infringing the
Trade mark COCK with the very same colour scheme and appearance,
for Permanent injunction restraining the appellant from in any manner
infringing its registered copy right in the artistic work of pictogram of
COCK with the very same colour scheme and appearance and also
restraining the appellant from in any manner passing off and enabling
others to pass of their fireworks crackers with a similar colour scheme.
The learned counsel therefore stated that the appeal be allowed and the

Judgment and the Decree of the Trial Court be setaside.

15. The learned counsel for the plaintiff on the other hand
submitted that the suit was filed for infringement of its Trade mark
under Section 29(2) of the Trade Marks Act by the 1* defendant by
adopting identical and deceptively similar 'DUCK' mark for it's goods.
The learned counsel for the plaintiff/respondent further submitted that
the objection as to the plaintiff not being the registered proprietor was
untenable as the plaintiff's trade mark was registered in the name of the
firm and therefore the firm as a registered proprietor could file the suit.
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As far as the monopoly over the colour combinations in the label of the
plaintiff's COCK brand was concerned, the learned counsel submitted
that the label was registered under Section 10(2) of the Trade Marks Act,
and so even if the Label was registered for Black and White it is deemed

to have been registered for all colours.

16.The learned  counsel  submitted that the  first
defendant/appellant could not invoke Section 33 of the Trade Marks
Act against the plaintiff as the 1% defendant was not a registered
proprietor of the Trade Mark DUCK and also because the defendant had

failed to prove that he adopted the colours in the mark bona fide.

17. The learned counsel for the plaintiff/respondent further
submitted that as the Trial Court on the basis of the entire evidence on
record gave a factual finding that the defendants 'DUCK' mark was
deceptively similar to that of the plaintiff's registered 'COCK' trade
mark and that there was infringement of the plaintiff's copy right in the
pictogram 'COCK!, the said finding could not be interfered with in
appeal unless and until it was proved to be perverse. The learned
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counsel further submitted that as the finding of the trial Court was that
the defendant adopted the identical trade mark of the plaintiff with a
view to deceive and confuse the customers, it was totally justified in
concluding that the defendant was guilty of Passing off his goods as that
of the plaintiff. The learned counsel therefore submitted that there were
absolutely no merits in the appeal and the same deserved to be

dismissed.

18. I have heard both the learned counsels and have perused the

materials on record.

19. The points that arise for consideration in the appeal are as
follows:

1.Whether the suit is bad for want of cause of action?

2.Whether the plaintiff is a registered proprietor in terms of
Section 2(V) of the Trade marks Act?

3.Whether the 1* defendant has infringed the plaintiff's registered
trade mark and copy right of the plaintiff in the artistic work of
pictogram 'COCK"?
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4. Whether the 1* defendant by adopting a deceptively similar
mark to that of the plaintiff's trade mark is passing off his goods as that
of the plaintiff.

5. Whether the defendant is entitled to invoke the provisions of

Section 33 of the Trade Marks Act relating to acquiescence.

POINT NO.1:

20. The learned counsel for the first defendant submitted that there
was no cause of action for the suit and the suit was liable to be
dismissed on the short ground. According to the first defendant, the
plaintiff had taken inconsistent stand as regards the accrual of cause of
action. Whereas in the legal notice, the plaintiff stated that it came to
know about the DUCK mark only in the month of October, 2009, in the
legal notice, it was stated that the plaintiff came to know about the

DUCK mark recently.

21. The learned counsel for the plaintiff on the other hand
submitted that the suit was laid among others for infringement of Trade

Mark under Section 29(2) of the Trade Marks Act, that both the plaintiff
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and the first defendant were in the same trade and that the defendant
had designed his DUCK mark so as to appear deceptively similar to that
of the plaintiff's COCK mark and with a view to pass off his products as
that of the plaintiff. The learned counsel therefore submitted that the

contentions of the learned counsel for the 1*' defendant were untenable.

22. The term cause of action is not defined in the civil procedure
code but the same has been interpreted by the Courts in several cases.
One such interpretation of the term cause of action is that it is a bundle

of facts which forms the basis for the reliefs claimed in the suit.

23. The first defendant claims that the basis for the suit are two
letters i.e. Ex.A7 and Ex.A8. According to the 1* defendant the said
letters were obtained subsequent to the legal notice and for the purpose
of the case. According to the 1* defendant the fact that the dealers
continued to purchase the products of the first defendant subsequent to
the said letters also supports the said contention. On the other hand the
plaintiff states that the suit is filed not only on the basis of the aforesaid

letters, but also under Section 29(2) of the Trade Marks Act for
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infringement of Trade Mark.

24. It is seen that the suit is laid for permanent injunction for
infringement of the Trade mark of the plaintiff, for passing off and for
infringement of Copy Right in the artistic pictogram of the “COCK”
mark of the plaintiff. It is well settled that to find out if the cause of
action for the suit is made out or not only the contents of the plaint have
to be looked into as a whole and the defence put forth by the defendant
is not material. It is trite that the cause of action for a suit is an act or a
transaction. The act or transaction may give rise to two or more causes
of actions. But the plaintiff is bound to claim the entire relief in the suit
which arises out of the cause of action. In the present case, the dispute
is whether the first defendant has infringed the plaintiff's trade mark,
copy right and also if the defendant is guilty of passing off his goods as
that of the plaintiff. The plaintiff’s case is that the defendant has
deceptively imitated the plaintiff’s registered trade mark and is passing
off his goods as that of the plaintiff. The plaintiff also claims that the
artistic work of the pictogram COCK of the plaintiff with it’s colour, lay
out and scheme is copied by the defendants, so as to appear deceptively
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similar to that of the plaintiff. The letters form a part of the cause of
action and not the sole basis for the relief's claimed in the suit. On a
reading of the entire plaint it cannot be said that there is no cause of
action at all for the suit. Therefore, I am of the view that the objection
that the suit is not maintainable for want of cause of action cannot be
sustained and the same is rejected. Point No.1 is decided against the 1*

defendant.

POINT NO.2:

25. The second objection of the first defendant is that the plaintiff
is not a registered proprietor in terms of Section 2(V) of the Trade Marks
Act and as such the plaintiff has no right to file the suit for infringment.
According to the first defendant, it was admitted by the plaintiff that in
the year 1938 when the business was started there were three members
as partners ie. A.Shanmugam Nadar, A.Arunachala Nadar and
A.Nataraja Nadar. In 1954, the COCK Mark was registered. In 1971, the
partnership firm was reconstituted with the partners consisting of
A.A Rajappan, Chinna Nadar, Purnachandran, Palaniswamy etc., and
the same was registered. According to the first defendant in the absence
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of any evidence to show that the said mark registered in the name of the
individual partners was transferred in the name of the registered
partnership firm on 1971, the plaintiff could not be considered to be a
registered proprietor in terms of Section 2(V) of the Trade Marks Act. In
contra, the plaintiff’s case is that there was no need for an assignment of
the Trade Mark from the partners of the firm, as the Trade mark was
registered in the name of the partnership firm and therefore, the firm
was entitled to file the suit. According to the plaintiff the question of
assignment will arise only if the Trade mark was transferred from one
entity to other. In the instant case, the Trade mark was registered in the
name of the firm and as it remained the property of the firm, there was

no question of assignment of trade mark.

26. Section 2(V) of the Trade Marks Act defines registered
proprietor.
2(V)“registered proprietor”, in relation to a trade
mark, means the person for the time being entered in

the register as proprietor of the trade mark”
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27. From the said definition it is clear that the registered proprietor
means the person whose name is entered in the register as a proprietor
of the Trade mark. A perusal of Ex.A13 would show that the Trade
mark was originally registered on 17.08.1954 in Registration No0.165412
under Clause 13 in the name of A.Shanmugam Nadar, A.Nataraja
Nadar, A.M.A.Arunachala Nadar in the category of partnership firm.
When a trade mark is registered by a firm, it is always registered in the
name of the firm, whether the firm was registered or unregistered and
hence the trade mark belongs to the firm and not to any individual
partner. In the instance case, the original partnership firm was
unregistered but the trade mark was registered in the category of
partnership firm. The question of assignment would arise only if the
trade mark was transferred from one entity to other. In the instant case
as the trade mark was registered in the category of partnership firm,
though unregistered, there is no question of any assignment because the
trade mark belonged to the firm and not to any individual partner. It is
further pertinent to note that even otherwise the COCK trade mark has
been used by the plaintiff firm since 1954 without any objection from
any partner. Therefore the contention of the first defendant that the
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plaintiff is not a registered proprietor of the trade mark COCK brand is
untenable and the same is rejected. Point No.2 is decided against the 1*

defendant.

POINT Nos'.3 and 4:

28. The undisputed facts of the case are that the plaintiff and
defendant are both manufacturers of fireworks like sparklers, crackers
etc. and are based in Sivakasi, that the plaintiff entered the trade much
before the defendant and registered his trade mark 'COCK' in black and
white on 17.08.1954 in Reg.no. 165412 under Ex.A13, that the defendant
entered the trade in 1981 and registered his trade mark 'DUCK' in black
and white on 28.02.1983 vide Reg.No. 357776, that both the plaintiff and
the defendant registered their trade mark in Class 13 of the Register of
Trade Marks, that the defendant periodically renewed his trademark till
2008 and thereafter failed to renew the same, that the defendant applied
for Registration of the trade mark 'DUCK' afresh in 2009 vide
Application no.1866419 in Class 13, that the plaintiff obtained the
copyright for its artistic work of the 'COCK' mark under the Copy

Rights Act in Regn.No0.A-95119/2009 and that the defendant applied for
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copyright protection for its artistic work of 'DUCK' mark and the trade

marks registry gave clearance in Form 60.

29. The entire controversy in the appeal is whether the defendant

has infringed the plaintiff's Registered trade mark 'COCK".

30. Before delving into the factual examination of the marks to find
out if there is any infringement of the plaintiff's registered mark by the
defendant, the legal position with respect to the provisions of the Act
and also the legal principles enunciated by catena of Judgments is
scrutinized. I have refrained from discussing all the Judgments relied on
by the counsels as ultimately the finding of fact on similarity of the
marks is left to the Court and the citations can only guide the Court in

undertaking the said exercise.

31. Section 29(1) of the Trade Marks Act, 1999 deals with the
infringement of Trade marks and the various acts constituting

infringement.
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Section 29

(1)A registered trade mark is infringed by a person who, not being
a registered proprietor or a person using by way of permitted use,
uses in the course of trade, a mark which is identical with, or
deceptively similar to, the trade mark in relation to goods or
services in respect of which the trade mark is registered and in
such manner as to render the use of the mark likely to be taken as
being used as a trade mark.

(2)A registered trade mark is infringed by a person who, not being
a registered proprietor or a person using by way of permitted use,
uses in the course of trade, a mark which because of

(a) its identity with the registered trade mark and the similarity of
the goods or services covered by such registered trade mark; or

(b) its similarity to the registered trade mark and the identity or
similarity of the goods or services covered by such registered trade
mark; or

(c) its identity with the registered trade mark and the identity of
the goods or services covered by such registered trade mark, is
likely to cause confusion on the part of the public, or which is

likely to have an association with the registered trade mark.”

32. The term deceptively similar used in Section 29(1) is defined
under 2(h) of the Act. Section 2(h) defines “deceptively similar” as

follows:
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(h) “deceptively similar”. — A mark shall be deemed to be
deceptively similar to another mark if it so nearly resembles

that other mark as to be likely to deceive or cause confusion.

33. In 1960 (1) SCR 968 : AIR 1960 SC 142 in the case of Corn
Products Refining Co.Ltd. vs. Shangrila Food Products Ltd. It was held as
follows:

“18. It is well known that the question whether the two
marks are likely to give rise to confusion or not is a question of
first impression. It is for the court to decide that question. English
cases proceeding on the English way of pronouncing an English
word by Englishmen, which it may be stated is not always the
same, may not be of much assistance in our country in deciding
questions of phonetic similarity. It cannot be overlooked that the
word is an English word which to the mass of the Indian people is
a foreign word. It is well recognised that in deciding a question of

similarity between two marks, the marks have to be considered as a

34. The Hon'ble Supreme Court in the case of Kaviraj Pandit Durga
Dutt Sharma vs. Navaratna Pharmaceutical Laboratories reported in AIR

1965 SC 980 held as follows:
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“Para 28. When once the use by the defendant of mark,
which is claimed to infringe the plaintiff' s mark is shown to be “in
the course of trade” the question whether there has been an
infringement is to be decided by comparison of the two marks.
Where the two marks are identical no further questions arise; for
then the infringement is made out. When the two marks are not
identical, the plaintiff would have to establish that the mark used
by the defendant so nearly resembles the plaintiff's registered
trademark as is likely to deceive or cause confusion and in relation
to goods in respect of which it is registered. A point has sometimes
been raised as to whether the words” or cause confusion”
introduce any element which is not already covered by the words
“likely to deceive” and it has sometimes been answered by saying
that is merely an extension of the earlier test and does not add very
materially to the concept indicated by the earlier words “likely to
deceive”. But this apart, as the question arises in an action for
infringement the onus would be on the plaintiff to establish that
the trademark used by the defendant in the course of trade in the
goods in respect of which his mark is registered, is deceptively
similar. This has necessarily to be ascertained by a comparison of
the two marks — the degree of resemblance which is necessary to
exist to cause deception not being capable of definition by laying
down objective standards. The persons who would be deceived are
of course, the purchasers of the goods and it is the likelihood of

their being deceived that is the subject consideration. The
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resemblance may be phonetic, visual or in the basic idea
represented by the plaintiffs mark. The purpose of the comparison
is for determining whether the essential features of the plaintiffs
trademark are to be found in that used by the defendant. The
identification of the essential features to the mark is in essence a
question of fact and depends on the judgment of the Court based
on the evidence led before it as regards the usage of the trade. It
should however, be born in mind that the object of the enquiry in
ultimate analysis is whether the mark used by the defendant as a

whole is deceptively similar to that of the registered mark of the
plaintiff.”

35. In the case of Ruston & Hornsby Ltd. Vs The Zamindara

Engineering Co. reported in 1969 (2) SCC 727 - it was held as follows:

“Para 5... The issue is, “is the defendant selling goods so
marked as to be designed or calculated to lead purchasers to believe
they are the plaintiffs goods. The Apex Court has also pointed out
that in an infringement action the issue is, “is the defendant using
a mark which is the same as or which is a colourable imitation of
the plaintiffs registered trademark. When same mark is used, the
public is deceived into purchasing the defendants goods in the
belief that they are the plaintiff's goods. So a registered trademark
is a casuality. It is the duty of the Court to protect the trademark.

In such a case, no further question would arise. In case of similar
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mark, a duty is cast upon the Court to compare both the marks to
find out if the offending marks are deceptively similar to the
appellant's mark and to ask the question whether there is
likelihood of deception or confusion. In deciding the question, the
Judge is the final authority. The Judge must approach the question
from the point of view of a man of average intelligence and

imperfect recollection.”

36. In yet another Judgment in the case of F. Hoffmann-La Roche &
Co. Ltd vs Geoffrey Manners & Co. Pot. Ltd reported in 1970 SCR (2) 213, it
was held as follows:

“You must take the two words. You must judge of them, both by
their look and by their sound. You must consider the goods to
which, they are to be applied. You must consider the nature and
kind of customer, who would be likely to buy those goods. In fact,
you must consider all the surrounding circumstances, and you
must further consider what is likely to happen if each of those
trademarks is used in a normal way as a trademark for the goods of
the respective owners of the marks. If, considering all those
circumstances, you come to the conclusion that there will be a
confusion, that is to say, not necessarily, that one man will be
injured and the other will gain illicit benefit, but that there will be
a confusion in the mind of the public which will lead to confusion

in the goods than you may refuse the registration, or rather you
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must refuse the registration in that case.”

37. In the case of Parle Products (p) Ltd. v. ].P.& Co Mysore reported
in 1972 (1) SCC 618 the following is stated.

“9. It is therefore clear that in order to come to the
conclusion whether one mark is deceptively similar to another, the
broad and essential features of the two are to be considered. They
should not be placed side by side to find out if there are any
differences in the design and if so, whether they are of such
character as to prevent one design from being mistaken for the
other. It would be enough if the impugned mark bears such an
overall similarity to the registered mark as would be likely to
mislead a person usually dealing with one to accept the other if
offered to him.......

After all, an ordinary purchaser is not gifted with the powers of
observation of a Sherlock Holmes. We have therefore no doubt that
the defendants' wrapper is deceptively similar to the plaintiffs'
which was registered. We do not think it necessary to refer to the
decisions referred to at the Bar as in our view each case will have
to be judged on its own features and it would be of no use to note
on how many points there was similarity and in how many others

there was absence of it.”

38. The expansive but not exhaustive legal principles that can be
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culted out from the above citations in my view are:

1.The Burden of proof in establishing the infringement of the
registered trade mark and passing off is on the plaintiff.

2. Deception or confusion is to be determined from the point of
view of a purchaser of Average intelligence and imperfect recollection.

3. Identification of the essential features of the marks is a question
of fact left to the Judgment of the court which enquiry is based on the
evidence on record and the usage of the trade.

4. The offending mark as a whole has to be considered to find out
if it is deceptively similar to that of the plaintiff's registered mark.

5. The question whether the two marks are deceptively similar so
as to cause confusion or not is a question of first impression, which
means that a mechanical dissection of the marks feature by feature
should not be undertaken to find out the similarities and dissimilarities

by keeping the two marks side by side.

39. It is not the plaintiff's case that the defendant's mark is identical
to that of the plaintiff's registered mark. Both the plaintiff as well as the

defendant are manufacturers of fire crackers etc. As manufacturers of
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fire crackers both the plaintiff and defendant sell their products to whole
sale dealers, who in turn supply to retailers and through the retailers the
products reach the customers finally. Hence in the present case the
marks are not identical but the goods are identical and the trade channel
is also the same. The plaintiff's case therefore falls under Clause (b) of
Subsection (2) of Section 29. Therefore when two marks are not identical
the burden to establish deceptive similarity and confusion lies on the
plaintiff. The plaintiff has to prove that the mark adopted by the
defendant bears so near a resemblance to his mark that it is likely to
cause confusion in the minds of the purchasers of average intelligence
and imperfect recollection. In other words the yard stick for determining
deception and confusion is the impression of the “Consumer who is not
gifted with the powers of observation of a Sherlock Holmes”. In order to
determine deceptive similarity and confusion the essential features of
the Mark are to be examined. The two marks need not be kept side by
side to find out the similarities and dissimilarities. In my view the first
impression that is created by a bare look at the two marks is very
important. A mere look at the marks should leave an impression of

imitation and similarity, an impression that one could be easily
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mistaken for the other.

40. It is trite that similarity can be either of an idea, phonetic or
visual. As far as phonetic similarity is concerned, I find that the word's
'DUCK' and 'COCK' are not phonetically similar. So also the Tamil
names “ur&g” and “G&eush” are also phonetically dissimilar.

As far as visual similarity goes it is seen from Ex.B3 that in the
plaintiff's registered mark, the Bird 'COCK' is placed in the centre of two
concentric circles in the middle of which the words “Registered Trade
Mark” are printed. The multicoloured 'COCK' is placed in the centre of
the two concentric circles in yellow colour background. The feathers of
the 'COCK' are spread, its beak is open and the crown of the 'COCK' is
coloured red. The spread feathers of the 'COCK' are multicoloured
without prominence of any one colour. In the defendant's mark, the
bird 'DUCK' is placed in the centre of two concentric circles, in the
middle of which the words “Registered Trade Mark” are printed. The
multicoloured 'DUCK' with its open bill is placed in the centre of the
concentric circles in Yellow colour back ground. The 'DUCK' obviously

has no crown and the feathers of the 'DUCK' are also not spread. In my
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view the essential feature of both the marks are the birds placed in the
centre. Whereas the plaintiff has adopted the bird “COCK” the
defendant has adopted the bird “DUCK”. By no stretch of imagination
can it be said that the bird 'DUCK' can be confused with the bird

'COCK!, as anatomically the two are different.

41. I would for a moment digress here to refer to certain peculiar
facts of the case as borne out by the evidence placed before the Court.

A bare look at Ex.B3, which contains various marks adopted by the
manufacturers of fireworks brings out the following facts. In almost all
the marks the Yellow colour background is found, an animal or bird
forms the essential feature of the marks and concentric circles with

words printed in the middle are adopted by all the manufacturers.

42. Perhaps to overcome the above facts, the plaintiff when

examined as PW1 in his cross examination deposed as follows:

"1981h  eumL odpslurluiler s SH  eumsE
Fleionih  eteluny QHHSHCHT aIUTCH Qh& S  Te b
AL CFUmET @svemsv. "

"urh L eualls  Flaia bl  Llsiemenlullsd 2 aTen
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L eugallsy  gyewwbEisior  UGSlullsd 2 siten g Fait

U SHems CUTHSS 61SGEH WLCFUmaT @svem6v."
"Ul.6um. &m. 9. 360 QL Clumnysien 611 601 &

&) 631 691151 & 611160 I0gh Fol  ousdamith @i ih  QubyeiTT HH&

srgen  ulLrg  Qsmiflsdled  QB@LOy  FUBLSOULL S

" "

sieorm  OlFmesieaimsd  Fmlwnms @\(m & SH6uri. Smeur 61
I Lusmamullsd @1 1h CuDmeTer  CFaIe) &6l oo &6 &
1981&@  Up®  usdley QFUSHTH  BleweTddHI6med.

Fflurs  sfweallsbemsv."

From the above evidence of the plaintiff it is seen that he has no
objection to the defendant using the Yellow colour background and to
the use of the bird 'DUCK' in its mark as originally registered. In the
light of the said evidence the controversy gets tapered to the use of the
colour combination, layout and scheme adopted by the plaintiff in its
artistic pictogram of 'COCK' by the defendant. The defendant protests
the objection of the plaintiff to the colour combination adopted by it,
stating that the plaintiff has no monopoly to the colour combination
adopted by it. The plaintiff is admittedly in the trade much before the
defendant's entrance. The plaintiff originally registered its trademark in
black and white in the year 1954 and only in the year 2009 obtained the

copy right for the artistic design of the 'COCK' with the colour
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combinations, layout and scheme. The defendant states that as the
plaintiff registered its trademark under Section 10(2) of the Trade Marks

Act, the plaintiff cannot claim monopoly over the colour combination.

43. Section 10 of the Trade Marks Act reads as follows:

“(1)A trade mark may be limited wholly or in part to any
combination of colours and any such limitation shall be taken into
consideration by the tribunal having to decide on the distinctive
character of the trade mark.

(2) So far as a trade mark is registered without limitation of

colour, it shall be deemed to be registered for all colours.”

44. The plaintiff has registered its trademark under Subsection (2)
of Section 10 in black and white. When the mark is registered under
Subsection (2), the same is registered without any limitation as to colour
and is further deemed to be registered for all colours. Useful reference is
made to the Judgments of this Hon'ble Court in the case of ITC limited
Vs. Ganesh Flour Mills and Another reported in 2015 SCC Online Mad
14273 and R.Gopalakrishnan vs. M/s.Venkateshwara Camphor Works

reported in 2000 (4) CTC 222. The relevant paragraph in 2015 SCC
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10(2) of the Act is extracted here under.

“63. It is an admitted fact that the
respondent/plaintiff registered the trade dress for their
products and the trademark Registration No. is 1106809
and it is in black and white colour. As per Section 10 of the
Trademarks Act, when the trademark is registered without
limitation of colour, it shall be deemed to be registered for
all colours. Therefore, the arquments of the learned Senior
Counsel  for  the applicants/defendants  that  the
respondent/plaintiff cannot claim any monopoly over the
colour red or orange, as they have not registered the

trademark with colours, is untenable.”

45. In the case of R.Gopalakrishnan Vs. M/s. Venkateshwara Camphor

Works No.14, Panneer Selvam Street, Puliampatti, Coimbatore - 688 459

reported in 2000 (4) CTC 222 this Court held as follows:
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scheme is not registered by the plaintiff and importance
should be given to the name of the brand and not the colour
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There are blue and yellow bands identically designed on the
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sides of the carton, in both the figure of the God set-against
a orange circle, with a similar yellow circle super-imposed
and the letterings in white with red border set-against dark
blue background is very nearly similar. In any event when
a trade-mark is registered, it is registered for all colours.

Section 10 of the Act is as follows:

1"

. . If and so far as a trade-mark is registered
without limitation of colour, it shall be deemed to be
registered for all colours.”

The registration certificate given to the appellant has no
limitation regarding colour and therefore, it should be

deemed to be for all colours.”
I am therefore of the view that the objection of the 1* defendant that the
plaintiff cannot claim monopoly over the colour combination is not

tenable.

46. As already referred above, the burden is on the plaintiff to
establish that the defendant's mark is deceptively similar to its mark and
the same causes confusion in the minds of the purchasers. It is pertinent
to reiterate here that the objection of the plaintiff is only to the colour
combination, layout and scheme adopted by the defendant in its

pictogram. According to the plaintiff, it has registered copy right over
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the artistic design of the 'COCK' with its colour combination, layout and
scheme and therefore the defendant by adopting the same has infringed
his copy right also. The Trial Court in support of its finding that the
defendant had adopted a deceptively similar mark, that the defendant
infringed the plaintiff's copy right and that the defendant was passing
off his goods as that of the plaintiff found that the defendant changed
the pictogram of 'DUCK' so as to make it appear deceptively similar to
that of the plaintiff's 'COCK' mark. According to the Trial Court the
defendant had deliberately shortened the neck of the 'DUCK, opened its
bill and distended its feathers to make it appear deceptively similar to
the plaintiff's mark and with a view to cause confusion in the minds of
the purchasers. In my view, the said finding of the Trial Court cannot be
sustained in the face of Ex.B33. A bare glance at Ex.B33 (Registration
copy of the defendant's trade mark) will show that no changes, least of
all the changes referred to by the Trial court were made in the
defendant's mark. In my further view even a purchaser of average
intelligence and imperfect recollection, however illiterate he/she may be
cannot mistake a 'DUCK' for a 'COCK'. The two birds are visually and

anatomically so dissimilar that one cannot be mistaken for the other. In
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my considered opinion, the layout, scheme and the colour combination
of the plaintiff's mark is not unique to the plaintiff so as to cause
confusion in the minds of the purchasers. As discussed supra, it is
evident from Ex.B3 that use of a bird or animal is common to the trade,
use of yellow background is also common and even the concentric
circles with writing in the middle is also common to the trade. Further
the colours used by the plaintiff in its artistic pictogram of 'COCK' is
adopted by other manufacturers like Nightingale brand, Roller brand
and Annam brand against whom the plaintiff seems to have no
grievance at all. As rightly pointed out by the defendant the plaintiff has
not chosen to object to the use of those marks by its owners only because

the plaintiff is jealous of the defendant's growth in the trade.

47. It is to be noted that the defendant has been in the same
business right from the year 1980 and had first registered its mark in the
year 1983. The defendant renewed it's trade mark periodically till 2008.
According to the defendant due to inadvertent lapse on its part the trade
mark could not be renewed in 2008 and therefore the defendant filed
fresh application for registration of trade mark in 2009. It was during
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this period when the first defendant's trade mark lapsed that the
plaintiff filed the suit for infringement of trade mark. The defendant
filed it's annual turn over statement from 1996 to 2009 to show it's
steady growth in the business. The evidence of the plaintiff is note
worthy, in this regard. The relevant paragraph is extracted as under:

"Ih drslunsl eumeLw urdH& FlaiaiSHms S
UBLSSING  euowsnn  YHUlSE  umalmrgr el
s GdS Osflurg. 1 drsluns wurdhgH &l dms
6o umimnSFHLa  46H Ueiaranlluiled UweTubh S5
FLT 67601 M) BT 60 FL011 & F)60 &1 65T 4L GeuLI6m 6oT
O &FUIC He. Il rslans @685 aumisndbFHiLal @6
Uesressflulled  youmemLw aflwrury GurmLsemer  allhLem e
Cau g U1 & SIT 60 ST 60T 51T 60T Qb5 SHT6UT63)II
GumLGrL6r".

"Td Ly &lour H) J6U(H 6L UM S &
FNSHmdS Q6H uMmMmSIHLS YSHUNSGETHE SN

B UpsdE &HTHEH0 6lFUIcHe."

48. The next question would be whether the defendant is guilty of
passing off of his goods as that of the plaintiff. The defendant can escape
the plea of passing off, if the defendant establishes that the getup,

packaging and other written marks on its packages are different leaving
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no room for confusion. The defendant can also succeed in countering the
plea of passing off, if the defendant can show that the plaintiff has not
suffered any monetary damage. The packaging is one of the important
components of fireworks industries. The manufacturers of fireworks
have their own packaging styles for different items of fireworks. The
trademark is usually a fixed in one part of the package. It is also
common knowledge that crackers are purchased majorly during festival
season and other occasions. The purchase of crackers is not confined to
the trademark, but is also related to the packaging and rates offered. In
my view, the customers give more importance to the rates more than
anything else. In this case in the front cover of the plaintiff's package
golden, white and blue burning sparklers in red background with
procession of elephants, horse driven chariots with men playing musical
instruments is printed with the trademark 'COCK' at the center. The
words 'COCK' brand the leader in fireworks and Sri Kaliswari Fire
Works, Sivakasi are printed below the 'COCK' brand in pink
background. Whereas in the defendant's package in the front cover
crackers in multi colour background with photograph of a leading

actress in the fore-front is seen, the chain crackers are on one side of the
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pictogram of the 'DUCK' mark. In the right end corner of the package,
the words Sri Rajeswari Fire Works, Sivakasi is printed in blue
background. It is therefore seen that the packaging of the plaintiff's
goods is completely different from that of the defendant's goods and
therefore there is no possibility of the defendant's goods being passed

off as that of the plaintiff.

49. One aspect on which passing off can be sustained is the
likelihood damage to the plaintiff's business. In the instant case, it is
pertinent to note that the plaintiff has categorically admitted that he had
not suffered any monetary damage due to the use of 'DUCK' mark by
the 1* defendant. The crucial admission of the plaintiff in this regard is
as follows:

"l Ly &leur H) UM & & 61 6] & &\ 6T 681 & 6%) B
LWL & &) 61 (156U &IT 6V 61681 & (& 5231 1h
67 ML 6160 6w 6V. I doglaungl  anssE s
& 61T 681 & 6%) & LIW6TLI(h & &) 6 (Ih 61 ST 60 o)L 63 681
felwres ars@e@® ursliy gouLalsbmsv.”

The aforesaid admission of the plaintiff clearly proves that the

plaintiff's has not suffered any financial damage. I am therefore of the

https://www.mhc.tn.?ov.in/judis
45758



A.S.(MD).No.149 of 2013

view that the plaintiff has failed to prove that the defendant is guilty of

passing off his goods as that of the plaintiff.

50. As far as infringement of copy right is concerned, the test
would be whether the defendant has imitated the plaintiff's label so as to
infringe the plaintiff's copy right. As already discussed above the artistic
design, layout and scheme of the plaintiff is not similar to that of the
defendant and further as I have found no imitation of the plaintiff's
artistic design of the pictogram of 'COCK' by the defendant find that
there is no infringement of copy right. For all the above reasons issues 3
and 4 are decided against the plaintiff.

In view of my finding on issues 3 and 4, decision on point no.5 is

not necessary but for the sake of completion, the point is taken up.

POINT No.5:

51. According to the 1% defendant, the suit is barred by
acquiescence under Section 33 of the Trade Marks Act. According to the
1* defendant, the defendant has been trading with the 'DUCK' brand for
almost 43 years and the said mark has developed distinct identity of its
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own. The 1% defendant further stated that the annual turn over
statement filed by it from 1996 - 2009 would reveal the steady growth of
the business of the 1* defendant. It was the 1* defendants further case
that the plaintiff having kept silent for 30 years, filed the suit only in the
year 2010 after the defendants registered trademark was not renewed

due to inadvertence.

52. The plaintiff on the other hand stated that, as the defendant has
failed to satisfy two important requisites for applying Section 33 of the
Act, the plea of acquiescence should be rejected. According to the
plaintiff, the two requisites which the defendant has to satisfy for
invoking Section 33 of the Trade Marks Act are i) Registered proprietor
and ii) Use of Colour mark was bonafide. According to the plaintiff,
both requisites are not satisfied, hence the plea has to be rejected. Section
33 of the Trade Marks Act reads as follows:

“33. Effect of acquiescence

(1) Where the proprietor of an earlier trade mark has
acquiesced for a continuous period of five years in the use of
a registered trade mark, being aware of that use, he shall no

longer be entitled on the basis of that earlier trademark-
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a) to apply for a declaration that the
registration of the later trademark is invalid, or

b) to oppose the use of the later trademark in
relation to the goods or services in relation to which it has
been so used,

unless the registration of the later trade mark

was not applied in good faith.”
Section 33 of the Trade Marks Act makes it clear that to invoke the
provisions of Section 33, the defendant should be a proprietor of the
registered trademark. Admittedly in the present case, the trademark
registration of the defendant had lapsed in the year 2008 itself and
therefore on the date of the suit, the defendant was not a registered
proprietor of the trademark and therefore as rightly contended by the
learned counsel for the plaintiff the plea of acquiescence under Section
33 of the Trade Marks Act is not available to the 1* defendant. Even
though the statutory plea is not available to the 1* defendant, the
common law principle of acquiescence can be invoked by the 1%
defendant, if he is able to establish that he was a bonafide user of the
trademark and that the plaintiff having knowledge of his user had

acquiesced to the same.
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53. According to the 1* defendant, as far as colour label goes, the
1* defendant was a prior user having used the colour combination from
the year 1995 under Ex.B72 and Ex.B73. According to the defendant, the
plaintiff's first user of the colour logo is only from the year 1997, as
evidenced by Ex.A40 dated 26.10.1997. Whereas Ex.B72 and Ex.B73 is of

the year 1995.

54. It is pertinent to note here that even the copy right for the
colour logo was obtained by the plaintiff in the year 2009. Except Ex.A31
and Ex.A40, there is no other document to prove the user of the colour
trademark by the plaintiff. The defendant has filed Ex.B72 and Ex.B73 to
show that the defendant has been using the colour mark from 1995. One
important aspect to be noted here is that the plaintiff and defendant
belong to the same trade and admittedly the partners of the plaintiff
firm as well as the partners of the defendant firm have been the
members of the Tamil Nadu Fireworks & Amorces Manufacturers
Association and they had also been a part of the books in which the
advertisements relating to their trade was published. In this regard, the
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evidence of P.W1 is as follows:

"sullppry  ULLTE  FISGHET 2 DHUSBlWTET e
FR1&H & Bl6V T 68T o miflerym & S TLOLILD
Y& 6  @QmeHHemer. wmrer 20 uBLSSDG Gl
wresr  emiflergns @meESICmear.  ulLTE  FrHGSHen
2 pusplurenisel FrisSHPlar 1996 200410 eumL(pd  BI6H
FRl& SHovurns @mpbeser. 2006-2007  eumLLd  BI6T
FRIGS  SHOVUITES  @QMBECHE  TaImTsd  @(HdH6uMID.
2006-2007 6U (L LD &FRl1% @ 651 ClFwevmanym s
wrfr @B ety aTSG  @TUSL  @shemsv.
2006-200710  eumpLL)  FRIGSH Dl SHlewew  LlFwevmeIm S

lodpslaursl  weear  Sm.Aislaunge  Srer @B
SIIMTEL Q6w HI6 1M dSHallsvsmev.”

"wsaLmf  sonit Q&ML suaTall Yl Sl SBle  allpm
wevfled  eTRIG6T  ouamlld  Fleieh  Caeusvmerd  @LId
Ouimeterri. & d.eurgrgy 5 wGLw  HCHw  allpr
wevfler  11h UngleunslysoLw eurd g eusnilsd &6l 6o Lomes &
@i Quopstargd & Ulerarg, 6 G
Heur.gr.gy 56 @b Guomeisr  afllpr  wevFme &
31.10.010  eugmLid  OQeusflullLiul (hoTengy eTaimmsd &l Smed.
Flousnd  LISLM.&.FhHPIHIHI  wevflei  UHSIL 456D
6T63T 0] 63)L_ LI QI SluLh HL(h 6T WIT 68T H 67601 &l
Guuwmed @b Cubnysteng). Cumuy &L (heoy Ll.eur. &m. 3,
7 .eur.gn.gy 7 &Fwubsiu’L  wegrergd  29.07.07
ey GewellllLoul patargy.  Ul.eum&ngy, 8§ Gl
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Guomuig 106V 6T l1billy &leun Hlufl ot 6l & &) 61 6| &
Fleienionen s QLI GQudneTag. A Ul.eur.gn.gy 9
DG LD. 67610, 67. ) greor  ueteflullsd  656ug) 26581 (b
Blsmmey el L06vI16V 2_aien 6111 & @ 6L LI G &6u6D
Flereronen s @i QubmeTerd  siaimTe)  &FMSmed.
Cumuy wevr  GQeuallliu (hetar  eu@mLty 200410 6u(mLLD
@, Guduy wei d.eur.gr.gy 10. Cuduy HEs umL
allipm L06vifl 68T i Ly Bleum &lullsvr 6UT & &
Flereroner s @@L QubmeTerd eTaiprsd  FMsTa &
d.eur.gr.gy, 1. Spbeosd  Gauevel  UTOTEL  6T6TM
USBHHSDI0 B SMeT  baTblsTemL  Blfeumenit 616
ugslulled  19eugk  Ouwgrs Sl Clasbey  Fewipssid
sy Guwir @b Quipstard ssimre) FMGrer. Cumulg
Ouwi  dleur.gngy 12  Guhuy  Spbms  Geusved
uromeney  eeiug 2001 e GeualulLOul L g
s mMey  &MlSne. GCuhuy SGpbensd Geousve  LTLOTm6Y
HeOL &) L 6mL L& Slullev I1b iy &leur &luflsor
TS SHIL O Flgwl TS Fleieh @i CQubyyeien s
aaimrsd  &FflGner.  Cuhuy  Fleern  dl.eur.gr.gy, 13
sievieallL 1 SILLLOUBL  SYPHSE6s0  UTOTe6n  6T65TL H
200310 eu@pLld  GQeweflulLoulL & aaipred  FGTer
Cuhuy umoresvulled [46ugh BUITS ).01F606u &6t (Lp&LD
LRI ST &6l 6ot & (H6UT TG LD. GuomLitg 9 _LIW & D)6 6T
Safluneg  CasnhSHarermi. Gumuy Guwi Gphbosd Goush
urioremevullsd  HewL &l  YrewLullsd i ysleur Hlullest
oueflas  Flaiard  usieuSEHILe @ CQubmyeien g

glgner Ul.eur.arg GSuboms Goaush LTOTEM6  6TETL &)
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20041 QeueflullLiiul L &. Y&l  Gummar 2 Hall CFus
wufed  7eugns  oS.OFvuFMmipsL iUl @LID
Cumnystermir. Cuhuy BUT CFsDouFaIpSHD  GTaTLMT QL LD
Oubmeiermii.  Gumuy  BUT  C&FsuFaHI(p&HIL  6TBISET
UBIG ST &efle emeugr@L. Ul.eum.&m.gy | 6 SHGLh.
96  GUBmHCasy  umTemsvuleal  &oLEl YLl
L& Slullev i iy &leur luflsor 61 6] & &l6vT 60710
Ui S @@L  Cubpstarg. H& Ul.erar.gy 7.
SYbHSCaIeL LTTen6Y  sTaeilih  SriLliupeg 20050
oumLl  GeallulLoulL &  etsipmed  FMsTel. HDlev
Qurmer 2. sall  OCEusaiselsr eaeim  uGsuilsd 12
UBSTSH ClFVUFM (NS  TRIGAHT  BIMURTSH Bl  LUBIGHSTIT
AGL g deargrsgy 1§ 906s urwresvulled b
Urglaursluller  suselles  Foiann  uaiend Lol QLI
Ouimeaiang. SoLd  leoLulsd o atargy. Uleur.&r.gy,
19. el STLLOUGBL  GHend  GCousve  LITOM6m6V
s 200610 eugpLth  Geuaflull iUl ST@L. Sy Sl6y
Gl (m 611 9_gall O FUISTIT H6NT 6T68T ) L& Suilsh
194grs @@L Quobmsier Sl CFoeuFaupdbld  6TRISH6N
by Slel  uBIGSTIT WS & Uleur.arg 20
96s urwremevullsd S &  usbsi i Ulgsleur Hlullest
ouells  Flafiarh usianSSHILa @@L QubmeTerdl S
.eur.gmr.gy 21 eeiellLl  STLLOUBMG — GYHDS
Gousverfledl LTOTEM6Y 6GT@TLG W&, A& 200710 y6sti(h
s L& alpraler  Gurg  GeuaflulLiul’L & eTeimme
gflarear 968 umoremeulled Cummar 2 Sall 6lauseuisen
eIy UGSy 16 eug  mugmer  @Lih  Qubyyeien
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OlFsbouamipss  6BIGaT  BlMeuat S S0 UBIGHSTIT @10,
9% Uleuragrgy, 22 Gumuy H6& urworemsvulsd b
Ly &leum &lullest 61 6| & & 637 6T LOIT 65T UM & &
Ui SHILe  @Li  Qubpetard. &, Uleur.&r.23
656u&%l  IBILIT L0 &IT 82651 FE1% 6561 %] LOM B (h
wevfler  @L1h  CFeush) Flaienh  eusHiawll  @eV6VTHS G
TRIGET  [bIMI6UGHT & Ble 611 650f) & & 651 69T LD &> T 60T Qs
Uleur.gr.gy 24 6% weflsd  usbsd 26060 @i
Qubmetengd b dpsleunluilesr  euswiles  &loieih e
& Ueur.gngy 25 &léae gr&H6&EL  emim YLl
Guligullsd @i Qubmeter  CFeusd  FletaTih  6TRIGEN
by bms  CaibsS  sSrel Y& Ulerargy 26
Flousrd  srateveurll 1wCrLiey Guwifsd 6TRIGET  EFlsbsvemn
allhusmsst  SHeLWTsD  UPRIGLIULL S ADl0  6TRISGAT
oumfles &lotarn @Lih  CQubmeierd og Ul.eur.ar.ey 27
(M.eur.gm.oy 20Q 27 pLOsusmeryLe @Gouliule g).
sl ST LOUpSEy  armavgd  souullsd  @Lib
GlumHmy6ien 61 6571 & &\ 61T 607 LD 6IRIG6T  [blMI6U6NT &H6m &
CabDH B S0 L) Ul eum. & 9. 28 67607 60T L_LD
STLLLILI(H &6 G F6ush &6¥ 6ot LD @QLEISW
U IBISEIL 60T Glgwl UL 6TRIG6T  [blM)I6U6T & ST60

OFUwiuCL g Srer <& Ll.eur. &m.9.29".

From the aforesaid evidence of the plaintiff, it is clear that the plaintiff
was aware of the use of 'DUCK' mark by the defendant and some of the

documents also show that the plaintiff as well as the defendants marks
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in colour were advertised side by side. Further the plaintiff has not
produced documents prior to 1995 to show that he was the first user of

the colour trademark.

55. Be that as it may, the plaintiff having allowed the defendant to
build his trade for a period of 28 years cannot be permitted, to feign
ignorance of the defendant's user of the trademark 'COCK' and the use
of the colour mark from 1995. The defendant has produced documents
to show its growth in the trade right from 1996-1997 to 2010-2011.
Ex.B121 dated 09.03.2011 is the turn over certificate of the 1* defendant.
In this regard, the Judgment of the Hon'ble Supreme Court in the case of
Power Control Appliances and Ors v. Sumeet Machines Pvt. Ltd. reported in
1994 (2) SCC 448 is usefully referred to. In para 29 it is stated as follows:

“29. Acquiescence is sitting by, when another is invading
the rights and spending money on it. It is a course of conduct
inconsistent with the claim for exclusive rights in a trade mark,
trade name etc. It implies positive acts; not merely silence or
inaction such as is involved in laches.

In Harcourt v. White 28 Beav 303 Sr. John Romilly said: “It
is important to distinguish mere negligence and acquiescence.”
Therefore, acquiescence is one facet of delay. If the plaintiff stood
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by knowingly and let the defendants build up an important trade
until it had become necessary to crush it, then the plaintiffs would

be stopped by their acquiescence”......

In the case on hand, it is seen that the plaintiff and the defendant were
belong to the same trade and therefore it cannot be said that the plaintiff
was not aware of the defendant's infringement of its trademark. The
documents filed by the defendant clearly show that the defendant has
grown in the industry right under nose of the plaintiff and the plaintitf

has allowed the defendant to grow with full knowledge.

56. It is the defendant's specific case that the suit is motivated by
jealousy and trade rivalry. From the facts of the case, it is seen that the
defendant has been in the trade right from the year 1980 and had
registered its mark in the year 1983. Till 2008, the defendant renewed its
trademark periodically and due to inadvertent lapse, the trademark was
not renewed in 2008. The defendant therefore applied afresh for
trademark in 2008. It was during this period, when the defendants

trademark had lapsed, the plaintiff filed the suit for infringement of
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trademark. The annual turn over statement of the defendant for the
years 1996-2009 shows that there has been steady growth in the
defendants trade. The fact that the plaintiff filed the suit in the year
2008, during which time, the defendants trademark had lapsed clearly
shows that the plaintiff filed the suit out of envy and to crush the
defendant after he had grown in the industry. Hence point no.5 is also

answered against the plaintiff.

For all the above reasons, I find merit in the appeal and the same is
allowed. The Judgment and Decree dated 19.08.2013 passed by the
Principal District Court of Virudhunagar at Srivilliputhur made in Trade

Mark O.S.No0.35 of 2010 is setaside. There shall be no order as to costs.

Consequently, connected Miscellaneous Petition is closed.

22.09.2023

Index : Yes/No

Speaking Order: Yes/No
Neutral Citation: Yes/No
dsn
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To
1.The Principal District Court of Virudhunagar,
Srivilliputhur.

2.M/s.Sri Kaliswari Fireworks,
Rep. By its Partner A.P.Selvarajan,

No.5-A, Chairman A.shanmuga Nadar Road,
Sivakasi, Virudhunagar District.

3.M/s.Dinesh Fire Works,
E-34, Milap Nagar, Utham Nagar,
New Delhi - 110 059.

4.Sri Amir Chand,
M/s.A.C.Fire Works,
561, Jheel Kuranja,

Patpar Road,
Delhi - 110051.

5.Jai Mata Traders,
Sir Subash Kataria,
M/s.Kataria Fire Works,
A2A /114, Janakpuri,
New Delhi - 110 058.

6.Sahu Gun House,
Mahavir Chowk,
Ranchi, Jharkand State.

7.Surya Sales,
Mahavir Chowk, Ranchi
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Jharkand State
8.The Section Officer,

V.R. Section,
High Court, Madras.
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N.MALA, J.

ah/dsn
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