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IN THE HIGH COURT OF DELHI AT NEW DELHI

+ CS(0S) 2380/2009
% . - Judgment Delivered on: .29;02'.2()_1.2

C & S ELECTRIC LIMITED Y Plaintiff |
‘ Thr ough ‘Mr.Manish Srwastava and M, Kapil e

Gutpa, Advs.

J - . versus ‘ .
C & S SWITCIIGEAR PRIVATE LIMITED & ORS ... Defendants .
| Through
CORAM: -
HON'BLE MR. IUS'E ICE G.S.SISTANI

G.S.SISTANI, J. (ORAL)

- 1. Present suit has been filed by plaintiff seeking permanent injunction
restraining infringement of trademark, infringement of copyright, passing
~ off;, damages, rendition of accounts of profits, dclivcry up.

2. By an order dated 4.11 2011 defendant no.l was proceed ex pa/le

defendant no.2 WaAs‘dele‘te‘d:from the array of pdmcs dnd suit si:an;‘s; ‘
decreed against defendants no.3 and 4. Plaiﬁti‘ff has filed thc éAf parlo :
cvidence of PW-I1; Mr.Lalit Khallr;a, the company sccretary of -the

- plamtiff cblnpany, who has deposed on the lines of the plaint. The
affidavit of PW-1 has been exhibited a.s P-1/A. o B

: _.I'n the a‘fﬁdavit PW-1 has dep'osc-:d that he 1s the Cdmpany ?eél‘éteii'y of o

Led

pldmu ff company and is well conversant with thc, facts of the case- dnd 18 .
compctcm to swear the present affidavit. He 1urth(,r deposed that he is the

constituted attorney of the plaintiff and duly authoried to sign- ) -and verify

Sugnatur_e)&lo Verified . ,
Digitally, neéhc plcadmos and institute the plesent suit on s behalf vide Board.
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" Resolution dated 24.11.2009 of the pldlntlff cofipany. ‘Original Board
Resolution dated 24.11 2009 has been exhibited-as Exhibit PW- 1/ 1. ‘
4. PW-1 has further. deposed that the present suit concerns the Plamtlff’ s
intellectual property rights in the trademarks / trade names; C&S, C&S
(logo), CS Control (logo), C&S Electric (logo) C & S Controls and

' Sw1tchgcat and the tdg line, “We touch your cloctuclty every - day”
(hercinafter together 1cfe1red to as the “Suit Trademarks” . PW-1 has
deposcd that defendant has violated plamtlff’ s statutory and common law

' 110ht9 in the Suit I1ademcuks in view of the Defendants’ unauthorized,
unhccnscd and mala fide use of the Suit l1adcma1ks and/or parts thereof
as the cssentlal d1st1nct1ve and memomblc pomon of thc Dcfcndants
trade ndme/tlademalk and in relation to Dofcndants 1dcntlcal busmess'-

- activities. PW}l has next stated that the Plaintiff is amongst the leading
suppliers of electrical equipment in India and js India’s largest expmtér of
industrial swﬁchgcar. Plaintiff offers a wide range of clectrical and
electronic products that find application in power geﬁcta_tion, distribution,
control, protection and final consumption. The Plaintiff employs over
3000 pooplc including 400 engineers, 'apd has 16 | statc-of-the  art
manufacturing plants, the Plaintiff has 22 sales offices across India and its
‘vploducts are cxportcd to 73 countries. The Plalntlff also has %cvoml Jomt
~ venture companies and two 100% owned subsidiaries. 'PW-1 has also
~deposed that after graduating from IIT Kharagpur in 1962, and working
with a lcading.(}crman engineering company, FANAL, as a switchge'ar
design cngineer, Mr. R.N. Khanna founded a start-up entity known as
Controls &» Sw1tchgcar Company as a pa11nc1sh1p concern. Soon
_ thereafter younger brother of Mr. Ashok Khanna, who had graduatpd from
T Ma,gilfas,,.101ncd'the, business. The said entity was converted into a

private limited company, Controls & Switchgear ‘Company Private
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ILimited in 1971 and thereafter, in 1988 11 becamec a deemed pubhc

company and came to be known as Controls & SWLtchgear Company

Iimited. This company was the pledecessm in-interest of the Plaintiff and

hereinafter, references to the Plaintiff shall include the said company.

(,cmﬁcatc of In001p01a110n of Old Company is exhibited as FXHIBIT'”' -

| 'PW-1/2. Certificate-of Incorporation of the new (“ompany Is- cxhlbltcd as

EXHIBIT PW-1/3.

._'PW—i has also deposed that between 1966 and 1982, the Plaintiff, on

account- of ‘investments, cutting. edge technological improvements,

(“I.V”) switchboards manufacturer in India. During the same period, the

Plaintiff also entered the Busduct business. undcr a te'chn.ological'

" partnership with Simelectro France; in order to levcmgc its suong

1clatlonsh1ps with power generation utilities. PW- 1 has further stated that

" research and:development, etc., became amongst the largest low voltage -

thereaﬁer, between 1982 and 1985, the Plaintiff successfully entered the

: %Witchgear components business with technology transfer arrangements
~ with maJ0r international players in different paﬂs of the world, 1nclud1ng

Ter dekl J apan (For Air Circuit Breakers); ABB St10mbc1 g, F inland (For

Switches and-Switch Fuse Units) and a French company (I'or Contactors,

Overload Reléys and Motor Staﬂéfs). With effective ﬁfiliiéﬁon of B .

opportunities arising from these arrangements; plaintiff became a major

player in the LV Switchgear market. PW-1 has next stated that the

Plaintiff’s appetite to diversify continued to rise With three joiht vcntures

wnh leadmg international playels between 1992 -and 1994 — Wago

(xcunany (I or Terminals), RS Components, U.K. (For Mail ()1d01s) and

AVK-SEG, Germany (For Alternator and_ Relays — valid until 2004). In

1998 came the big thrust on exports. The Plaintiff, during 1998 and 2007

entered into Lighting and Wiring Acc¢ssbrie$, established EOU and SEZ
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facilities, grew almost 40% f01 three years in a row between 2005 to

W

2008, eritered into another joint venture with Himoinsa of Spain (2007) to

manufacture diesel generating sets and yet ‘another joint venture with

Ffacec of Portugal (2008) to enter the medium voltage business. In

addition to the above, the Plaintiff came to be recognized as the No.1

- Busbar company in India. Mem01andum and Articles of C & S Himoinsa

~Private Limited is cxhlbncd as EXHIBIT PW-1/4. Mc1n01andu1n and

Articles of C & S Ifacee MV India Limited is exhibited as EXHIBI l‘"'

PW-1/5.

main group companies, i.e., Controls & SW1tChgear Company ‘Limited,

Controls & Switchgéar Contractors Limited and C & S Protection &

~ Controls Limited, into a single entity, Controls & Switchgear Company

‘Limited. This company was re-christened C & S Electric Ltd. and a fresh 4

certificate of incorporation was issued in December, 2008. Further, in

" view of the fact that the Plaintiff has been identified as C&S and Control

& Switchgear for the last over 40ryeai's, the Plaintiff is still identified by

Switchgear and C&S. EAccordingly, these have become indications and/or
, _badgcs of origin for the Plaintiff. Memorandum and Articles of C & S

VLlcctnc Puvale Limited has bcen exhibited as FXHIBIT PW—1/6 )
Memorandum and Articles of C & S Contractors Limited has exhibited -as |

EXHIBIT. PW-1/7. PW-1 has further deposed that the Plaintiff, with a

stated and consistent vision to be cited as a company that played an

. 4importar1t role in making “Made in India” a label that'is trusted and .

1cqpcctcd 1h(, wor 1d over, has been servmg an entire range’ of busmeqses
mcludmg mdustue% such as power, petrochemicals, metals, paper and

f()(_)d_and beverage; building needs for IT parks, hotels, hosplta]s and

CS(08) 2380/2009 ' : ' Paged of 12

_its various clients, including government undertakings, as Conirol & .

. PW-1 has next deposed that soon thereafter, thc Plaintiff mer ged three o |



"

group housing; Infrastructure fac‘illities such as the Indian Railways, water

boards, telecom and Airports; OEMs such as materialhandli_rig, lifts, .

~ compressors, telecom power supplies and machine tools, amongst others.
. Given. the above background, it is only apt that the Plaintiff’s seeks to

~identify itself through its corporate philosophy and tag line, “We Touch

Your Electricity Everyday!” PW-1 has also stated that the Plaintiff has,
itself and through its predec_essors—in-interest,'adoptcd and used the Suit

Trademarks and variations thercof, at various points in time, ‘both as

" trademarks-as well as trade names / prominent parts of trade names since -

1966.

. Mr.Lalit Khanna, PW-1, has further dcposed that the Plaintiff is the first

to. adopt the Suit Trademarks and has continuously used the Suit

| 11adcma1k% as trademarks and also as trade names / plommcnt parts of

iy adc names in 1clauon to its products and business over the last more than‘

40 ycars. He has also deposed that the usc by the PlainGff and its group
companies/joint ventures of the Sult Trademarks has generated huge
revenues and its current annual revenue geneutlon is approximately

Rs.750 crores (I{ﬁpees seven hundred and fifty crores 0111yj. The Plaintiff

"has also invested substantial sums of money, amounting to approximately

Rs.50 crores (Rupees fifty crores only) in promdting and publicizing the
Suit Trademarks. PW-1 has next deposed that the plaintiff has acquired a
huge goodwﬂl and reputation associated with the Suit Tr ademarks, which
attaches to the pldmuif, by virtue of Plaintiff’s ownership of the Suit
Trademarks which consequently allows the Plaintiff to | enjoy the

exclusive use thereof and as such has resulted in the Suit Trademarks

' bccommg source identifiers of thc good&. and busmcss in Leldtlon to which

thcy are uscd as originating ﬁom a single source, i.c., thc Plaintiff. It 1@

" ﬁuthcn deposed that on account of this hugc goodW111 and 1cputatlon

CS(0S) 2380/2009 o | -  Pagesof 12



vested in the Plaintiff, any unlicensed use of the Suit Trademarks or -

- deceptively similar variations thereof, including but not limited to the

Jogo/s used by the Plaintiff, ‘whether as a trademark or as the trade name - -

or part thereof, is also likely to be associated by the members of the trade
and the public as use by the Plalnuff As the Plaintiff would have no
' ‘conUol over such use, the unhcensed use is not only likely to mislead the

consuming public and 1ne1nbers of the uade but also 11kely to 1nJu1e the .

Ooodw111 and reputatlon of the Plaintiff, Wthh it has built so

: pamstakmgly over the last more than 40 yecars. %uehan.unheensed use- 15_ :

aetlonable under common law theory of passmg off

. PW-1 has ﬁuthel deposed that the plalntlff is the 1eglste1ed plopnetor of

~the trademalks C & S Controls and Switchgear Group with de\_/lce of a

flower, under registration number 1318921 in class 9 for a wide variety of

clccmeal goods (“Registered Flademalk ’). The said 1eglstratlon 1S vahd -

and subsisting. The Plalnuff has also apphed for 1eg1stlatlon of. 115‘.
. corporate tag line, “We touch your electrlcny everyday”. Reglstlatlon

~ Certificate for C & S-Controls & Switchgear group logo on class 9 18

exhibited asAEVXHIBIT PW-1/8. Extracts of the »Tr’ade Marks Journal 1s

exhibited as EXHIBIT PW-1/9. Application for i‘egistration‘ of the

, trademark "We touch your electricity Everyday" is exhibited as

EXHIBIT PW-1/10. PW-1 has also deposed that the plaintiff ‘cnjoys_

preteetion.for the C&S Controls & Switchgear Group logo and device as

an artistic work under the Copyright Act, 1957 via registration No. A-

77910/2006. Registration Certificate for the C & S Switchgear logo with
the Reglsnm of Copyughl is exhibited as EXHIBIT PW 1/11. He next

dcposed that the combination of thc af01esa1d ﬁist adopuon of. the Suit

llademall ,long and continued user, huge - goodwill and 1eputa110n

1eg1%11 ations, etc., has contributed to the tr ademaLks C&S and Control &
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Switchgear, becoming well known marks under Section 2(‘1)(zg) _émd also
relevant provisions of section 11 of the Trade Marks Act, 1999, and are

hence entitled to broader and stronger protection.

. It is deposed by PW-1 that sometime on or around the lasi week of
‘October, 2009, the Plaintiff received a query from the South Central

division of the Indian -Railways (which is one of Plaintiff’s leading. ‘

clients), secking clarification on whether one C & S Switchgear Private

‘[,im'ited, Defendant No.1 herein, .is a company operated by the Plaintiff. -

The said query was accompanied by a letter dated August 25, 2009

"

purportedly from the said entity claiming to be C & S Switchgear Private = -

Limited. ILetter dated 01.04.2009 of the South Central Railway is

exhibited as EXHIBIT PW-1/12. Letter dated 11.04.2009 of the
defendant No.l is exhibited as EXHIBIT PW-1/13. Letter dated
13.08.2009 of the South Central Railway is exhibited as EXHI_BIT PW—
1/14. Letter dated 25.08.2009 of the defendant No.l is exhibited as

EXHIBIT PW-1/15. Certificate of Dealership of Defendant No.2 issued .
by Defendant No.1 is exhibited as EXHIBIT PW-1/16. PW-2 has further

deposed that the Plaintiff’s representatives were shocked to view and

peruse the said letter. Not only did the letter bear.a letterhead containing

_ the name, C&S Switchgear Private Limited, but it was accompanied by -

the logo device which is used by the Plaintiff and also registered in the

name of the Plaintiff before the Trade Marks Registry and the Copyright
Office. PW-1 has also deposed that on making inquiries, the Plaintiff’s

- representatives - confirmed that the said entity has no relation to the

Plaintiff or any of its group companies, joint ventures and that the said
entity is also not a dealer/distributor or agent of the Plain,rt'iff.'F'urth_er

inquiries with the Indian Railways revealed that Defendant No.1 has not

only made proposals to the Indian Railways o supply the same goods that
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‘the P_Iaintiff' manufactures and supplies to the Railways, but has also

repr—csénted that Defendant Nos.2 and 3 arc ifs dcaiers/agents in .

I-Iydcrabad. A perusal of the alleged dealership certificate which was also -

- forwarded by the Indian Railways to the Plaintiff, reveals the extent of

mala fide of the Defendants, inasmuch as the Defendants are using not

only thc trade name, C & S Sw1tchgea1 Private I imited, as well as the B

_ logo of the Plamtiff but also thc ‘corporate tag line, “We touch. youi

clectricity cveryday”. Hence every attempt has bcen made by the

Defendants to copy all aspects of the Plaintiff’s distinctive, reputable and

protected indications of origin. PW-1 has also deposed that the Plaintiff .

then carried out ﬁmhei 1nvestigauons only to find that no cntity by the

name “C & S. Switchgears Pvt. Ltd.” .appccus in the rccords of the

Registrar of Compames Further, the address reflected on the lctieihcad of

Dcfcndant no.l is that of Defendant no.4 Who ‘claims to be a doct01 :

Though, on enquny, Defcndant no.4 claims that Dcfcndant nol has

nothing to do With his address, yet all letters written to Defendant no.1 at .

that very address are received and answered.

10 PW-1 has also deposed that as the Defendants are using C & g §w1tchgf‘ai

(“Impugned Mark™) as the most prominent /distinctive and memorabie

part of their trade name, in addition to a logo which is identical to the

Plaintiff’ gista{u'torily protected logo device as also a tag line that is

1dcntmal to the Plaintiff’s cor porate tag line, without pumismon or license
from the Plaintiff, in the course of their business, and in relation to goods
and business that are identical to the goods for which thc Plaintiff owns a

1egisteied tr ademaik and has also used thc Sun Trademarks, 1hc said use

| by the Dcfendants amounls to infringement of the chistcmd Iiadcmaik

and also amounts to passing off in relation to the Suit Trademarks and

also amounts to dilution of the goodwill and reputation associated with
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the Suit F I adema1 ks.

11.PW-1 has stated that the adoption by the Defendants, on and in relatlon to

their goods and business, of virtually identical trademarks/ trade name to

the one for which the Plaintiff owns statutory rights amounts to a

~ violation of Plaintiff’s rights." As such use of the Impugncd Mark by the

Defendams is without consent, authousatmn or license from the Plaintiff,
the said unauthorized use in the course of trade, amounts to infringement

of the Plaintiff’s trademarks. PW-1 has further deposed that the overall

conduct and imitation of the Plaintiff’s mark clearly shows. the dishonest

and mala fide intentions of the Defendants who, being in the same
business lillé, have kﬁowingly and willfully adopted virtually identical

marks for his business thus passing off the same as one originating from

the Plamuff It is submlttcd that such misrepresentation also leads to

diluting the dlstmcuveness and ownership of the Plaintiff’s famous Suit

Trademarks. Brochure of the Plaintiff company regardmg its activities

| exhibited as EXHIBIT PW-1/17. Annual Report of the Plaintiff for the
year 2007-08 exhibited as EXHIBIT PW-1/18. Annual Report of the

Plaintiff for the year 2007-08 exhibited as EXHIBIT PW-1/19.

Promotional Material and Advertisements of the Plaintiff Company are - .

exhibited as EXHIBIT PW-1/20 to EXHIBIT PW-1/24. The unlicensed

reproduction, adaptation, issuance of copies and communication to the
public of a work that is identical to the Plaintiff’s copyrighted work also
amounts to infringement of Plaintiff’s copyright therein. PW-1 has next

deposed that in view of the fact that the Plaintiff’s goods sold under the

Suit Trademarks enjoy huge reputation, the said trademarks have attained -

- a high degrec of distinctiveness and “secondary meaning”, which spans a

wide geographical area.

12.PW-1 has further deposed in the affidavit that it is-apparent from a mere
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look at the Impugned Mark, that the Defendants have tried their utmost to

come as close to the look and feel of the Plaintiff’s Suit Trademarks and

trade name. The adoption of a virtually identical trademark and trade

name, an identical device as well as the identical corporate tag line by the

Defendants is in utter bad faith inasmuch as the Defendants have

aucmptcd to glvc an 1mplcsslon that the Defc,ndantq are associated or

connected with or affiliated to the Plaintiff. It is cv1dcnt that the

Defendants have adopted the Impugned Mark with a view to derive

pecuniary bcneﬁt for itself. The Defendants cannot be allowed:to take a

‘free ride’ on the goodwill and reputation that the Plaintiffs Suit

Trademarks havc achieved. The Defendants aforesaid activities have

clearly damagcd and injured the Plaintiff's business and 1eputatlon which

is unquantifiable and irreparable.

13.PW-1 has also deposed that the Plaintiff will suffer incalculable harm and

14.

injury to its goodwill, reputation and business if the Defendants are
allowed to carry on the aforesaid illegal activities, including promoting

the same through proposals to various parties, -including the Indian

- Railways. Such debasement and erosion of the Plaintiff’s reputation and

goodwill strikes at the very root of the Plaintiff’s existence and is not

measurable in terms of money and cannot be adcquatcly compensated

be restrained forthwith. -

I have heard counsel for the plaintiff and examined the evidence, which

has gone unrebutted. The plaintiff has filed the registration certificate for

~monetarily. Thus, the Defehdant’s use of the -Im_pligncd Mark is Iiablc to N

& S Controls and SWitchgear group logo in Class 9, which has been -

exhibited as PW-1/9. Plaintiff has also placed on record the applicaﬁon
for rcgistraﬁoh of the trade mark ‘We touch your electricity everyday’,

which has been exhibited as Ex.PW1/10. Plaintiff has also filed on record
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' the Registration'Ceniﬁcate for the C & S Switchgear logo wiﬂl the
Registrar of Copyright, which has been exhibited as Ex.PW1/ 11‘. The
plaintiff has been able té show that the plaintiff was the first to adopt the
suit trade marks; plaintiff has a long and continues user; the plgintiff has
huge goodwill and reputation; Vand 1‘egiét1'ati01ls; which havé all
c»ontributed to the trade marl(s C & S. ‘and ‘Control and SWitchgeat '
becoming a well known malk within the meanmg of Section 2 (1) (zg)
and Section 11 of the Trade Marks Act, 1999 and by virtue of the same
the plaintiff is -entitled to broader and stronger protection. Copies of
letters, Exhibit PW1/12 to PW1/16, which were written by the defendant.
to the South Central Division of the Indian Railways is an example as to
how thé defendants are trying to mislead and defraud the public that
defendants are in some way connected with the plaintiff. Defendants havé |
.not only copied the trade marks of the plaintiff but also the logo and the
tag linc of the plaintiff ‘We Touch Your Electivity Everyday’ with a view

1o der.ive -pccuniary benefit for itsel{ and in an attempt to ride on the
goodwi.ll and reputatioh of the plaintiff’s trade mark. The adoption by the

“defendants of the plaintif’s trade marks is malafide as the defendants
have attempted to give an impression that defendants are associated or
connected or affiliated to the plaintiff. The plaintiff has cstablished a

. prima facie casc based on statutory arid common law rights and the
defendants cannot be permitted to tarnish the reputation of the 'plainti'ff,
which the plaintiff has carned over the past.40-years. Accordingly, thé-

- present suit is decreed.in favour of the piaintiff‘in terms of para 35 (1) (a),
(b) and (c); (ii) (a), (b) and (c); and (iii) of the plaint. All other claims
have becn glvcn up by the plaintiff. | |

I A.16172/200% (O XXXIX R 1 & 2 CPC)

15. Appllcatlon stands allowed in view of the dee1cc passed in the suit.
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i;A.16173/2012 (() XXVI R 9 CPC — for appointment of Local Comm.).

-16. Application stands dismissed in view of the order passed in the suit.

e el
G.S.SISTANLJ

FEBRUARY 29, 2012
msr [PHFI
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