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IN THE HIGH COURT OF DELHI AT NEW DELHI

Reserved on: 29" April and 3™ June, 2010
Decision on: 15™ July, 2010

W.P. (C) No. 10400 of 2009

ZEPHYR BIOMEDICALS ... Petitioner
Through: Mr. Sanjeev Kumar Tiwari, Advocate.

Versus

LALIT MAHAJAN & ANR. =~ ... Respondents
Through: Ms. Saya Chaudhary and
Mr. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with
Mr. Jatan Singh, CGSC for R-2.

CORAM: JUSTICE S. MURALIDHAR

ORDER
15.07.2010

In terms of the common judgment rendered today in Writ Petition (Civil)

3516/2007 titled “Dr. (Miss) Snehlata C. Gupte v. Union of India & Ors”

along

with eight connected writ petitions, this writ petition is dismissed with

costs of Rs. 20,000/- which will be paid by the Petitioner to Respondent No. ]

Lalit Mahajan within a period of four weeks.

A copy of the judgment passed in W.P. (C) No. 3516 of 2007 be placed

forthwith on the file.
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S. MURALIDHAR, J

JULY 15,2010
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IN THE HIGH COURT OF DELHI AT NEW DL

Reserved_on.ZQ April and 3" Junc, 2( )
Decision on:- 15" July, 2010

W.P. (C) No. 3516 of 2007

DR. (Miss) SNEHLATA C. GUPTE . Pulitioner
- Through: Mr. Pravin Anand and Mr. J. Sagar
- with Mr. Sagar Chandra, Advocates.

Versus

UNION OF INDIA & ORS. ... Respondenls
Through: Mr. Ruchir Mishra with
Mr. Rahul Jain, Advocates for R-1 {0 R-4.
Ms. Pratibha M. Singh, Advocate [or R-5.

W.P. (C) No. 3517 of 2007

DR (Miss) SNEHLATA C.GUPTE ... Petitioner
Through: Mx. Pravin Anand and Mr. J. Sagar

with Mr. Sagar Chandra, Advocales.

Versus

UNION OF INDIA & ORS. ... Respondents
Through: Mr. Ruchir Mishra with
Mr. Rahul Jain, Advocates for R-1 o R-4
Ms. Pratibha M. Singh, Advocate for R-5

W.P. (C) No. 5422 of 2007

DR. GIRISH 7. RINDANT .. Petiioner
Through: Mr. Pravin Anand and Mr. 1. Sagar
with Mr. Sagar Chandra, Advocates.

Versus

UNION OF INDIA & ORS. ... Respondculs
Through: Mr. Ruchir Mishra witl
Mr. Ranul Jam, Advocates for R-1 {0 R-4.
Ms. Pratibha M. Singh, Advocate for R-5.

W.P. (C) No. 5423 of 2007

PR, (Miss) SNEHLATA C. GUPTE- ... Petilioner
Through: Mr. Pravin Anand and Vir. 1. Sagar
with Mr. Sagar Chandra, Advocales.

W.F.{C) Nos. 3516, 3517,5422, 5423 uf20177& 16399, 10400 & 10450 of 2009 & 1020 of 2010
: page L of 40



Versus

UNION OF INDIA & ORS. e Respondents
Through: Mr. Ruchir Mishra with -
Mr. Rahul Jain, Advocates for R-1 (0 R-4.
\ . Ms. Pratibha M. Singh, Advocate for R-5.

W.P. (C) No. 10399 of 2009

ZEPHYR BIOMEDICALS S Petitioner
. Through: Mr. Sanjeev Kumar Ti iwart,
Advocate. .
: *;/ersus_
, LALIT MAHAJAN & ANR. .. Respondents.
¢ : Through: Mr. Maninder Singh, Senior

Advocaie with

Ms. Saya Chaudhary and *

Mr. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with

M. Jatan Singh, CGSC f{or R-2.

W.P. (C) No. 10400 of 2009

ZEPHYR BIOMEDICALS . - - . Politioner

"Through: Mr. Sanjeev Kumar Tiwarti,
Advocate.

v GI'SUS

LAI IT MAHAJAN & ANR S Respondents
> Thr ough: Ms. Saya Chaudhzuy and
' M. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with
Mr. Jatan Singh, CGSC [or.R-2.

W.P. (C) No. 10450 of 2009

ZEPHYR BIOMEDICALS ... Felitioner
A Through: Mr. Sanjecv Kumar Tiwari, .
Advocate, - - ' :
' . versus
LALIT MAHAJAN & ANR. L Respondents

Through: Mr. Manwmder Singh, Scntor
Advocate with Ms. Saya Chaudhary and Mr.

§W.P. {C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1'020 Of 2012
) page 2 of 40
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Jaspreet Singh, Advocate [or R-1.

Mr. A.S. Chandhiok, ASG with Mr. Jatan

Singh, Advocate for R-2. |
AND

W.P. (C) No. 1020 of 2010

TIBOTEC PHARMACEUTICALS L Petilioncr
Through: Mr. R"gw Nayyar and Mr. Sudhir

" Nandrajog, Senior Advocates with Mr. Pragyan
“Pradip Sharma and Mr. Rupesh Gupta,
Advocates.

VEISUS

THE ASSISTANT CONTROLLER OF PATENTS, :
DESIGNS & TRADE MARKS & ORS. ... Respondenls
Through: Mr. A X. Bhardwaj with

Ms. Jagrati Singh, Advocates for R | & R- 7
Mr. S. Majumdar with

Mr. Saurabh Banerjee, Advocate for R- %

A}

CORAM JUSTICE 5. MURALI[DHAR

1. . Whether 1ep01 ters of Jocal paper may. be allowed
" to see the judgment?

e
R
, e

2. To be referred to the reporter or not? v ,
e
\/'//

3. Whether the judgment should be referred in the digoest?

JUDGMENT

1. The short but. .i,nteresting ‘question of law common (o all these
]§etitio1ls: Wheu can a patent be-said to be .grantecl under the Patents Act, »
1970 (‘Act’)? The 'qtlestj611 arises .i1l1 the context of .l'he dismissal of pre-
grant’ oppositions by the Controller of Patents (“Controller™) on the

ground that they were time-barred under Section 21 of the Act.

2. The factual background in each set of petitions is necessary (o he sol

W. P (C} Nos. 3516, 3517,5427, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 pf 2014
page 3 uf 40



25

out in order to appreciate how the question arises for determination in

each of them.

Writ.Pe’tition (C) Nos. 3516, 35}'7; 5422 and 5423 of 2007 (I Set of
Petitions) '

3. J. Mitra & Company Resﬁo.n'de:nt No.5‘ in W.P. (é) No. 35106 of 2007
filed two péltent Application Nos. 590/Del/2000 and 593/Del/2( 00 in the
Office of the Con.troller _011. 14" Jun.e 2000. The patenl spectftcaiions

involved in the two applications were published in the official gazette on

20" November. 2004 in terms of Section 1TA of the Aci. Al that stage,

o

. Section 25 of the Act hadsnot been amended. Under Scetion 25 of the

pre-amended Act, an .oppositicn to the grant of patent had o be filed
within four. months from that day ie., the date ol advertisement
(publication) which period could be extended by one month upon the

Controller being satisfied by the reasons given for such delay.

4. Span Diagnostics Ltd. (‘SDL’) filed a pre-grant opposilioi which
came to be rejected by the Controller on 23" August 2000, The
operative portion of the order passed by the Conlroller reads as under:

“In view of the abcve discussion and in consideration
of the submissions of both the parties. 1 hereby order
to grant [Patent No. 194639] on Patent Application No.
'590/Del/2000 with the following condition:

The Applicanté shall give cross reference to the patent
applicaﬁion no. 593/Del/2000 on page 2 of (he
complele speciﬁca.tion' and submit - (he
amended/retyped peige(s) within a.“weekﬁ_'om the dal¢

of these order. The Opposilion oun Patent Application

W.P.(C] Nos, 3516, 3517,5422, 5423 of 2007 & 10399, 10400 8 10450 of 2009 & 1020 of 2010
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No. 590/Del/2000 (194639) is disposed of in above

terms. No order to cost.”

‘5 In terms of Section 43 of the Act, where the application for a palcnt
- has been found to be in orider' f01: grant of patenl:-' and 1f the n.\pl)liczlti(m
has either not been refused by the Controller 0;' has nol been found m
.contravention of the Act, the.pafent.shall bel:.granted as expeditiously as
possible “'with. the seal of the patent office and the date on which the
patént is granted shall be entgred in the Register”: Under Seclion 43(2),
upon thc—algl‘ant of patent, the Controller “shall pu_b]'ish the lact that the

patent has been granted and thereupon the application, specilication and

s
s

other documents related thereto shall be op'en for public mspection™,
Under Rule 55(5) of the Patents Rulgs 2003 (‘Rules”), the Controller will
- examine the statement and evidence filed by the applicant ({for the grant
of patel-lt) and may either refuse to grant the ]_)ate'nt or require (he
| complete specification-to be amended t,o' his satisfaction before the paient
fs granted. Under Rule 55 (65, the Controller shall, after consideri ny the
. representation (1.e. ‘the pre-grant oppositiou.; if aqy) and submigsions
made duri.ng the hearing if so requested, “proceed further simultancous! y
eitﬁér 1‘eje§ti11g the representation and granting the patent or accepling
the 1‘ep1'e§elltati011 and refusing the grant of patent on that application,
ordinarily within one month from . the completion of the above

proceedings”.

6. It is the case of the Respondent No.5 J. Mitra & Co. that when on- 23

August 2006 the Controller rejected the pre-grant opposition filed by

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 or 2010
: page 5 of 10



A

SDL and in fact in the order used the words “I hereby order fo prant

patent...”, this was simultaneous with the rejection ol the pre-grant
e . : 4 . e .

opposition in terms of Rule 55(6) of the Rules and, therelore, 23" August

2006 was the date on which the patent was granted to ). Mitra &

Company.

7. On the very next day, 1.e. 24™ August ZQOG‘DI: Sl}éhlal‘a C;‘u‘p(e, the
l;étiﬁoner in W.P. (C) No. 3516 of 2007, filed a pre-granl: opposilion vis-
a-vis Patent No. 1'94639 filed by I. Mitra & Co: Aécordin g to Dr. Guple,
11 te1-‘1ns of: the_a111<anchnents infroduced .jn Section 25(1) of the Act by
way of the Patents (Amen:dment) Act, 2005 with ef'fect from 1™ January
2005, the time peﬁ'od for filing a pre-grant opposition stood extended till
the gl'a11t of the patent. According to the Petitioner, the patent was |~|ol
granted til.l such tume it was ‘ot s.ealed and entered in the Repister n
terms of Section 43‘(1) of the; Act. It is stated lhat~'as on the date of the
| filing of the p1‘e;g1'a11t opposition by Dr. Gupte, Le. 24”1 August 2000, (he
patent in favour of J. Mitra & Comﬁa_tny had not.been’granlo(l smee it had
not yet been sealedjand entered 1n theﬁRegister.
8.. On 5" Sept.ember 2006, D1 Gil‘ish Rﬁldglﬂi, the Pelitioner i Writ

Petitim"l (C) No. 5422 of 2007 filed a pre-grant opposition vls—;.‘l—vis the

pafent application of J.Mitra & Co..

9. It is not-in dispute that the Patent No. 194638 granted to 1. Mitra &
Company was entered in the Register on 22" September 2006. Patcnt

W.P.(C) Nos. 3516, 3517,5423, 5422 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
_page 6 of 40



~and 5423 of 2007 respectively.

%;

No. 194639 grasted to it was enlered in the Register on 27" September
2006. Certified copies of the relevant entries in the Register have been
placed on record. In terms of Section 43(2) of the Act, the said (wo

petitions of J. Mitra & Company were published in the Journal ol the

_Patent Office dated 17" November 2006. ,

10. On 16" October 2006, the ﬁre—grant opposition of both Petitioners
were l'ejecied by the Controller on the ground of 111;'1i11t11jnz<1hili ty. "This
was done, h.owever; Withoul‘ affdrdigg the two'Pét'iliQne,rs an opportunity
of bei1.1g heard. On. 31 Qctc}ber 2006, both Petilionérs' wrole l(; the
Contrbller see]éi.ng a hearing Defore . rejection of the pre-gran
oppositions. On 23_“l January 2007, the Controller graﬁted the Petitioners
a hearing. Therealter ‘o‘n 30" April 2007 and- 3" May 2007, writlcn—

statements were filed and submissions were advanced bv .both the

P‘etitioner's before the Coritroller.

11. Writ Peﬁﬁon (C) Nos. 3516 and 3517 O.f 2007 weie filed by Dr,
Suehlata Gupte challen'ging the order da.tcj:d '1()'[-"l October 2000 with
l'efél“ellcé to the Pa.tept Nb; 194639 and 194638‘ respectiv.ely. (‘)_.n 2
May 2007, the Controller paséed fresh orders rejecting the pre-prant
opbositions of the fetitionérs on the ground that the oppositions were.

time-barred. Both Petitioners 1.e. Dr. Rindam and Dr. Guple challenged

the said order dated 22" May 2007 by 'fiiiﬂg Writ P'e“titiofx (C) Nos. 5422

v

W.P,{C) Nos. 3516, 3517,54232, 543 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
: ) ' page 7 of 40
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Pl
12. The abové petitions have been resisted by Respondent No. 5 1. Milra.
& Co.’ ¥t is contended that thé order of the Controller was consistent with
the ;:orrect position in law. According to Respondent No.5, the (iling of
the two pre-grant oppositions by Dr. Gupte and Dr. Rindani was als‘;n an
abuse of the process of law. It is alleged by J. Mitra & Co. that SDI.,
whicki is in the business of sale and purchase of various pharmaceuticals
products, 1s é habitual infringer andA is deliberately and consciously
%/iolatillg various intellectual‘properties of I. Milraﬁ. & Co. SD1. is alleped
to be continuing to ilifringe the rights of Respondent No.5 with impunily,
It is contended that each and every product in respect of which J. Mitra
& Co. has applie& for and/or has been granted a.patent is cither being
opp.ose‘d or mfringed by SDL. ) |
13.. Patent No. 194368. 13 for an invention titl'ed A Device for the
detection of aﬁtibodies of Hepatitis ’C‘vin;s in human serum and plasma™.
Patent No. 194639 is for an.invention titled “A dev.ice for the defection

of Hepatitis C virus”. After the grant of the aforementioned patents in ils

favour, J. Mitra & Co. filed Civil Suit (OS) No. 22020 -of 2000 in this

Court against Kesar Mendicaments (KM) and SDL for patent -

- infringement. = By a judgment dated 22™ February 2008, this Courl

granted an injunction restraining KM and SDL from manufasturing,

selling, offering for sale their HCV Signal or any c')ther. product which

-was in infringement of J. Mitra & Co’s Patent l\lo'. 194638, 1L is staled

that in the said suit SDL has filed a counter claim for revocation ol (he
patent.

W.P.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010 -
’ page 8 of 40



27,

Subrmissioris of Counsel in the I* Set of petitions [W.P. (C) No. 3516 of
2007 etc.] ' .

14. Appearing for J. Mitra & Co., Ms.Pratibha Singh, leamned oounsél,
“submitted that b;)tll Dr. Snehlata Gupte and Dr. Rindani are connceted (o
SDL. Dr. Gupté ié stated to‘ bg running the Surat Raktadan Kendra, the
‘Chairman  of which is - Mr.. Pradeep K. Desai who I‘» the
»Cllai1:11‘1a11/1</1a'11ag1"11g Director of SDL. It 1s stated that Dr. Guple was
aware of SDL’s opposition to J. Mitra & Co’s'[aatellts.'Ms. Singh pointed
out that upon the said pré-grant opposition bein g 1'ejécl,'ed' on 23" Augusi
2006 the patent had to proceed for ,regiétration. However, {0 continue l!]c
| ser%al_oppositions, first Dr.Gupte filed a'pl'e;gl'a,llt opl’)osi.lion on the vor_yl
next day ie. 24™ August 2006. Dr. Rindani, whoA js also stated to be
connected to SDL, filed a separate pre-grant oppositibn on 5" S_eptembei'
2006v. If is submitted that the filing of serial oppbsitjons by pérsons .
connected 16 SDL after its pre-grant opposil'ioh had been re':jec.l'cd was
malafide and if such apﬁlicaﬁons'were permitted tQ'be enterfained, thore
would be no end to the filing of such pre-grant ()pp;)sitions particularly
since after the amendment to Section 25(1) in 2005, a pre-grant
opposition can be filed bS/ “any person’. It ‘is submitted that if the stand
of théPetitibners 1s accepted, 1t wéuld defeat the objective ol the Act

which is to grant a patent rather than refusing it.

15. Ms. Si}lgll poimed out th;;t 111 the rejoinder to its counter allidavit, the
Pe‘titioners do not deny that Dr. Gupte is connected to SDIL. !l is only
stated that such averments are 111i$leadillé “and that they have no bearing,
* on the present case”. "It 1s further pomted out that th.el petiioners-contend

W.P.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
) ) page 9 of 40



AT

in the rejoinder that “it is immaterial for the purposes of the presont wril
petition whether a person who files a pre-grant opposition is recorded o

or not recorded who is interested in the concerned patent being opposed™.

i6. Referring to the decision in K.D. Sharma (2008) 12 SCC 48],
Ms.Sinéh .submitted that the Pe’titiéllel‘s have, by. not disclosing their
_relationship with SDL, not come to the Court with -clean hands and,
therefore are disentitled to the 1‘eJ.iefs prayed for in the wril petitions.
Refex'l‘ling to the decisions 1in Bhagwanji Vishavji  Thakkar v.
Pravinchandra Jivanbhai Patadia (];‘9\95) 2 GLR [ 43;“{ fm(I'
'Entertain.’;nent Net;vork '(Ir@;(l}fa)‘ Lid. | v. Super Cassetie Tndustries Lid. .
(2008) 13 SCC 5§ :t'1s submlittea that a puq)osi’v‘e conslruction would
ha,\'/é to be ad.opte_d and it has to be held that in terms of Rule 55.(0) of
Fhe Rules read with Section 43 (1) of the Act the patent is granted ance
an order to that effect is‘passed by the Controller simultancous witly the
rejection of the‘i;irst set of pre-grant oppositions' wh'ich are decided by the
Controller. It is submitted ;hat there has to be an outer lime limit for
filing a pre-grant opposition which in -any ‘event cannot be beyond (he
date of the Controller paésing an order on file gl:gll]l‘iﬂg the patent. The
sea,lillg and entering ;)f the patént n the Register are mere ministerial acls
wl.n:ch malke no difference to the date of the grant of fhe patent.

L]

17. Ms. Singh refers to an order. dated 2™ March 2009 passed by the
Supreme Court i’ SLP (Civil) No. 3522 of 2009 (Indian Network For
People with HIV/Aids v. F. Hoffmann-La Roche AG) which arose (rom

W.P.(C) Nus. 3516, 3517,5422, 5422 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
page 10 of 40



A

an order dated 30" January 2009 passed by the Assistant Controller of

Patents. This was heard with SLP (Civil) No. 29857 of 2008 filed a gaingl

- the judgment dated nd December 2008 of the Madras High Court

reported as Indian Network F or People with I V/}fl ids v. I Hoffmann-
La Roclte AG MIPR 2009 (2) 0036 By the said judgment the Madrag
]-Ilgh Court set 351cle an order granting Roche a patent wilhout disposin g
of the pre—grant oppqs_itions filed by the Indian Network for People with

HIV/Aids under Séction 25(1) of the Act. Thereafter by an order dated

30" Japuary 2009; the Assistant - Controller rejected the pre-grant

opposition. The Supreme Court, without going into the merils of the -

contentions that the Petitioners were _dep,r,'ived of an opportunity of

raising before the Controller numerous contentions on merils, observed
that they could be. given permission to file an aflidavit and raise all

contentions at the stage of post-grant 'oppositions which had alrcady been

filed and were pending before the Controller. On the strength of the

“above order, it is submifted by learned counsel for J. Mitra & Co. (hat

SDL itself could file post-grant opposition before the Controller and,
therefore, no prejudice was. caused by the grant of patent to the
Respondent No. 5 by the order dated 23™ August 2006. In any event,

SDL has also filed a counter-claim in the suit seeking revocalion of the

" patent.

J

18. Mr. Pravin Anand and Mr. J. Sagar, learned counsel for Dr. Gupte

and Dr. Rindani, on the other hand, pointed out to the plea raised in the

~ plaint in C.S. (OS) No0.2020 of 2006 filed by the: Respondent No.5 [

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
page 11 of 40



1. Even after acknowledging this to be a mistake in its order dated 2

Mitra & Co. there is a clear admission to the effect (hat the patent had
been granted on 22" September 2006. This was therefore (he

understanding of T Mitra & Co. itself,

19 Learned counsel for the Petitioners also attacked the bonafides of J.

" Mifra & Co. alleging that it was an infringer which. had applied for and

obtained a plethora of patents ‘which were in fact copies of patents and -

products available worldwide and in India. It is submitted that the (wo

patents in question relate to a third and fo'ufth generation device for the
detection of HCV antibod—ies in the human serum and plasma. Both the
patents were imitations of a patent obtained by a US ;3011!])211]_\/, 15y
Laboratories, i 1991. However, since EY Laborejtories did not have a
patént in India, proceedings could not be mstituted agaihst J. Mitra & Co.

for infringement.

20. It is submitted by learned counsel for the petitioners that all claims of

J. 1\/'[1'1:1:3 & Co. filed 1 the United Sfate; Patent Office had been rejecled
on the grounds of obviousness and iusuff:icienoy. It is pointed out by Mr.
Anand that Respondent No. 5 had originally applied t'c;l‘ the patents in
question with 14 claims followed By*reduction of claims (0 7 after winch
the pateﬁt was published for opposition with the said 7 claims. When the
patent \;vas'granted‘on 22" September.20(.)6, it was gi'allted for 4 clainm.
Claim 1 of the 4 claimé is stated to be different from the publi‘sl.led Claum

'I,ILI

August 2006, the Patent Office has not publiéhed the. claims for

. W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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interpretation canvassed by cowunsel for respondent No.5 was contrary (o

opposition. It is stated that after the order dated '2_3"1 August 2000, the

patent office was under obligation not to grant the patent within (hrce

months of the statutory period of appeal so that an aggrieved party could
file an appeal. It is alleged that the entire process of grant of palenl was
done in a quick and clandestine manner so that no one would know about

o

the same.

21. It is submitted by; Mr. Anand that the diagnostics kit industry is a
very small and clo;_e knit and “everyone knows everyone in (his ficld™.
Claiming to B‘e among the leading scientists in their field, the Petitioners
state that “it is no.t onl.y their duty but also their 1'es;ponsil’>i!ily .l() ensure
that 1"1.0 unscrupulous- trader usurps rights of othér parties or malafidely

stops other parties involved in this field” Tt is submitied (hat the

inteotion of the Petitioners is “not to stall the grant of patents but (o try

.and ensure that no wrongful patents are granted to unscrupulous (raders

in the interest of the public™: It is submitted that a paten{ is a conplele

monopolistic right and should be granted only after due consideration. 1t

is for this reason that the legislature has built in various safeguards like
pre-grant opposition, post-grant opposition, revocations, counter-clarm
for revocations and defences of revocation in a suit for infringement. It

is stated that the words of the statute are clear and till such time the grant

of the patent is made known by the publiéa.tiod in the official gazetlo, il

cannot be said to have been granted in law. It is also pointed out that the

P

the current practice of the Controller’s office and would lead (0 o preal

W.F.(C) Nos. 3536. 35125422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
’ poge 13 of 40



" deal of avoidable confusion.

Writ. Petition (C) ‘Nos. 10399, 10400 and 10450 of 2009 2
petitions| C '

22 The relevant facts are that Lalit Mahajan Respondent No.l in all the
above; writ petitions filed three patent applications, for grant of |)aleh(s
being Applicafiom Nos. 1688/Del/2007, 1689/Del/2007 on 8" August

2007. In Application No. 1688 of 2007, the invention.relafed o a device

for analysing the presence of Dengue IgG -antibodies in human serum

. kit for analysing the presence of dengue IgM antibodies in the human

serum or plasma. Lalit Mahajan also filed two other applications being
74/Del/2005 and 75/Del/2005 on 12" January 2005 i relation to a Pan

Malaria, Stix and a Tetra Malaria Stix respectively for testing of malaria.

set of

. and plasma. Application No. 1689 of 2007 related to the inveution ol a

23. Lalit Mahajan’s Application No. 1688/Del/2007 was published in the'

Journal on 3 1 Augus"c 2007. The patent was granted and was also sealed
on 16" chober 20}0.8. A pre-grant dpposition was filed by the pctitioner
Zephyr Biomedicals (‘Zephyr’) on 12" December 2008. The pre-grant
opposition was rejected on 4'“‘ March 2009. This order was challenged by

Zephyr in Writ Petition (C) No. 10399 of 2009.

24. Lalit Mahajan’s Application No. 1689/Del/2007 :was published on 7"
September 2007. The patent was granted and ‘sealed on 16" October
20‘08. ’The:pre-gre;l;t oppésit_ion \Xraé filed by Zel;;hyr 'on. 2% December
2008. Tt was rejected on 4" March 2009. This orcier was challenged by

IW.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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TZephyr in Writ Petition (C) No. 10400 of 2009.

25. Lalit Mahajan’s Applications .N.o. "/4/De]/2005 and 75/Del/2005 were
puﬁiished on 2" June; 2006. The patent was granted and sealed on 6"
October 2008. The pre-grant. oppdsition was filed by Zephyr on 28“"
November 2008. It was rejected by the Controller on 16" March 2009
'Tl;is order was chgllenged by Zephyr by filing \‘Vi'it Petition (C:) No.

10450 of 2009.

Submissions in the 2" Set of petitions (by Zephyr) .

26. The arguments advanced by Mr. Sanjeev Kumar Tiwari, learncd

- counsel appearing for Zephyr against the orders of the Controller

rejecting its pre-grant application on the ground of limitation were morc

or less similar to the arguments advanced by counsel appearmg [or Dr.

‘Snehlata Gupte and Dr. Girish Rindani in relation to the patents granied

. to J. Mitra & Co.

27. Tn resisting the petitions, it was submitted by Mr. Maninder Singh,
learned Se_nié;‘ counsel eippearing for Lalit Ma.hajan' that aller the
Amendment to the Act in 2005; the time périod 'fo'r filing a |¥1'@-g|‘ﬂnl
opposition may have been removed but a‘reasonable mterpretation has to
be given to the amended Section 25 keeping in view the contexl. e
places emphasis on the words “unless the context otherwisc requires™
occurring in the opening portion of Seétian (1) of the Act and subinilts

that the locus to challenge a patent that has been granted gets rcstricled o
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a persbn mterested. He submi'ttg(fl that <301151:d.erinér thal the granl of a
patent 1s a'recogniﬁon. qf the creative work of the inventer, and has (o
pass a faurly riéorpus_ e)ia-nn'nation procedure through sevcral stages
which by i“gs very nature is time consuming, a reasonable period as
opposed to an ill_definife open-ended period has to be given for {lle 'I’ili!l g

of a pre-grant opposition, which 1s by any person.

;

’

78. Mr. Maninder Singh pointed out that the scheme of the Acl and the

Rules indicated that the several acts Jeading to the grant ol the patent

certificate were to be performed within specific time periods Releiting

32y,

to Rule 74 (2) of the Rules he submitted that a patent certificate is to be

ordinarily issued within seven days-from the date of grant of palent under
- Section 43.-Under Rule 24, the period for which an application [or patent

shall not ordinarily be‘ open’ to public under Section 11A(1) shall be 18

months from the date of filing of application or the date of priority of

application, .whichever' is earlier. In terms of Rule 24-B (1)(1) a request

for examination under Section 11B of the Act is made_within 48 months

from tlie date of priority of the application or from the date of filing of

the application whichever is earlier. Under Rule 24-B(2) (1), the period
< .

within which the Controller shall refer the application and specification

and other documents to the Examiner where such request for

examination has been made shall ordinarily be within one month from

the date of its publication or within ope mouth from the date of

examination, whichever is later. Under Rule 24-B (2)(ii), the Examiner

should ordinarily. submit the 1eport within one month but nol excecding
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three months from the date of reference and thereafter the Controlicr
should, in accordance with Rul(; .2‘4;—B (2)(n), clispése of the report
within one month .of- its 1'ece:ipt. Under Rule 24-B (3), the flust
examinat.ion 'report- 1s sent to the ap:pl'icant. within six months l‘rom (he
date of request 1;01' examination or publication whichéver is later and
under Rule 24-B (4), flle time for putting an application in order ['Ql" gran

1.11&;161' Section 21 shall be twelve months from tlle'c_le}te on which the first

statement of objection is issued to. the applicant to comply with the

requirements. It is submitted that given the specilied mﬁc. linits
presciibed at the stage.of scruﬁny of the applications for graul ol patent
and given the fact that the grant of a p'atent relates. back o the dalc on
“which the application is filed, the patentee 'actﬁally loses much of this
.périod for working the patent. Given the fact that an applicalion for
grzint of patent can get.published only aﬁ'er a period of 18 months and
~that ;he Coantroller cannot .ta'ke'up the applkatiog for exammation for a
. period of six months after its publica_tion, it 1s necéssz,u‘y o read a

reasonable time limit for filing a pre-grant opposition. Reference is made

to the decisions in"Surjit Siizglz Kalra v.. Union of India (1991) 2 $CC

87 aund Directorate of Enforcement v. Deepak Mahajan AIR [9%94 SC

1775.

Writ Petition (C) No. 1020 of 2010
29. The petitioner Tibolec Pharmaceuticals (‘Tibotec’) filed its
+ application for grant of patent on lll_h June 2004 for an invention titled

‘Combination of Cytochome Piso Dependent Prolease Inhibitors™. The
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first examination report was issued on 14[h March 2007. The application
was pubhshed on 30lll Novembel 2007 n terms of Section 1A of the -
Act. Aﬂel considering the response of the Pet1t1onel m reply (o the ( irst

examination report, the Controller issued a letter (0 Lhe Petitioncr on 28"

March 2008 to the followin g effect:

“Your above Apphoallon for patem has been found
in order for grant. However, the Patent Certificate
will be issued only after processing of (he
Application under Section 11(a) [Sié 11A4] and
compleﬂon of the statutory limit.and chsposal ol

A . ple glanl opposition, if any, unde1 Section 25(1) of
~ the- Act.”

30. The petitioner’s case 1s that on 30" May 2008, the mandatory period -
of six months in terms of Rule 55(1-A) of the Rules and the three
conditions in the aforementioned lettér stood satisfied. According (o the

4

Petitioner, the patent was deemed to have been granted [rom such dafe.

.\ ' 31. On 26“1.]1’1116 2008, Cipla :Ltd. filed a pre'—gram represcutation/
y | opposition. This was 110tifiéd to the Petitioner from the Delhi Office of
‘the Controller. 'I:lie Petitioner, by its letter dated 21 Oc.lob'cr 2008,

pointed out to the Controller that the pre-grant opposilion was time-

barred. The Pétitioner 'a"lso filed an interlocutory petition dated l()l'll
November ~2‘OO8‘ prayiug for issuance of a patent certificale in ~ils [avour

and for reJectmg the opposition f1led by Clpla Lid. l.‘hereal'ler the

Peutlonel also filed an afﬁdawt of ev1dence on 7" Tanuary 2009 ol one

Professor Da.vid ] 01111 Back.
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392 The Petitioner and Cipla Ltd. were heard by the Assistant Controller
of Patents on 9" Janudry 2009 aund written submissions were filed by

them on 27" March 2009. By an order dated 30" March 2009, (he

Assistant Controller allowed the pre-grant opposition a nd relused to the

Petitioner the grant of the patent on the ground of lack of inventive step.

'lhe Contxollel S Old@l dated 30lh Mauch 2009 has. been clmllcnged by
Tibotec in this petition. Aniong the grounds raised in this petition is that

the pre-grant opposition filed after 30" May 2008 was not maintainable.

Submissions of Counsel in Tibolec’s petition
33. Mr, Rajiv Nayyar, learned Senior counsel appeasing for the Pelitioner

Tibotec submitted that there was a distinction between the ‘issuance’ of a

‘patent certificate under Rule 74 and the ‘grant’ of patent for the purposes

of Section 43. He also r‘efen:ed to the im'pu'gned'or(ler passcd by the
Assistant Controller where 1t was obéerved that “there was no
impediment on-30™ May 2008 to thé issuénoe:of the patent cerlificate and
{hat the Patent Ofﬁc . should have done so within seven. days of 30" M lay
2008 as the appllcatlon was pubhehed on 30" Novembc1 2007 and S1X

months period was over on 30" May 20087, . It was further abserved in

the impugned order that the grant of patent by the Controller and (he

>11bsequent issuance of letters of patent have laken more. time than il
could have taken or dmauly but that d1d not pr eclude the filing of a pre-
grant opposition. It is accordingly submitted that for all ;51’;10“0(1!
purposes the -effective date of grant of the patent sbould be 30" May
2008 or'the very next day thereafter.
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34. I\/Ir.'Maj'umdar, Jearned counsel appearing for Cipla Ltd. submitted -
that at the stage of filing of the application and its examination in initial

phase by the Controller, there was no third parly. The Controller acls as

a fact finding authority. Section 3 of the Act sets out the grounds for
refusal. If the patent is refused, the order is relatable to Section 15 ol the

Act. The Controller could ask for an amendment to be made even al that

stage.  The intimation that the patent is in order is not by itsell'a grant of

patent. This 1s an order relatable to Section 15 of the Act. Accotding to

ham, thie stage of Section 43 for grant of patent is rcached only aller

'clompletion of the processes envisaged by Section 15 of the Act. Under

Sectioﬁ.{lS, the date of patent‘is.already a fixed clat'e since under. Section
45 (1) “every pétel}t shall be dated as of the date on which the £1|)|_)Ii(;z|(i ol
for patent was filed”. It is this date that is entered in the [{cgister. He
pointeﬁ out that under Rule 80 to keép a patent in force, the rencwal lees
specified in the First Schedule shall be payable at.the expii‘atinn ol the

second year from the date of the patent and the period for payment of

renewal fees may be extended up to six months. Sc the daic ol palent

becomes critical for the payment of renewal fees. Where an applicant

has not paid renewal fees, it means that he is aware that he has not been

granted a patent.

35. Mr. Majumdar ~po1jﬁ€ed out that Under Rule 122, the Controller can

correct clerical errors, Likewise, under Section 146 the Controller can

call {for information regarding the commercial working of the patent
within two months from the date of such notice. Notwithstanding this,
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uﬁder Section: 146(25 every patent. holder has to furnish statcments m
such manner an.d form and m npt less than six mpnths ag may be
prescribed as to the extent to which the }Satente.d invention has been
worked on a commercial scale in India. If no such repo.rl s arc [iled, then
it is plain that no patent haslvbeen granted. The working of (he patent |

arises only where it is granted. Mr. Majumdar pointed out that under

Rule 130 an application for review of the Controller’s order has fo be

made within ore month from the date of communication of the deciston

to the applicant.

36. It 1s-submitted by Mr. Maju.pidar that inl the instant case there was no

- presumption of grant of patent only on the basis of the letler dated 28"

March 2008 as it was only an informal intimation to the. Petitioner which

was in fact not required to be made in law. It is only as a long standing

practice that the Controller has been issuing such.communications but

there 1s no guarantee that patent would be granted only on account of
such communication. Secondly, without the completion of the procedurc
envisaged under Section 25(1) and Section 1 1A, there can be no grant of
a pate‘il]-i:. It s submitted that for the i)ul'pOSGS of the ‘Acl' “the datec of
grant of the-patent i.s the date on which the Respondent authorilics pass
the order of grant. It 1s ohly after such an order i1s pass'ed, that a |)me'n( IS
treated as granted no ma[t"e.r when. the cerl‘iﬁc‘a.te oi grant 15 issued or
'Wilﬁll ~th.e grant .is‘recorded. 01‘-110tii"1'ed:” It is accordingly submi(led (hat
as on the date of th‘é filing of pre-grant opposition, 1o grant of patent had

taken place és eivisaged by the Act.
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37. The writ petition is also resisted on the ground offaches. 1L s sl ated
that the Petitioner.' chose to challénge the order dated 30" March 2009
only on 22™ January 2010. Reliance is placed on the jud gment of the

Supreme Court in State ¢f M.P. v. Nandlal Jaiswal (1986) 4 SCC 566.

* When can a patént be said fo be granted?

38. The common question that arises in all these petitions is when can it
be sald that a.pa.tent‘ has been granted? Section 2 (n of the Act opens
with the words “unless the context otherwise i‘g:qtlj res”. This has fo be
' 1‘ea;i with Section 2 (1) (m) WhiCh defines a ‘pa.tel_ﬁ" as a patent for any
ivention gral‘lted under this Act”. Tl-le date of grant of patent is critical -
. Tor determining the time within which a pre—grau‘c.opposjlion has to be
fited in terms of Section 25(1) of the Act. After the amendment 1o the
- Act and in particular to Section 25 (1) with effect from 1* .ln'n vary 2005,
a significant change has been brought in this regard. Prior to ils
amendment, under Section 25(1) the pl'é—gl'allt oppo'sition had (o be filed
within four months frgm ihe date of advertisement of the mcoel‘)umce of
the complete specjiﬁcation.'TI‘;iS advertisement in-the official gazelte of
the 'accep(ance of completd specification was under S@bli(?ll 23 of the
Act, prior to its amendment. A further maximum period of onc month
could be allowed by the Controller for makiug the pre-grant opposition,

Such pre-grant opposition could be made only by a “person interestied”.

39. The significant change brought about by the amendment to Seclion
25 m 2005 is that the pre-grant ‘representation’ (or opposition) against

‘ , .
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the grant of patent can.be made by “any person”. ‘The publication of the

complete speci_ficatibn now takés place under Section ITA of the Acl.

Under Rule 24 of lhe Patent Rules 2003 the publwahon happens not-

earlier than 18 111011ths from the date of filing of the application or the

date of priority of the application, whichever is earlier.

40. There are specific‘ time limits for the steps (o be taken lor the
acceptance of the complete specification for publication by the

Controller: This is followed by a request made by the applicant for

examination in terms of Section 11-B of the Act. This is {ollowed by the

~examination of the application under Section 12 of the Act which has to

- take place within the specified time limit as prescribed in Rule 24-13 of

the Rules. Without going into the speciﬁc details of 'this tiinc perod, for
the purposes of the p.resen@ petitions it is sufficient (o note that where ‘i Lis
intended that there should be a Siaecific time limit _wi’lhin which a step has
to be taken either by the 'é;,pplxica,qt for the grant of patent or by (he
Controller then such time limit 1s clearly indicated in the' Act and (he

Rules.

" 41. There is another provision which is relevant in this context. Under

Rule 55(1-A), no patent shall be granted before the expiry of a period of

six mouths from the date of publication of the application under Seclion
11A As a result, at least for a period of 2 years zvlﬂer’ mmg of (he
application for grant of lﬁatellt, 1no Apatent can be grainl‘e'd.. It 1s during (his
perlod that the steps for éxanunatwn of the p.atenl in terms ol Scetion 12
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and thereafter the consideration by the Controller. of the report of the
Examiner under Section 14 followed by amendments, [ any, arc all

undertaken. It is during this time also that the pre-grant opposilion is

| expected to be filed.

42 . The fact of the acceptance of the complete specilication, as indicated

by the applicant for grant of a patent, having been accepted for

‘publication is evident from the advertisement of such specification in the

Patents Journal in terms of Section 11A of the Act. Therelore, any
person who 1s seeking to object to the grant of the patent is expected (o

keep the track of publication of such complete specification. T'his Courl

Yk

has been informed that publication also takes place on the websitc, m -

addition to being published in the Journal.

43. .Ther'_e is a further time restriction. Uln'der Rule 24, the period for
whiph an application for batent “shall not ordinarily be 0p§n o ])ublic
under sub-section (1) of Section [1-A shall be 18 months .[’rmn the dale
of filing of the application or the date of the priority of the application,
whiche*;/eris earlier.” In effect, therefore, it will. not be possible for a
persé)n. seeking to object to the gfant of a patent to make ‘l‘@[)l'(;SCﬂlﬂ(‘iOﬂ’
earlier thaﬁ a period of 18 months after the date of th'e-l"i,ling ol such

application. Tn any event since in terms of Rule 55(1-A) no patent can be

granted before the expiry of-a i)eriod of six months from the daic of

publication and the Controller is expected to publish ‘thc application
within .one month from the date of expiry of the said period, there is at
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least a period of six months thereafter for the opposer (o lile the

representation.

44. Given the above scheme, the amendment in 2005 to Section 25 of the

Act was apparently made with a view to extending the time period within

‘which an opposition to the grant of patent had o be made. . Under the

pre-amended Section 25, the persons interested in opposing the grant of

patent had to necessarily file such opposition within four months, a
period extendable only by  one month, whereas under the amended

Section 25 that period is clearly extended at least up (o six mon(hs.

45. Given the practical aspect of the matter, no pdl‘enf 15 usually granted

immediately on the expiry of Six months from the date of publication of

the application. It is_ usually a much longer period_ The amendment
Section 25 clearly, therefore, cnlargéé the time for filiug of a pre-grant
oppositidn. (

46 The thl;ust of the Act 1s that themel"e grant of patent does not ensurc
its validity. This 1s plamn {from: Sec.tioi.m 13(4) of the Act. Liven the grant
of a pateiit does not ensure that there will be 10 fu.rl'her challcn ge. Under
Section 25 (2) 0'_f thé' Aqt, against the grant of a patent and (he regjection
of a pre-grant opposi.tion, a posf-grant opposition can be [iled by any
peréon _Interested beforew the: Intellectyal Propc;i.'t.y Appellate Board
(IPAB). An application for revocation can be filed bef_o.re the IPAI Dy

any person interested under Section 64. of the Act. If the paten( holder
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files a suit for infringement the Defendant in such a suit can by way ol a
counter claim challenge the validity of grant of patent (Section 107 read

with Section 64 of the Act).

47. The scheme of the Pe;,tents Act, ther‘efore, is such that therc are
several hurdles to cross before the grant of a patent can be saitlllo.bo
final. There are two other provisions that require to be noticed. Undor
Sectibn 53, term of every patent “shall be 20 yea,rs from the date of [iling
of the apphcat1011 for ﬂle patent”. Under Section 45 “every patent shall

be dated as of the date on which the appllcatlon for patent was [llbd

Since this date cannot possibly be changed, a patent holder may end up

not being able to work the patent during the time when it reinaing

challenged, orb its grant 1s stayed or when ihe patent holder 1s .n()l
cpllfideilt to exploit it 00111111e1:cia] ly till'all the éhallenges (o its validity
éré overcome. Since there is already-a loss of time."for the patent holder
in the above processes, the time period envisaged by Section 25(1) ol e
Act for filing of a pre-grant opposition c;qnnot possibly be liberally

construed, - notwithstanding that there is no specilic lime pertod

. mentjoned therein.’ The outer limit is the date on which the palent js

granted.

48. A careful look at Section 43 of the Act shows that in the [itst place n'n'_

application for patent has tc be found “to be in order for gran(”. This

includes the period during which complete specification is accepted for

publication ‘in terms of Section 11A followed by the examinalion ol the
B ! > T ..
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patent which takes place within the time-frame set out in Rule 24-1 of

the Rulés. A refusal at that stage will be governed by Section 15 of the
- Act. If the patent is not refused at that stage and 0o pre-granl opposition

" has been filed, the patenf proceeds for registration.

4-9.. Where any- ﬁl'e—grant | opposition is filed in the form of a
représehta‘rion under Section 25(1) of the Act, then it has (o be cxamined
: ‘followiﬁg the 13.1’6cedure outlined in Rule 55 (1). The. representalion
should include a statement of evidence an'd a request for hearing. U I1dCl"
Rule 55 (2), the Controller is to consider such representation “only when
a request for examination of an application has beén filed”. A notice ts
given to the’ appl’icant “for‘grant of patent” where the COI]U’O“CI' forms an
opinion, upon considering the pre-grant opposition, that the patent should

be refused or amended. This happens under Rule 55 (3). The applicani

for grant. of patent then responds to the notice by filinig his statement ol

evidence under Rule 55(4) within three months [rom the date of (he
leOAtl'Ce. Under Rule 55 (5-), the COlltlfOik:l‘ may, on consideration of the
stateme;nt and evidence filed by the applicant, eilther reluse to gral;i a
patent or require the complete specification to be amended belore (he

patent 1s granteéd.

50. Then we have Rule 55 (6) which is relied upon extensively by (he
learned counsel for the parties and which reads as under:

“55(6) After considering the representation and
submission made during the hearing if so requested,

the Controller shall proceed further sinmn]tamequsly'
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either rejecting the representation and granting the
patent or accepting the representation and refusing

the grant of pétent on that application, Ordinarily‘
within one month from the completion. of above

proceedings.”

5].. Tt is plain, therefore, that once the ﬁre—grant opposition is decided, the
Controller simultaneously pl'éceeds to either 1'ejept such represcntation
and grant the patent or accept the‘ representation_and refuse (he patent.
. The 1%11iguage of Rule 55 (6) leaves no manner of dc')ubt; that these (wo
_actions i.e. the consideration of the representation and the [inal decision

on the application for grant of patent take place simultaneously.

.52. Tt 1s-possible that there are 11.101'6 than one representalions by way of
pre-grant 0pp§sition. Ideally, the Countroller will bunch them logelhér,
hear them sec'].uentiall.y and express a final opinion on cach of them as far
as practicable, <.)1.1 the same date. It is like a court hearing a ‘batch of
petitions seeking similar relief. It is possible that even afier the hearing
on one bunch of pfe-grént oppogit_ions has concluded and 61‘(!61‘ has been
reserved thereon,' anather pre—grémt opposition 61' a set of oppositions is
. filed prior to the pronouncement by thé Controller of the éiecisiun on the
.first set of pre-grant oppositions. lThen the scheme of the Act requires the
Controller to deal with such sub_sequently filed pre—greint opposilibns as
well. However, ouce a final decision is pronounced on the pre-gran
opposi.t‘ious, the Coﬁtrol]er shoul‘d, consisten;: with the requirement of

Rule 55 (6) simultaneously pronounce the decision on the applisation for
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grant of patent. The Controller should clearly stale, simultancously, that

the application is found 1n order and that the patent is being granted.

53. Revert.ing to Seé:tion 43 (1), the language psed' is that “a patent shall
be gl'alltéd as expeditiously.as possible.” T].'lerefore'the patent has to be
granted once it 1s found that either the application ha§ not been refused in
terms of Sect.ion 25(1) read with Rule 55 (6) or it-has not been found in
contravention of any provision of the Act. In other words, at this stage
the ‘Controller is not expected to delay the pronouncement of (he [linal
decision. The thrust of “Sectién 43 (1) and Rule .55 (6) is that of
‘éxpeditious decision 111;11<i11g by the Controller. Section 43 (1) indicates
that the “patent shall be granted.....with the seal of the patent office and
the date on wlﬁch the patent is granted shall be entered in the Register”.
When read continuously, the language éf Section 43 (1) does appear (0
indieate that it is the decision taken by the Controller on file which is the
determiﬁing event for ascertaining ‘the date of gr.anll' of patent.’ ’l'he‘
sealing of the pa.tent' and’ the entering of the pafent in the Regisler
obviously follows the act of the Controller passing an order Ilo the effect
that the patent has been granted. In other words, the sealing of the patent
‘ and the entering of the patent in the Register are, g;'ven the language ol
Section 43 (1) of th'e Act, 1ntended to be ministerial acts evidencing the

grant of patent, which is at a stage antericr to those ministerial acls.

54. Section 43 (2) talks of the publishing by the Controller of “the (act
that the patent has been granted”. The language of Section 43 (2) is plain.
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The act of pyblication clearly follows the grant of patent. Por forec the

grant of patent is anterior to the publication and has to necessarily be al a

. point earlier to the publication. It Is, therefore, '1]'.0t~ possible to agree

with the submissions ﬁlade onvbehaif of the pre-grant 0])|)(.)Sel.'S in the
present batch of gases that the patent cannot be saiAd to hgwe been .g,rant'ed
till this fact is published ‘in the official gaze'tle..‘ Given. that  the
interpretation of the provision has fo be contextual, ‘l.his Court holds that
the date of grant of patent is the date on which the .Contro]ler passes an
order to thét effect on the file. This Court now proceeds (o deal with lhé
\ apprehended practical problems that the’ offiée of the Coulrollicr may lace
on account of the interpretation placed by this Court on Section 43 of (he

Act.

Previous announcement of the date of pronouncement of orders

55. Tt was submitted that an order does not become effective till such

ime it is communicated or made known, because il. then gives valuable

‘ ‘ _ .
rights to both the holder of the patent as well as any-person mlcresled i

opposing the grant of patent. While 1t is correct that the knowledge ol an

order granting a pafent is important 'fl'OlI.l the pOil;t of view of both the
-applicant for gran't ’of paient and t_he opposei', it is unlikely that the
applic::ant is not present, either 1 pei‘sg')n or through a representative, on
the date on which an order is"passed by the Controller or the Assislant
Controller gra.nting the patent. In order to ob,viatje any difficulty on this
score, this Couwrt would” li.ke to impress upon the- Controller and (he
Aésistallt. Controlleis to list cases for pronouncement of orders and make
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that fact known by publishing a “cause list’ of such cases under the
heading “for prono:unce‘inent of orders” the previous evening both on the
website as Well the 1iot1'ce Board of the Office of the Controller, just as 1t
happené in the Co.u‘i'tsi .Therefbr‘e both the applicant for grant of patent as
Weli as the pre-grant opposer would be aware of the date on which the
ordérs are to be proﬁounced. Since it will be at least th.pl‘é\/i()US
evening on 'which the list is available on the webs.ité and also placed on
.the notice; board of 'the' Office of the Controller, there will be :;.u('("iuic':nl

notice to such parties.

Dealing with Review Petitions
© 56. If an approach similar to that followed by courls in hearing cases and

passing orders thereon is adopted, much of the problems [aced by the

Controller can be resolved. For instance, once a final order is pronounced

on a petition by the Cowt, then no further applications whether for

intervention, impleadment, opposition or.any other relief is cuterlaincd

bv such court. Thﬁfa.o.nly e;xceplion is the filing of va review application by
'a ijalty to the case Lil{é\ﬂiée, bnge a final order granting pateni is passcd
by the Controller” on the file, there 1s no qLu.estio'n ol therealter
entertaining a pre-grant opposition as it is barred under Section 25 (1)
with no discretion given to the Controller. If a rc:ﬁew petition is filed
- wnder Section 77 (1) (f) read wit"h Rule 130, it will be by those who are
parties to the order of the Controller ‘01' the Assistant Controller the
rc—tview’ bf which is s’ought. If such revieﬁ( petition is entertaincd, and (ho
|

~order is recalled then as it happens with judicial orders by courls, (he

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 20.10
page 31 of 40



ON
0.

clock is put back to the stage where the original order was passed and all
" Jegal consequences would flow. This by no means alters the [act that the
date of the grant of patent is the date on which the Controller ov Assistant

Controller passes an order on file granting the patent.

W’ord’in:g of the final order granting patent,

'57. There 1S oue other. asi)ect 'wh;'.ch requires to be adverted (o, which is

the wording of the order granting patent. The Con.l‘r.ol]e;r should pass the

“final order’ 'sayin‘g t'hat “the patent is hereBy granted” on!_y alter ;;II '
amendmerits ha@ be'en'éarried out to the satisfaction of the Controller by.

.'the applicant. 'i"he Controllér wiil, therefore, ‘1th 'cli;;acvse. of (he

application or pasé a fi].l.al order.till such. time thé Applicant has nol

can‘iéd out the amendments to the satisfaction of the Controller. It wi II"
have to be a time—l').ound order for that pu.rpose. A failure to carry oul ll;c

amendmeﬁt to the speéiﬁéation as directed by thé Conlrb]ler or Assistant

Controller within the time granted might result i z’ejectio.n ol the patent

which contingency is covered under S. 15 of the Act..

E[acilzg the digitally signed orders on'the Ilét

58.In order to 1ni11i1111§e ah‘y unnecessary time-gap between the si g;]i ng
by the Controller or Assistant (5011t:1'o_l]el'_ of the final order gru‘lilmg
' pa.tenf angi the ‘publishing’ of such order, it is directed that every f[inal
Qrder gr_é..utjng the patent passed by the Controller or the Assistant
* Controller, as’ the case may be, should be digit;dly signed by the

Controller or the Assistant Coniroller and placed on the websi te of the
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Controller on the very same day without any unnecessary delay. The
procedure in this regard be streamlined for being followed uniformly by

all the officers and necessary instructions/practice diréctions should be

_1ssued by the Controller.

© Rights of post-grant opposers protected

59. The righfs of such of thosé post-grant opposers who are persons
‘interested’ are sufficiently ﬁrotected uﬁder Section 25(2).' Swice the
period of limitation for filing ﬁpost-grant_opposition is one month “lrom

tl.le date of publication of grant of a patent"’, the ]eéislatui*e has, therelorc,
already taken care of the interests of the post-grant O];)]JOSCI'S and made
the period of limitation run ohly from the date of publication of the grant
of patent which is ei‘(pect'e?ql to take place in terms qf Section 43 (2) of the

Act.

60. It must be understood that prior to the amendment in Seclion 25-in
tile year 2005; even a p're—grant 0pposition cou.lcl. be filed only by any
pei‘son ‘interésted’."lt 1S iny afler the amendment in 2005 (hat any
per5011 can now filé the pre-grant opposition. The Act, therefore, makes

a distinction between dan opposer at the stage of pre-grant opposilion,

. who could be ‘any’ person, and the opposer at the.post-grant stage, who

could only be a ‘person interested’. The legislative intent is that the right
to file a post-grant opposition under Section 25 (2) is restricted to auny
person interested. The fact that the restriction of the time (o lile a preo-

grant which results from the interpretation given by (s courl may
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impact the two classes of pre-grant opposers differently is consisient witl

the -above distinction.

61. While 1‘ést1'icfi11g the time period for filing a pre-grant opposition Lo

the time when such patent is granted may inconvenience “any person”

who wishes to file a pre-grant opposition, it is certainly ot going (o

inconvenience a “person interested”. Even if such ‘interested™ person

misses the bus at the pre-grant stage, the right-of such person to oppose

at the post-grant stage is preserved under Section 25 (2) of the Act.
- Therefore, the interpretation placed by this "Court certainly -cannol

. prejudice a person interested in opposing the grant of palent. As regards

.

any persoi, other. than a‘peyson interested, the legislative inicnl appears
to restrict the scope of s'uch person confined to the étage ol pre-grant. 1
would be necessary, therefore, for such person (who may not be an
‘interested’ person) to be vigiiant ‘and to watch out for the date of
advertisement of the complete specification and undc‘rstaml that the
lumitation for filing a pre-grant oppositioii begﬂ;s tb run [rom that date
onwards.

~

Need (o discourage filing of serial oppositions

02. Accepling the submissions of pre-grant opposers in the present baftch

of cases that tll such time the grant of patent is nol enlered in the

Register, and notwithstanding that an. order hias already been passed on

file by the Controller granting a pateat, they can continue (¢ file the pre-
grant 1'epresentat1'ons' i terms of Section 25. (1) meght rcsulf m the
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phenomenon ‘of ‘serial oppositions’, as has happened in the (;;;s;e ot the
'applications. filed opposing the .patents applied for by I Milra &
Company. Within a day alter ﬂle' Controller i‘s—:jcclec‘l the pre-grant
opposifion file:i by SDL, Dr: Gupte filed a pre—éraut opposi.(ion. S00n
thereafter Dr. Rindani filed his 1:)‘1'e—grai1t opposition. In other words, if
this Court were to héld thaﬁ the date of the‘grant of 1.)atent 15 only the date
on which tile factum of such grant is ertered m the Register, then there
would be no end to filing of pre-grant oppositions as 'lon g as on accounl
of some delay on til§ administrative side the factum of grant of paicnt is

not-entered in the Register. Given the scheme of the Act, and the number

of hurdles an applicant. for grant of a patent has to overcome, cven il (he

application is found to be “in order for grant’, it is not possible (0 accep!

the interpretétion put forth by the pre-grant bplaosel's.

63. Then we have one more situation as in the case of Tibotee. The mere
communication by thé Co;ﬁ‘roﬂer to the applicant for graut of patent (hat *
thg appl_ication hqs been found in order su'bject of course o the decision
on pre-grant ;)'ppoé_ition., if any filed, cannot be cs%nslrﬂed as (he official
decision. of the Coatroller gr_anting the patent. There has (0 be an arder

on file passed by the Controiler holding that the patent has been found in

.order and that patent is granted. Until and unless such:an order is passed

on file, it cannot be said that the patent has been ‘granted.

04. In adopting the above interpretation of Section 43 and other related

_provisions of the Act this Courl has Kept in wview the following
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" observations of the Supreme court in Entertainment Network (India)
. Ltd.. v. Super Cassette Industries Ltd. (2008) 13 SCC 30, in paras 37

and 139, which though made in the context of the Copyright Act may

well apply to the present cases as well:

“137. Furthermore, the court v'vhi‘le. interprétjng )
statute will put itself in the ammchair of the:
1‘ea5011able legislature, all statutes must be pL’eSl'll]]CLI ‘
to be reasonable. It 1s ilO.W trite law that literal
intelpretatibn should be avoided when it leads (o
absurdity... ...
139. In this case, however, the méaning of the
statute is neither clear nor sensible. It is a statule
* where a purposive construction is warranted. It i1s a
case wlﬁfe sub-section (2) should be kept confmed
to clause (a) for that purpose. The statute has to be
read down. It is not a case of improper mterpolation
so as to take away a primary purpose ol (he
legislative mtent. It is expeldient o give effect to the
intent of the statute. This itself says that creases can .
be wroned out. While undertaking the said exercise,
the Court’s endeavour would be to give a meaning to

22

the provisions and not render it otiose....

4

65. Tlis court, for the aforementioned reasons, -holds that for the
purposes of Section 43 (1) of the Act, the patent is ‘granted’ on the dalc

on which the'Controller passes a final order to that effect on the file.

Conclusions: First set of petitions
66. The facts in the first set of petitions have already been discussed. [n
the first set of petitions, the order dated 23" August 2006 passcd by the
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Coniroller, while dismissing the pre-grant opposition that “I hereby order
to grant patent (Patent ‘No. 194638) on batch Application No.

593/Del/2000” must be. taken to be the date on which the patent was

granted. Although, as pointed out by learncd counsel (or the Petitioners,

the said order requires the applicant (JMiua & Co.) to amend the

specification to include a cross reference, it does not malterially alfect the
factum of the'grant of patent. The fact that it was entered in the Register

on 22™ September 2006 would not make any difference to this position.

"Further the statement by J Mitra & Co. in the plaint in C.S. ((O8$)No.2020

of 2006 that the patent was granted on 22" Seplember 2006 would also
not make a difference to the position in Jaw. The date of the grant of the

patent in question to J Mitra & Co. should be takex as 23" August 2000.

67. Consequently, any pre-grant opposition filed after 23rd August 2000
was clearly barred under Section 25 (1) of the Act. ‘Therelore the
impugned orders of the Controller rejecting the pre-granl oppositions

i

{iled by the petitioners are valid and do not call {or inter{erence.

68. Notwithstanding the above conclusion, this Courl also holds that the
filing of pre;grant opposition by Dr. Gupte and Dr. Rindani subsequent
to 23" August 2006 was, apart from being not nmintainablc in faw, also
an abuse of .the‘processi of law. This Court is nol convinced ol the
bonafides of either of the Petitioners. There has not been any clfective
denial of the fact that both Petitioners were assoi;ia.,tc;:d with SDE, i somce
capacity or the oth’é*. Itis i11.1poss,ible to compréhend that either of these
S .

10450 of 2009 & 1020 of 2010
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Petitioners was unaware of the fact that the filing ol the pre-grant
opposition -by SDL or of the fact that it has been taken up for
consideration by the Controller of Patents or of the fact that (he ordet on

such pre-grant opposition were pending.
i

«] v
69. Even according to these Petitioners, the communily ol (hose
\

interested in the clev.elopment of the test kits is a small one and every step
ta’kel.l b.y eacﬁ c01}1p.et.itor would be known (o the_: other. 'l‘his' itsell belies
the fact that éither Dr. Gupte or Dr. Rindani was-unaware ol the pre-
grant 0ppc§sitions already filed by SDL in relation” o Lhe patent
' applicatigllls of J. Mitra & Company. Given the long hislory of litigation

)

between the parties, it creates further doubts on the bonalides ol these

two Petilioners.

70. Tor all of the above reasons, this Court finds absolutlely no nlm.'it in
the four Writ Petition (C) Nos.3516, 3517, 5422 and 5423 of 2007 in the
{irst set and they are dismissed with costs of Rs.20,000/- caclh which will

"be paid by each of the Petitioners to J. Mitra & Co. within a_period of

four weeks.

v

Conclusmns Second set of pétitions

71. In the second set of petmons by Zephyr, the patem in lavour of Lalit
Mahajan was granted and sealed on 16" Oclober 2008 wbcrcas:_ the pre-
grant opposition was filed in one case on'28" Novémber 2008 and in two
other cases on. 12™ December 2008. There can bc? no manner ol doubt .

that the f{iling of such pre-grant opposition was subsequent to the grant of
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patent and was ban‘éd under Section 25(1) of the Act. There s

absolutely, therefore, no error in the orders passed by the Counlroller
- PN . 1

rejecting the pre-grant oppositions.

72. The three Writ Petition (C) Nos. 10399, 10400 and 10450 of 2009 are
dismissed with costs of Rs. 20,000/- each Whl.C.h will be paid by the
Petitionér Zephyr to Respondent No.1 Lalit Mahajan within [our weeks

from today.

Conclusions in Writ Petition (C) No. 1020 of 2010

73. ;[11 v.iew of what has been held abové, the co.nnnl,mication dated 28"
Mai‘ch'2008 written by the Controller to the Peliti.oner cannol.be held (o
be the date of gr_a.1'1't of the patent. It was merely a conununicalion slating
that the. app]icati(.)nl has been found m order for grant. 1 is not an order

to glam patent. Therefore, when the pre-grant opposlllon was [(iled by

| Cipla Ltd on 26" June 2008 there was no glanl of patent by that datc and,

therefore, such application was mantainable in terms of Section 25(1) of

the Act. Although there is an observation by the Controller that after 30™

‘May 2008 there was no legal impediment in the Controller passing an

order for grant of patent because on that date there was no pre-grant

opposition, the .fact remains that on file no such order was passcd. |

‘cannot, therefore, be said that the filing of the pre-grant opposition on

[}

26" June 2008 by Cipla was ti_nié barred.

74. There is.yet another ground for not entertaining the plca of the
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Petitioner. The challenge is to an order refusing the grant of patent which

is relatable to Section 15 of the Act. This 1s appealable before the [PAB
under Section 117A of the Act as has been held by this Court in UCB

Farchim Sa v. Cipla Ltd. 167 (201 0) DLT 459.

75. Tor the aforementioned reasons, the writ petition is dismissed with

cosls of Rs.20,000/- which will be paid by the Petitioner to Respondent

Cipla Ltd. within four weeks.

Directions fo'the Controller of Patents
76. The Controller of Patents will, within- a period of two weeks from
today issue necessary practice directions/instructions to all officers and -

concerned authorities in terms of this judgment and particularly in lerms

of what has been held by this Court in paras 55 to 58 thereof. Such

_practice directions/ instructions will also be placed simultaneously on the

website of the Controller of Patents. They will be prospeclive in the

~

sense they will not result in the reopening of orders granting palent Lhai .

have altained finality.

77. A certified copy of this order will be delivered to the Controller of

)

Patents by a special messenger forthwith for compliance.
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