IN THE HIGH COURT OF DELHI AT NEW DELHI

Reserved on: 29™ April and 3" June, 2010
Decision on: 15" July, 2010

W.P. (C) No. 5422 of 2007

DR. GIRISHJ.RINDANT ... Petitioner
Through: Mr. Pravin Anand and Mr. J. Sagar with
Mr. Sagar Chandra, Advocates.

versus

UNION OF INDIA & ORS. ... Respondents
Through: Mr. Ruchir Mishra with
Mr. Rahul Jain, Advocates for R-1 to R-4.
Ms. Pratibha M. Singh, Advocate for R-5.

CORAM: JUSTICE S. MURALIDHAR

ORDER
' 15.07.2010

In terms of the common judgment rendered today in Writ Petition (Civil)
3516/2007 titled “Dr. (Miss) Snehlata C. Gupte v. Union of India & Ors”
along with eight connected writ petitions, this writ petition is dismissed with
costs of Rs. 20,000/- which will be paid by the Petitioner to Respondent No. 5

J. Mitra & Co. within a period of four weeks.

A copy of the judgment passed in W.P. (C) No. 3516 of 2007 be placed

forthwith on the file.

S. MURALIDHAR, J
JULY 15,2010
dn

Signatur;}&lo Verified

Digitally Sigried By:AJIULY A

Certify that the digitg@file and

physical file hav compared and
thedigital datai er the physical - .
file and no page iSThissing.
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IN THE HIGH COURT OF DELHI AT NEW DELK

Resel ved on: 29"‘ April and 3" Junc. 2010
Decision oun:- 15" July, '2010

‘W.P. (C) No. 3516 of 2007

DR. (Miss) SNEHLATA C. GUPTE ... Petitioner
Through: Mr. Pravin Anand and Mr. J. Sagar

with Mr. Sagar Chandra, Advocates.

Versus

'UNION OF INDIA & ORS. ... Respondents
Through: Mr. Ruchir Mishra witi

Mr. Rahul Jain, Advocates for R-1 to R-4.
Ms. Pratibha M. Singh, Advocate for R-5.

W.P. (C) No. 3517 of 2007

DR. (Miss) SNEHLATA C.GUPTE ... v'cmiom,r
Through: Mr. Pravin Anand and Mr. ). Sagar

with Mr. CBag'u Chandra, /\dvocdlm
v'érsus

UNION OFINDIA & ORS. ... Respondents
Through: Mr. Ruchir Miéhra with

Mr. Kahul Jain, Advocates for R-1 (o R
Ms. Pratibhia M. Singh, Advocate for R-5.

]

W.P. (C) NO. 5422 of 2007

DR. GRISIIJ RINDANI .. Petitioner
Through: Mr. Pravin Anand and Mr. 1. Sagar

with Mr. Sagar Chandra, Advocates.

VEIsus

UNTON OF INDJA & ORS. © ... Respondents
Through: Mr. Ruchir Mishra with
Mr. Rahul Jain, Advocates for R-1 to R-4.
IMs. Pratibha M. Singh, Advocate for R-5.

W.P. (C) No. 5423 o{ 2007

DR. (Miss) SNEHLATA C. GUPTE- S Uetitioner
Through: Mr. Pravin Anand and Mr. ! Sagar
with Mr. Sagar Chandra, Advocales.

w.r. {C) Nos. 3516, 3517,5422, 542" uf2007& 16399, 10400 & 10450 of 2009 & 1020 of 2010
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Versus

UNION OF INDIA & ORS. .. Respondents
Through: Mr. Ruchir Mishra with -
o Mr. Rahul Jain, Advocates for R-1 (o R-.
S Ms. Pratibha M. Singh, Advocate for R-5.

‘W;JP’. (C) No. 10399 of 2009

ZEPHYR BIOM]ZDICALS ..... Petitioner

. Through: Mr. Sanjeev Kumar Tiwari,
Advocate. ,
" versus
LALIT MAHAJAN & ANR. : C Respondonts

Through: Mr. Maninder Singh, Senior
Advocate with

Ms. Saya Chaudhary and "

M. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with

Mr. Jatan Singh, CGSC for R-2.

W.P. (C) No. 10400 of 2009

ZEPHYR BIOMEDICALS L Potitioner
. Through: Mr. Sanjeev Kumar Tiwart,
Advocale
VCI'SUS
LALIT MAHAJAN & ANR o Respondents

Through: Ms. Saya Chaudhaly and
Mr. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with
Mr. Jatan Singh, CGSC for R-2.

W.P. (C) No. 10450 of 2009 -

, 7£‘PHYR BIOMEDICALS [ Fetitioner
Through: Mr. Sanjeev Kumar Tiwart,
Advocate. -
. versus
LALIT MAHAJAN & ANR. ... Respondents

Through: Mr. Maninder Singh, Senior
Advocate with Ms. Saya Chaudhary and Mr.

J/V-P-(C} [\{OS.» 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 Of2009 & 1b20 of 2017
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Jaspreet Singh, Advocate [or R-1.
Mr. A.S. Ghiandhiok, ASG with Mr. Jatan
Singh, Advocate for R-2. '

AND

... W.P. (CyNo. 1020 of 2010

TIBOTEC PHARMACEUTICALS Petitioncr
Through: Mr. Rajiv Nayyar and Mr. Sudhir
* Nandrajog, Senior Advocates with Mr. Pragyan
~Pradip Sharma and Mr. Rupesh Gupta,
Advocates.

VEIsus

THE ASSISTANT CONTROLLER OF PATENTS, ,
DESIGNS & TRADE MARKS & ORS. ... Respondents
Through: Mr. A.X. Bhardwaj with
Ms. Jagrati Singh; Advocates for R-1 & R-2.
Mr. S. Majumdar with ‘
Mr. Saurabh Banerjee, Advocate for R=3.

&

. : <
1. Whether reporters of ](\)%p‘c’lper may be allowed
to see the judgment?

CORAM: JU STICE S. MURALIDHAR

-
-

2. To be referred to the 1‘ep01"ter or not? /"
: ' : /
3. Whether the judgment should be referred in the digest? ‘

JUDGM]ENT

1. The ls‘hort. but interesting .question of law common (o all these
petitions: When can a patent be éaid to be granted under the Patents Act,
1970 (‘Act’)?A The questién arises .i.1.1 the context of the dismissal of pre-
grant oppositions by the Controller of Patents .(‘Countroller’) ou the

ground that they were time-barred under Section 21 of the Act.

2. The factual background in each set of petitions is necessary to be st

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 8 10399, 10400 & 10450 of 2009 & 1020 pf 2010
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out in order to appreciate how the question arises for determination i

each of them.

Writ Petition (C) Nos. 3516, 3517, 5422 and 5423 of 2007 (I" Set of '

Petitions) |
3. J. Mitra & Company Resl‘)on'dent No.5 in W.P: (C) No. .3.‘3 16 of 2007
fil.ed. two 15éte11t Application Nos. 590/Del/2000 and 593/[)_'61/2()()0 in the
‘Office of the Conﬁroller on’ 14" Jun..e 2000. The patenl specifications
. mvolved in the two a.pplicatibns were published the\o[‘ﬁéinl gazette on
20" November-2004 in terms of Section 11A of the Act. At that stage,
: Sectiqn 25 of the Act had:not been amended. Under Section 25 ol the
pre-amended -Act., an opposition to the grant of imteni had (0 be filed
within four. months from that day i.e.: the _cla.te of advertisement
(publicatipn) ‘wl‘]ich periocl could be extended by one month upon the

Controller being satisfied by the reasons given for such delay.

4. Span Diagnostics Ltd. (*SDL’) filed a pre-grant opposition which
. came to be rejected by the Controller on 23" August 2000.  The
operative portion of the order passed by the Conlroller reads as under:

“In view of the a.bove discussion and in \consic!emlion
of the submissions of both the parties. 1 lléi‘@b)/ order
to grant [Patent No. 194639] on Patent Application No.
'590/Del/2000 with the following condition:

The Applicanfs shall give cross 1:61"61'6110;,(% to the patent
’é})pliC;tiOl] ‘no.  593/Del/2000 on page 2 of (he
c-oniplete speciﬁcation and submit - the
amended/retyped peige(s) within a week [rom U.IC:dLU ¢

of these order. The Oppostlion ou Pal:ent_ Applicaiton

W.P.(C) Nos, 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 vf 2010
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No. 590/Del/2000 (194639) is disposed of in above

terms. No order to cost.”

5 Tn terms of Section 43 of the Act, where the application for a patent
.. has been found to be in order for grant of patent and if the applicalimf
has either not been refused by the Controller or has’not been found in

contravention of the Act, the patent shall be granted as expeditiously as

possible “‘with. the seal of the patent'ofﬁce and the date on which the
patént 1s granted -shall be ente;ed i the Register”: Under Section 43(2),
upon the grant of patent, the Controllér “ShE‘lH pu_b]ish the fact that lhp
patent has been gltan-ted and thereubon the appli calipn,‘spccjl’ic.alion and
other documents related thereto shall be oplen f'gr public spection””.
Under ]Eiule 55(5) of the Patents Rules 2003 (‘Ru!es’), the Controller will
examine the statement and evidence filed by the applicant ((or the grant
~of pa.tel.lt) and may 'either refuse to grant the-p_ate'nl or require the
complete specification to be amended to' his satisfaction beforc the paient
ié granted. Under Rule 55 (65, the Céntroller shall, alter considering the
representation (i.e. the pre-grant OppOSiﬁO.ll,. if any) and subnugsions
made during the hearing if so requested, “proceed further simultancously
' cither réjegting the representation and.granting the patent or-accepling
the 1'ep1‘e§011tati011 and refusing the grant of patent on thal npﬁlicgiion,

ordinarily within one month from . the completion of the above

proceedings”.

6. Tt is the case of the Respondent No.5 J. Mitra & Co. that when on 23"

August 2006 the Controller lejecled the pre-grant opposition filed by .

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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'
SDL and in fact in the order-used the words “‘I‘hereby order. (o pranl
patent...”, this ‘was simultaneous w.ith the 1'ej.ecti0n‘ of the pre-grant
opposition in terms of Rule 55(6) of the Rules and, thére{bre, 23" August

2006 was the date on which the patent was granted (o ) Mitia &

Company. . .

7. On the very .ﬁext day, te. 24" August 2006 Dr.'Slzéhlaln Gupte, the
Petitioner in W.P. (C) No. 3516 of 2007, filed a ]‘)re‘-gra nl‘ opposILION Vis-
a-vis Patent No. 1.94639 filed by I. Mitra & Co. /—\..ccordin g o Dr. Guple,
in terms of the amendments-introduced in Sectioﬁ 25(1) of the Act by
way of the I?atents (Anwndnwnt) Act, 2005 with effect ﬁ'gm & January
2005, the time period for filing a pre-grant oppgsition.slood px(encléd Ll
the grant of the 15at611t. A'cco.rding' to the Petitioner, the paleril was not
.grélnted till such tume -;it was not sealed and entered in the Register in

terms of Section 43(1) of the Act. It s stated that as on the datc of the

filing of the pre-grant opposition by Dr. Gupte, 1.e. 24™ August 2000, the

paternt in favour of J. Mitra & Cornpany had not been grantced sinee i had

. not yet been sealed and entered in the Register.

8. On 5" September 2006, Dr. Girish Rindani, the Petitioner in Wril
' Petition (C) No. 5422 of 2007 filed a pre-grant opposition vis-a-vis (he

pdtent application of J.Mitra & Co..

9. It is not-in dispute that the Patent No. 194638 granted to 1. Mitra &
Company was entered in the Register on 22" Seplember 2000. Patent

W.P.(C) Nos. 3516, 3517,5423, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 vf 7010
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No. 194639 gr,av;tec'l to it was entered in the Regisler on 27" Seplember
2006. .Certified.copies of the relevant entries it the Register have been
placed on record. I1.1 terms/' of Section 43(2).' of .the Act, the said (wo
petitioﬁs of J. Mitl‘:;t & Company were pullalished...in the Journal ol the
Patent Office dated 17" Novewber 2006.

10. On‘ 16" October 2006, the pre-grant opposition of Doth Petitioners
were rejected by the Controller on the ground of nmintajnabili y. ‘Vhis
was done, however, without affdrdigg' the two Petitioners an opportuntly
of beilA]g heard.’ 'O;l. 31 ..Qctqber 2006, both Petitioners »\:mlc to the
Controller seeking a he_al‘ing. béf‘pre. rejection of the pro-gran
.opp.ositions. On 23" January 2007, the Controllef granted the Petitioners

a hearing. Thereafter on 30" April 2007 and 3" May 2007, wrillen
g I )

statements were filed and submissions were advanced bv .both the

)

Petitioners before the Controller. \

11. Writ Peﬁtion (C) Nos. 3516 and 3517 of 2007 we‘rc {'Hcdi by 1.
Sueiﬂata Gupte challgnging the order da.ted 16" October 2006 with
reférencé _tc; the Patent No. 19463§ and ].94-638‘ respectively. On 22"
May 2007, the Controller passed fresh orders rejécting the pre-grant
opiaositions of the Petitionérs on the ground that the oppositions wcre
time-barred. Both Petitioners 1.e. Dr. Rindani allld' Dr. Quplc challenged
'l'h('} said order dated 22" May 2007 by filing Writ Pet;tio,n (C) Nos. 5422

and 5423 of 2007 respectively.

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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12. The above petitions have been resisted by Respondent No. 5 1. Milra.

& Co. #t is contended that the order of the Controller was consistent wilh

the correct position in law. According to Respondent No.5, the (iling of

the two pre-grant oppositions by Dr. Gupte and Dr. Rindani was also an

abuse of the process of law. It is alleged by J. Mitra & Co. (hat 51

Which- is in the business of sale and purchase of various pharmaccuticals
pl'oducts? _is é h?.bitual mfringer aud' 1s deliberately and consciously
'Qio}aﬁng various iil.tellectual.prqperties of T. Mitra & Co. SDI. 15 e;llcgcd
to be continuing fo iﬁfringe the rights of Respon_de_:ut.No.S with impuntly.
I.t is contended that each and eyery product in respect of which J. Milra
& Co has applied for and{c)r has been granted a.patent is cither being

\

opposed or infringed by SDL.

13. Patent No. 194368 is for an mvention titled “A Device for (he

detection of antibodies of Hepatitis C virus in human serum and plasma™.

Patent No. 194639 is for an.invention titled “A device’ for he detection

of Hepatitis C virus”. After the grant of the aforementioned patents in ils

favour, J. Mitra & Co. filed Civil Suit (OS) No. 22020 .0f 2006 in this

Court agamst ‘Kesar Mendicaments (M) and SDL  for patent -

infringement. By a judgment dated 22" February 2008, this Court
granted an injunction restraining KM and SDL from manulacturing,

selling, offering for sale their HCV Signal or any other product which

.was in infringement of J. Mitra & Co’s Patent 1.\10'.‘ 194638, 1 s stated

that in the said suit SDL has filed a counter claim for revocation of tlic
patent.

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010 '
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Submissions of Counsel in the I°.Set of petitions [ W.P. (C) No. 3516 of

2007 etc.]

14." Appearing for J. Mitra & Co., Ms.Pratibha Singh, leamed counsel,
submitted that both D1 Sileh}ata Gupte and Dr. Rindani are connected (0
SDL. Dr. Gupté is stated té be running the Surat Rak(‘aclau Kendra, the
‘Chairman  of which is Mr. Pradeep K. Desai who is the
,Cllail"lnall/l\'/{ahagiilg Director of SDL. It 1s étaled that Dr. Gupte was
aware of SDL’s opposition to J. Mitra & Co’s 'pa.,tel;ts. Ms. Singh pomted
out that upon the said pre-grant opposition l‘)ei_ng rejiected on 23" Augusl
2006 the patent had to proceed for 'registration.. I~low;3ver, to couti m]c the
serial oppositions, first Dr.Gupte filed a pre-grant opposition on the very

next day i.e. 24" Atgust 2006. Dr. Rindani, who js also stated 1o be

connected to SDL, filed a separate pre-grant opposition on 5 " Septeimber |

3

2006. It is submitted that the filing of serial oppositions by persons

connected to SDL after its pre-grant opposition had been rejected was
llla.ldfide and if such 2i.13ﬁ11’cafions'were permitted l‘Q.be enlertui néd, therc
. would be no end to the filing of such pre-grant op'p:osilions particularly
since after the amendment to Section 25(‘1) in 2005, a |)rc~’grzml
opposition can be filed by “any person’. It is ;;ubmiftecl that il the stand
of the Petitioners 1s .adcepted, it would defeat the objective of the Acl
which 1s to grant a patent ralthe'r t11a1i refusing it.

15. Ms .. Singh pointed out th;.;t in the rejoinder to its counter alfidavit, the
PeFitionersdo not deny that Dr. Gupte is connecte& to SDL. l 1s only
stated that such averments are misleading “and that they havé no bearing
‘on the present case”. Itis furth(ar pownted out that the' petitioners contend

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
' . puge 2 of 40



in the rejoinder that “it is immaterial for the purposes of the prosent wril
(o

" petition whether a person who files a pre-grant opposilion is rocorde

or not recorded who is interested in the concerned patent being opposed™.

16. Refelung to the decision in K.D. Sharma (2008) 12 SCC 48],
M. Smgh Suomllted thal the Petitioners have by not disclosing { heu
relationship with SDL, not come to the Court with clean hands and,
therefore are disentitled to the reliefs 131‘a.y§d for in the wril pelitions.
Referring ,to the decisions 1in Bhagwanji Vishavji Thakkar v. -
Pravinchandra Jivanblza;i Patadia (1995) 2 G,.LR' 438 and
_,Elztermiﬁﬂwnt Network ‘(Im.diﬂ) Ltd. | v. Super Cassetﬁ hMmstries LAd.
(2008) 13 SCC 5§ it 1s subnntted that a pulposwc construction would
‘ha‘ve.to be adopted and it has to be held that in terms of Rule 55 (0) of
the Rules read with Section 43 (1) of the Act the patent is granted once
an order to that-effect is passed b3'/ the_C(.)nt'ro'ller simultancous with the
;rejec-tibu of the'i;ﬁ‘st set of pre-grant oppositions wh.jch are decided L:>3/ the
Controller. It is submitted ;hat there has (o be an outer time |1|n|l jor
Gling a pre-grant opposition which in any event cannot be l)cyond (he
date of the Controller passing an order on file grqnting the palent. 'The
sealing and e_ntering of tile patent mz the Regislér are mere ministerial acls

L]

which make no difference to the date of the grant of the patent.

17. Ms. Singh refers to an order. dated 2™ March 2009 passed by the
Supreme Court in SLP (Civil) No. 3522 of 2009 (Indian Neqwork For
People with iHI V/Alicl& v. F. Hoffmann-La Roche AG) which arose (rom

W.P.(C} Nus. 3516, 3517 422 5423 of 2007 & 10399, 10400 & 10450 of 2003 & 1020 of 2010
page 10 oy 40



an order dated 30“‘_J’anuary 2009 passed by the Assistant Controller ol

~ Patents. This was lieofd wit}l SLP (Civil) No. 29857 of '2008 [iled agarmst
- the - judgmont dated, 2™ _.De'cember 2008 of the Madras High Court
1'epolffod as Indian Network For People with HIV/Aids v, 17 Hoffmann-
: 'Lé Roche AC JWIPR 2009 (2) 0030. By 'thevsaid judgment the l\/ladms
]-Ilgh Court set aside an order granting Roche a patent wilhout disposing
of the pre—grant oppositions filed by the Indian Network {or People with
HIV/Aids under Section 25(1) of the Act. Thereafter by an order dated
30" Japuary 2009; the Assistant Controller rejected the pre-grant

.opposition. The Supreme Court, without going into the merils of the

contentions that the Petitioners were deprived of an opportunity of

raising before the Controller .numerous contentions on merils, ol?servcd
that they'could be given permission to file an aflidavit and mise all
oomenuol.ls at the stage of post- grant oppositions whmh had alrcady bO(,l‘l
flled and were penchng before the Centroller. On the onnylh of the
above order, it is submitted by learued counsel for J. Mitra & Co. that
SDL itself could file post-grant opposition before tho Controller and,
therefore, no prejudi.ce was caused by the grant’ of patenl to the

Respondent No. 5 by the order dated 23" August'ZOOG. In any evenl,

SDL has also filed a counter-claim in the suit seeking revocation of the

patent.

18. Mr Pravin Anand and Mr. J. Sagar, learned oovnscl for Dr. Guple

and Dr. Rmdam on the other hand, pomted out to the plea raised in (hc

' plaint m C.S. (0S) N0.2020 of 2006 filed by the Respondenl No.5 J..

Cowee (C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of2009 & 1020 onUlO
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Mitra & Co. there is a clear adinission to the effect that the patent had
been granted on 22" September 2006. This was therefore the

| understanding of J. Mitra & Co. itself. -

19. Lear.ned counéel for fhe Pétitioners also atta.clcécl ﬂle bonalides oI'. J.
Mitra & Co. alleging that it Wwas an infrin'ger which had applied for and
obtairied a plethora of patents which were in fact copies of patents and
products a,vailab.le @orldwidc and in India. It is submitted that the two
patents in question relate to a third and fourth genération device for the
detec;tion of HCV antibod‘ies 1 éhe human serum and plasma. Both the
pateﬁts weré imitations of a patent obtained Dby a US c“:ompuny, 15y
Laboratories, in 1991. However, since EY La.bore.i‘tories did not have a
patent in India, proceedings c!ould not be instituted against J. Mitra & Co.

for mnfringement.

20. It is submitted by learned counsel for the petitioners that all claims of

J. Mitra & Co. filed in the United Statqs Patent Office had been rejecied
on the grounds of obviousﬁess and insufficiency. It is pointed out by Mr.
Anand that Respoﬁdent No. 5 had originally'appliea for the patents in
question with 14 claims followed by'reductiou of claims to 7 after which
the patent was published for, opposition with the said 7 cle;'illls. When the
patent Was gl‘an.ted'on 22 Septelllbel‘_2006, it was gramed for 4 claims.
Claim 1 of the 4 claims is stated to be different ﬁbm tihe pu bll.Sl.lC(l Clamm
"1. Even afler acknowledging this to be a mistake in its order dated 23

August 2006, the Patent Office has not publiéhecl the claims for

W.P.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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opposmon It 1s stated that after the order dated- 2? ' August 2000, the
patent ofﬁce was under obllgatlon not to grant the palent wlllnn thice
months of the sfatutory period of appeal so that an aggrieved parly could
file an 'eippeal. It is alleged that the entire p‘roéess‘ o.f grant ol paten( w.as

done in a quick and clandestine manuér so that no one wo uld know about

¢

the same.

21. Tt is submitted b)_} Mr. Anand that the dia.gnos'(ics kit industry s a
very small and closé knit and “eyeryone‘ knows everyone in this ficld™.
Claiming to be 311101}:g the leading scientists in their ficld, the Pefilioners
state that it is not only_l‘hei‘l .duty but also t!;eil‘ l'@gi)OI]sil;ilil y ‘l,o ensulc

that no unscrupulous-trader usurps rights of other parties or-malafidely

stops other parties involved in this field” Tt is subnulled (hat the
1

intevtion of the Petitioners is “not to stall the grant of patents but (o try .

and ensure tliaf no wrongful patents are granted to unscrupulous ll;‘QdCIS
in the interest of the public”: It is submitted that a patent is a complele
131'01‘10po_1‘istic right and should be granted only after ci ve consideration. 1
is for this reason that the législature has built in various saleguards like
pre-grant opposition, postfranf oppositiéu, Tevocallons, C.ounlm:'—c:.la»jln
for revocations and defences of revocation il] a s.uit for infringement. It
i's stated that the words of the statute are clear and t.i‘ll such time the grant
of the patent 1s made icno;rvn by the pub]i;;_ation, in the official gazetlo, i‘[
‘cannot be said to have B'ee.n granted in 1a..w. ‘IL‘ is also poruted uut’ that the
interpretation canvassed by counsel for respondent No.5 was contrary (o

the current pracﬁtiée of the Controller’s office and would lead (0 @ greal

W.F. (C} Nos. 3516, 3517,542Z, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
poge 13 of d0
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24, Lalit Mahajan’s Application No. 1689/Del/2007 was published on'7

deal of avoidable confusion.

Writ Petition (C) Nos. 10399, 10400, and 10450 of 2009 [2"' sef of
 petitions] :

22. The relevant facts are that Lalit Maﬁajan Respondent No.1 in all the
above writ petitions filed three patent applications, for grant of palohls
being Applica.tioh Nos. 1688/Del/2007, 1689/Del/2007 on 8™ Augusi

2007. In Application No. 1688 of 2007, the invention related 10 a device

for analysing the presence of Dengue IgG -antibodies in human serum

‘and plasma.~ Application No.:1689 of 2007 related.to the invention ol a

kit for analysing the presence of dengue IgM antibodies in the human

. serum.or plasma. Lalit Mahajan also filed two other applications being

74/Del/2005 and 75/Del/2005 on 12" January 2005 in relation (o a Pan

Malaria Stix and a Tetra Malaria Stix respectively for testing ol nalaria.

23 Lalit Mahajan’s Application No. 1688/Del/’2007..wz>13 published in the

Jouinal on 31% August 2007.- The patent was granted and was also sealed

on 16% October 2008. A pre-grant opposition was filed by the petitioner
Zephyr Biomedicals (*Zephyr’) on 12™ December 2008. The pre-grant
opposition was rejected on 4™ March 2009.-This order was challenged by

Zephyr in Writ Petition (C) No. 10399 of 2009.

September 2007. The patent was granted‘ and sealed on 16" Oclober
2008. The pre-grant opposition was filed by Zephyr on 2" December
2008. It was rejected on 4" March 2009. This order was challenged by

W.B.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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'Zephyr in Writ Petition (C) No. 10400 of 2009.

:25.. Lalit Maﬁajan’s Alaplicatio;]s‘N'(). 74/Del/2005 énd 75/Del/2005 were
published on 2 Jl'llle' 2606. The patent‘was granted and sealad on I()""
October 2008. The pre-grant opposition was filed b}/ Zephyr on 280
November 2008. Tt was rejected by the Conltroller on [6™ March 2009.
This order was challenged by Zephyr by filing \‘Ni'it' Petition (€) No.

10450 of 2009.

Szdb);rzissiolz;sf in the 2""’ Se;f of petitions (by Zeph yr). | .

. 26. T'h.e arguments advqnoed by Mr. Sanjeev Kumar Tiwart, Iczu‘ne‘d
~ counsel appearing for Zephyr agamét the orders of the Controller
rejecting its pre-grant appl‘ication on the ground of limitalion werc more
or less similar to the arguments advanced by counsel appearing for Dr.
.'Snehl.ata Gupte and Dr. Girisl.l Rindani in relation to the pateils granted

(o J. Mitra & Co.

27. In resisting tlie petitions, it was submitted by Mr. Ma,uindel" Singh,
learned Senior counsel appearing for Lalit Ma.hajan' that aller the
Amendment to the Act in 2005, the time pc;riod for filing a |)re-g’mnl.
opposition may have .been removed but a reasonable interpretation has (o
be given to the amended Section.2«5 keeping in view the conlexl. -He
places emphasis on the words “unless the context otherwisc requires”
Qcéum‘ing 1 the opéning portion of Seétiqn 2 (1) of the Act and submits
that the locus to challenge a patent that has been granted gets restuicted fo

W.P.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
page 15 of 40



a person interested. He Sllblill"ttéd that consl:dering that the grant of a
patent is a recognition. qf the creative work of the inventer, and has fo
pass a fairly rigorous examination procedure l‘h(‘@u gh sevoral stages
which by its very ﬁé.ture is tune consuming, a reasonable period as
oppos;ed t0 an indefinite open-ended period has to be given for the filing

of a pre-grant opposition, which 1s by any person.

78. Mr, Maninder Singh pointeci out that the scheme of the Act and (he
Rules indicated that the several acts ]_eading to the grant of (he patent
certificate were fo be performed within specific time periods. Refeiring
to Rule 74 (2) of the Rules he submyited that a pal‘éﬂ certificale 1s lL) be
ordinarily issued within seven days from the date of grant of pnhlenl‘ under
,'Sectioh 43 -Under Rule 24, the period for which an aivp]i(;a(ion for patent

shall not ordinarily be open to public under Section 11A(l) shall be 18

months from the date of filing of application or the date of priorily of

application, whichever is earlier. In terms of Rulé 24-B (1)(i) a request

for examination under Section 11B of the Act is made withir 48 months

from the date of priority of the application or from the date of filing of

. the applicaﬁon whichezver is' earlier. Under Rule 24-B(2) (i’),' (he period
within which the Controller shall refer the a.pplica‘('ion and specilication
and other documents to | the Examiner where' such requesi - fof
' examinaﬁon has bveen made shall ordinarily be within one montl from
the date of its publication wor within one mouth from (he date of
examunation, whichever is later. Under Rule 24 _—P; (2)(1' 1), the Examiner

4

should ordinarily submit the 1eport within one month but not exceeding
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three months from the date of reference and thereaﬂer the Confrolicr
should, in'accé)rdance with Rul(; _24—B (2)(111), di‘spbse ol the report
within one month .of i‘ts' receipt. Under Rule 24-B (3), the st
exémination report-is sent to the api)licant within six n;omh.s from the
date of Tequest for examination or publication whichever is later and
under Rule 24-B (4), the time for putting an application in ordet (‘(‘)l: granl
under Sectioﬁ 2.1 shall be twelve months from the date on which the first
statement of objection is issued lo the applicant to comply with (he
requirements. It is‘.submitted ﬂlp.f given the specified line limits
prescribed at the stage‘.of scrut'in'y of the app]icatiods for grani ol patent
and given the fact that the grant of a patent relales, back (o the date on

which the application is filed, the patentee actually loses much of this

period for working the patent. Given the fact that an application for -

grant of patent can get.published only after a. pel‘ioa‘of 18 months and
that ‘;he Controller cannot take up the application for exammation [or a
period of six months after itsvpublication, it 1s necéss’ary lo read a
reasonable time ]11111t for ﬁlmg a pre- gl ant opposltlou Rclucm; s ma;ic
to tlie decisions in- Surjit Singh Kalra v. Umon of India (1991) 2 .SCC
87 and Directomte of Enforcement v. Deepak Malmyfau AIR 1994 8SC

1775, -,

Writ Pem'ion (C) No. 1020 of 2010

29. The petluonel Tibot.ec. Pharmaceut.icals (‘Tibolec’) fled it
~ application for graﬁt of patent on 11" June 2004 for.an invention llr tled
‘Combination of Cytochome Paso Dependent P'rol'e':a.se lnhibitors™. The

W.P.(C} Nos.' 3516, 3517,5422, 5422 of 2.(_)07 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
: page 17 of 40

Y5~



first exammauon ;epmt was issued on .14‘h March 2007. The application
.Wclo pubhshed on 30" Novembel 2007 1n terms’ oI SGL[IOH HIA of the -
Act. After considering the response of the Petitioner in 1'eply (o (he first
e;(alilina.tion'1‘epoft, the Controller issued a letter (0 the Petiti ooer on 28
March 2008 to the following effect:

“Your above Application for ‘pa.ten.t bas been found
in order for grant. However, the Pateot Certificate
will be issued, oply e,fter processing of the
Application under Section 11(a) [sic 114/ and
completion of the statutory limit and disposal of
pre-grant opposition, if any, undel.' Section 25()) o["

the Act.”

30. The peﬁtioner’s case is that on 30" May 2008, the mandatory period
of six months in terms of Rule 55(1—A)' of the- Rules and the three
conditions in the aforementioned letter stood satisfied. According (o the

Petitioner, the patent was deemed (o have been granted [rom such dafc.

31. On 26" Jl'llle 2008, Cipla 'Ltd‘ filed ‘a. pre-grant represcnfation/
opposnmn This. was notified to the Pet1t10ne1 hom the Delhi Office of
‘the Contlollel The Petitioner, by its letter dated 21 Oe(nbm 2008,
pointed out to the Controller that the pre—grant Opposilion wus. tinic-
barred. The Petitioner al.so filed an interloeulory‘ petition dated o™
November 2008 praying for 1ssuance of a pate.nt certilicale in its favour
and for 1eJect111g the opposnlon filed by Clpla Hd Therealler the
'P.et1t10oer also ﬁled an affidavit of evidence on 7" Tanucu y 2009 oll one

Professor Da.v"i"d John, Back.
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| 32. The Petitioner and Cipla Ltd. Were heard by the Assistant C‘onlmllcr
of Patents on 9" Tapuary 2009 and written sqbnn'.ssions were {tled by
them on 27" March 2009..‘ By an order c.lated 30" March 2009, the
| Assistant Controllel". allowed the pre-grant opposition and re[‘psed to the
Petitioner the grant of the patent on the ground of lack of invcnli.\'/e step.
The Controller’s ordef dated 301 'March 2009 has been challei]ged by
Tibotec in this petition. Amiong the grounds mised in this petition is that
the pre-grant opposition filed after 30™ May 2008 was not main@_ui nable.

!
Submissions of Counsel in Tibotec ’s petition
33. Mr, Rajiv Nayyar, Jearned Senior counsel appearing for the Pelitioner
Ti.botéc submitted that there was a distinction between the “issiance’ ol

patent certificate under Rule 74 and the ‘grant’ of patent [or the purposes

of Section 43. He also referred to the impugned order passcd by the

Assistant Controller where it was observed that “[I?ero was  no
..impediment’ on 30" May 2008 (o the issuance.of the patent cpr(i['icale and
that the Patent Of‘fice'. should have done so within seven days of 30" May
2008 as the é‘ppli'ca‘tion wa;% published on 30" November 2007 aud six
months period was over on 301 May 20087 It wa§ further observed in
_the impugned order that the grant of patent by the Controllcr and the
subsequent issuance of letters of pateht‘have [aken.more. time vthun It
could hax;e taken ordinarily but that did not pljeclu..de the filin g ofa pl'rc.—
gl‘qnt opposition. [t is. accordingly ‘_submitted th.at for all nractical
purposes the -effective date of grant of the patent should be 30" May

2008 or the very next déy thereafter.
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34, M‘.jMajumdar, Jearned counsel appearing for Cipla Lid. submitied.

that at the stage of filing of the application and its examination in inilial '

-phase by the Countroller, there was no third party. The Controller acts as
a fact finding authority. Section 3, of the Act sets out the prounds for
refusal. If the patent is refused, the order is relatable to Scction 15 of the

Act. The Controller could ask for an amendment to be made even at that

stage. The intimation that the patent is in order is not by itsell a grant of-

patent. This 1s an ;)rder ;'elata.blé to Section 15 of tile Act. Accodi . g Lo
him, the stage of Section 43 for grant of patent 1s reached only aller
'c.'ompletion of the: processes envisaged by Secti011.15 of the Act. Under
SectioﬁAS, the date of patent is a:h‘ea.dy a fi>;ed date si-nce under Section
—45 (1) “every pé.tent shall be dated as of the date on which the épplicu(i on
for patent was 'filed”. It 1s this 'date that is entered in thé Register. Tle
pointed out that under RL;le 80 to keep a pz'Ltent in force, the rencwal lees

specified in the First Schedule shall be payable at the expiration of the

second year from the date of the patent and the period for payment of

renewal fees may be extended upto six months. So the datc of palent
becomes critical for the payment of renewal fees. Where an applicari
has not paid renewal fges, it means that be is aware that he has not been

granted a patent.

35. Mr. Majmhden:' pojhfed ouat that Under Rule 122, the Controller cay
correct clerical errors. Likewise, under Section 146 the Controller can
call {er inform.atio.n regarding the .c.ommercial working ol the palent
within two months from the date of such potice, Notvvithsla‘m.ling (his,

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010 .
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‘L_llldel’ Section 146(2) every l'mtent holder has to furnish stalemenls in
such manner and 'f01'1'11 and m not Jess than six mpnlhs as may be
presoﬂbed as to the extent to which the }Sa.tented wvention has been
worked 01.1 a commercial scale in India. If no such reports arc filed, then
it is’ plain that no paten‘t has been granted. The working of the patent
arises only where it is granted. Mr. Majumdar ]jbinted out that under
Rule 130 an application for review of the Controller’s order has to be

made within one month from the date of communication of the decision

to the applicant.

36. It is submitted by Mr. Majumdar that 1n the instant case (here was no
presumption of grant of patent only on the basis of the letter dated 28"
-March 2008 as it was only an informal intimation to the-Petitioner which

was in fact not required to be made in law. It is only as a long standing

practice that the Controller has been issuing such communications bul

there 1s no guarantee that patent would be granted only on account of

such communication. Secondly, without the completion of the procedure

envisaged under Section 25( 1) and Section 11A, there can be no grant of

a patent. Itds submitted that for the purposes of the Act “lhe date of

E grant of the patent is the date on which the Respondent authorilics pass
the order of grant. It is ohly after such an order is passéd, that a patent i
treated as granted no mattﬁ'e‘r when the c_:ertiﬁqate of grant 15 issucd or
when the grant 'is‘récorded or.notiﬁed:” It is accordingly submitied that
as on the date of th‘é filing of pre-grant opposition, o graat Jf patent had
taken place és enivisaged by the Act. |
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“37. The writ petition is also resisted on the ground oflaches. It is slaled

that the Petitioner chose to challenge the order dated 30" March 2009

only on 22“ Janualy 2010. Rehanoe 1s placed on the |udgmcnl of the

Supl eme Coult m State of M.P. v. Nandlal Jaiswal (1 98¢6) 4 5CC 560.

When can a patent be said to be granied?
. .

38. The common question that arises in all these petitions is when can it

1

be said that a patent has been granted? Section 2 (1), ol the Act opens '

with the words “unless the context otherwise requires”. This has to be

read with Section 2 (1) (m) which defines a “patent” as “a palent [or any

invention granted under this Act”. The date of grant of patent is critical’

. for determining 1"1]6 time within which a pre-graut opposition has to be
Fied in terms of Section 25(1) of thé Act. After the amendment o the
. Act and in particular to Section 25 (1) with effect hom [** January 2005,
a si gl'lificant. Change has been brought in this regard. Prioc o s

amendment, under. Sect1011 25(1) the pre-grant oppoqmon had (o be filed

within four months from ihe date of advertisc;meut of the acceptance of

the complete specification.” This advertisement in‘the official gazeltc of

the acceplance of complete specification was under Section 23 of the

Act, prior to its amendment. A further maximuin period of one month
could be allowed by the Controller for making the pre-grant opposition.
Such pre-grant opposition could be made only by a “person interested®.

. ﬁ . . \
39. The significant change brought about by the amendment to Scelion
25 1n 2005 1s that the pre-grant ‘representation’ (or opposition) apainst
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the grant 0:f pé‘tent can.be 111aae by “aﬁy person”. ‘The publication ol the
complete ‘specificatfon now ﬁakes place under Section [TA ol-the /\L,l
Under Rule 24 of th@ Patent Rules 2003 ti]_e publication happens nol
ear].iér than 18 months from the datel of filing 5f the appﬁca[ion or the

date of priority of the application, whichever is earlier.

40. Th_er.e are épeéiﬁc‘ time limits for the steps" to be taken for the
acceptance of the complete specification for publication by the
Controller. This 1s followed by a 1'equest‘made' by the applicant for
examina.tion n terms of Section 11-B of the Act. This is followed by the

examination of the application under Section 12 of the Act which has (o

take place within the specified time limit as prescribed in Rule 24-13 of

the Rules. Without going into the speciﬂc details of this tume period, for
the purposes of the p.resent petitions it is sufficient to nole thal where it is
mtended that there s’houldvbe a 'épeciﬁc time limit within which a step has
to be taken either by the applicant for the grant of palenl or by the
Controller then such tume limit 1s clearly indicated in the Act and (he

Rules.

" 41. There is another provision which is relevant in this context. Under

Rule 55(1-A), no patent shall be granted before the expiry of a period of

six months from the date of .publication of the application under Secl io_;]
1 lhA. As a. l‘eSLIit,‘ gt"'.least for a 'p,erioci of 2 yeérsﬁﬂer [i !ing of the
application for glﬁﬂt of pétent, no .pa.t'ent can be graﬂpleid.. It 15 during this
peri‘od that the steps for examination of the p'a.tem in'terms ol Section 12
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and thereafter the consideration by the Controller of (he report of the

Examiner under Section 14 followed by ameundments, il any, arc all

expected to be filed.

42. The fact of the acceptance of the complete specilication, as indicaled

-by the applicant for grant of a patent, having been accepted for

publication is evident from the advertisement of such specification in the

Patents Jowrnal in terms of Section 11A of the Act. Therefore, any

person who is seeking to object to the grant of the patent is expected (o

g+

.u.ud.ertaken. It is during this time also that the pre-grant opposition 1s -

keep the'track of publication of such complete specification. T'his Court ~

has been informed that publication also takes place on the websilc, in

addition to being published in the Journal.

43. There is a further time restriction. Under Rule 24, the pcriod for

whiclh an application for patent “shall not ordinarily be open to public

under sub-section (1) of Section 1 1-A shall be 18 months from thé dafe

of filing of the application or the date of the priority of the application, -

whichever 1s earlier.” In effect, therefore, it will. not be possible for a
person seeking to object to the grant of a patent to make ‘representation’

earlier than a period of 18 months after the date of the filing ol such

~ application. In any event since in terms of Rule 55(1-A) no patent can be

granted before the expiry of a period of six months from the datc of

publication and the Controller is ekpected to publish the application

- within one month from the date of expiry of the said period, therc 1s at
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least a period of six months thereafter for the opposer (o file (he

representation.

44, Given the above scheme, the amendment in 2005 to Section 25 of the
Act was apparently made with a view to extending the time period within

which an cpposition to the grant of patent had (o be made. Under the

pre-aniended Section 25, the persons intérested in opposing the grant of

patent had.to necessarily file such opposition within four months, a
period extendable only by one month, whereas under the amended

Section 25 that period is clearly extended at least up to six months.

45. Given the practical aspect of the matter, no pdtem is usually granted

immediately on thé expiry of six months from the date of publication of

the application. It is usually a much longer period. The amendment

Section 25 clearly, therefore, enlarges the time for ﬁ]i’,ug of a pre-grant

¢

opposition.

46. The thrust of the Act is that the mere grant of patent does nol ensure
its validity. This is plain from Section 13(4) of the Act. Liven (he gran
of a pateit does not ensure that there will be no further challen g,e.' Under

" Section 25 (2) of the Act, against the grant of a pateut and the rejection

of a pre-grant opposition, a post-grant opposition can be filed by any

person . interested before the Intellectual Property Appellate oard

(IPAB). An application for revocation can be filed beflore the IPAR by

any person interested under Section 64 of the Act. If the patont holder
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files a suit for infringement the Defendant in such a suit can by way of a
counter claim challenge the validity of grant of j)a.telwt (Section 107 read
with Section 64 of the Act).

47. The scheme of the Patents Act, therefore, is such that there are

several hurdles to cross before the grant of a patent can be said (o be

final: There are two other provisions that require to be noticed. Under

Section 53, térm of every patent “shall be 20 years from: t"he date ol {iling
of the application for the'patent”. Under Section 45 “every patent shall
be dated as of the date on which the applica.tion'for patent was filed™.
Sillqe this date cannot 1‘Jossibly be changed, a patent holder may éxlcl up
not Being able to work the paten’t .during the !’jl]le.\fv[1'el] it remains
challenged, or. its grant 1s stag/ed or when the patent holder 1s not
-'c,on'fident to éx‘ploit it commercially 1:1'11 all the challenges o ils validity
éfe overcome. Sincé there 1s already-a loss of time'.fox" the patent holder
.i11 the above processes, the time period envisaged by Section '25.( 1) ol the
Act for filin-g of a pre-grant opposition c;’mnot p'os;sibly he tiberally
construed, notwithstandin g that there is 1o specilic time  perioad
mentioned therem. The outer lLimit is the date on which the pafent is

granted.

48. A careful 100k at Section 43 of the Act shows that'i n the lrst place an
application for patent has tc be found “to be in order for grant”. "T'his
includes the period dul-'ing which complete specific'ation 15 aceepted for
publication 'in terms of Section 1'lA‘ followed by the exanunaiion ol the
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‘patent which takes place witliin thevtime—frame set. oul. in Rule 24-13 of
the Rules. ‘A refusal at that stage will be governed by Section [5 of the
Act. If the patent is hot refused at that s:ta ge and 10 pre—gl"anl opposition
has beén filed, the patent proceeds for re éistra.tion. |
p .

49. Where any pre-grant | opbosition is filed in the (orm .ol’ a
1'ep1‘és€'11tatidn under Section 25(1) of the Act,. then it has (o be cxamined

. followm-gA the procedure outlined n Rule 55 (lj. The .reprcscnlulic)n
should include a St.atement of evidence and a request for hearmng. U nde;'
Rule 5.5 (2), the Controller 1s to Co.n’sider such 1'epresehtation “iny when
a 1'éq11est for examination of an application has beén filed”. A m.)lic.e (s
_ gi\;ell to the applicant “for 'érant of pﬁ.te11t” where the Controller forms an
Qpinion, upoﬁ considering the pre-grant opposit‘j on, that .U'lC pa[c-\:}n should”
be refused or amended. This happens under Rule 5.5 (3). The applicant

- for granf of pqtent then responds to the notice by filing his statcment of
e.viden:ce und'er Rule 55(4) within three months from the date of the
: .llO"[I'CG. Under Rule 55 ‘(5.), the Contfoiler may, on consideration of (he
statement and evidence filed by the applicant, eiﬂner refusc to grant a
patent or require the complete specification to Ibe‘amended before the

patent 1s granted.

50. Then we have Rule 55 (6) which is relied upon exlcosively by the
learned counsel for the parties and which reads as under:

“55(6) After considering the representation and
submission made during the hearing if so requested,

the Controller shall proceed further simaultaneously

W.P.(C) Nos. 3516, 3517,5422, 5423 0f20(?7& 10399, 10400 & 10450 of 2009 & 1020 of 2010
p(.xge 27 of 40



$e

either rejectin g' the representation and grantivg the
patent or accepting the representation and refusing
the grant of patent ou that application, ordivaril ,_y.
within one month from the completion of above

proceedings.”

5 1. It is plaig, therefore, .that once the 1§i'e—g1'a11t opposition.is decided, the
Controller simultaneously pl'éceeds to either 1'ejept such l'G[?l'CSCll(a(i()ll
| and grant the patent or accept the 1'61_)1'esentation_eu;td refuse (he patent.
The language of R.ule 55 (6) leaves no manner of doubt that. these (wo
_actions i.e. the co.ilsideration of the i'eljl'ese11tatio;1 and the final decision

on the application for grant,of patent take place simultaneously.

52 It 1s possibie that there are more than one representations by way of
pre—.;grant Qppésition. Ideally, the Controller will bunch them togelher,
hear them sequentially and express a final opinion on cac‘h of th;r.m as lar
as practicable, on the same date. It is like a court hearing a batch of
petitions seeking similar relief. It is possible that even afler the hearing
on one bunch of pre—grémt oppositions has concluded aﬂd 61‘(!61' has been
reserved thereon, another pre~grant‘opposition or a set of oppositions IS
filed prior to the pronouncement by the Controller 01’.[‘i]e decision on the
first set of pre-grant oppositions. ‘Thén the scheme of the Act requires (he
Controller to deal with éuoh subsequently filed pre—grént oppositions as .
well. However, once a final decision 1s pronoun'ced on the pre-grant
oppositions, thé Controller shoul'd,l consistent with the requitement of

Rule 55 (6) simu'taneously pronounce the decision on the applicalion for
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grant of pa,tenf The Controller should clearly state, 'simultzmeomly, (hat

the application is found in order and that the patent is being granted. .

53. Reverting to Seétion 43 (1), the language }1sed is that “a patent shall
be granted as expeditiously as pdssible.” Th.erefore.the patent has (0,be
granteci once it is found that either the application has not been refused in
terms of Section 25(-1) read with Rule 55 (6) or it-has not becp [ound in.
coﬁtravention of any provision of the Act. In other words, it (his: stage
tl'lel Controller is not e)'(pected to delay the pronoﬁncemen( of the final
decision. ~The thrust of Sectién 43 (1) and Rule 55 (6) s that of
expeditious decision makiﬁg by the Controller. Section 43 (1)_mdicales
that the “patent shall be granted.... with the seal of the palent officc and
the date on wﬁich the patent 1s granted shall be eutéred in the Register™. .
When read continuously, the.language of Section 43 (1) does apbénr (o
indicate that it is the decision taken by the Controller on file whic:h is (he .
d‘etenniﬁing event for ascertaining ‘the date of grant oI patent.” The
Sea.ling‘ of the patent and' the entering of the pa'te‘nt i the Register
c;.bviously follows the act of the Controller passiug an order (o the effect
that the patent has been granted. In other words, the sealing of the patcni
| anc'l the entering of the patent in the Register ai‘é, given the languagg of
Section 43 (1) of th.e‘Act, intended to be ministerial acts evidencing (he

grant of patent, which is at a stage anterior to those ministerial acls.

54. Section 43 (2) talks of the publishing by the Controller of “the facl
that the patent has been granted”. The Janguage of Section*d3 (2) is plain.
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The act of pyblication clearly follows the grant.of patent. Per force the

grant of patent is anterior to the publication and has to neccssarily be at a

. point earlier to the publication. It is, therefore, not possible 1o agree’

with the submissions made on beh-alf of the pre—gi'ant opposers in he
) present batch of gases that the patent cannot-l;e said to-have been granl.cd
il this fact‘ is published in the official gazete. Givenl that  the
' interpretation of the provision has t'o be conl‘extua'l; this Court holds That
the date of grant of patent is.the date on which the C.ontroller passes al
order to that effect 0‘11 £h§: file. This .Court now proceeds to deal with the
\ apprehended practical problems that the ofﬁée of the Conqullcr]xwy [ace
on z'lccount of the mterpretation placed by this Courl on Section ;l Jolthe

Act.

Previous announcement ¢f the date of pronouncement of orders

55. Tt was submitted that an order does not become effective till sugli

time it is communicated or made known, because it then gives valuable

rights to both thé holder of the pateht as well as any. person miercsted in
opposihg the grant of patent. While it is correct that the knoWIedgo ofian
" order granting a patent 1s important from the pount of vietv of buth the

" applicant for grant of patent and the opposer, it is unlikely that (he

applicant is not present, either in person or through-a representative, on.

the date on which an order is 1Ja§s;ed by the Controller or the /-\ssisl.ﬁnl
Controller gra-ntiug the paient. In oﬂer to ob.vjate any difficu l‘(_y on this
score, this Court would’ l‘iike to impress upon the Controller and the
Assistant Controlleis to list cases for prono'unceqlent' of orders and make

/
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that fact known by publishing a “cause list” of such cascs ungi,er ithe
heading “for prbnc%unce‘inent of ;)rders” the previous evening hoth on the
»vebsiﬁe as well the 1iot1’ce Board of the Ofﬁc‘e of the Conlroller, just as it
: happené in the Co.ui'ts“. Therefore both the applicant for grant of patent as
well as the pre-grant opposer would be aware of the. date on which the
orders are to be proilounced. Since it will be at least lhc‘p,révinus :
evening on which the list is available on the website s;llcl also placed on
I

the notice board o‘f the Office of the Controller, there will be suflicient

notice to such parties.

Deali’ng with Keview Peltitions
56. If an approach similar to that followed by couts in hearin g cases and
passing orders thereon is adopted, much of the problems faced Ly the

Controller can be resolved. For instance, once a final order is pronounced

1

o a. petition by the Court, then no further applications whether for
wtervention, impleadment, opposition or any other relief is cuterlaincd -

§ o
by such court. The only exceplion is the filing of a review applicalion by

la imrty to the cﬁse. Likewise, once a final order grzuﬂing patent is passcd,
by -the Controller bh the file, there 1s no question ol therealter

" entertaining a pre—gant opposition as it is barred under Seclion 25 (l’)
| "with no discretion gi\;en to the Controller. If a review petition is liled
- uader Section 77 (1) () r.ead with Rule 130, 1t will Be by those who are

parties to the order of the Controller or the Assistant Controtler the

yeview ox which is sought. [f such review petition is entertainicd, and tho

“order is recalled then as it happens with judicial orders by courls, (he

'
-

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10299, 10400 & 10450 of 2009 & 1020 of 2010
’ page 31 of 40 .



€0~

clock is put back to the stage where the original order was passed and all
" legal consequences would flow. This by no means alters the [act that the

date of the grént of patent is the date on which the Controller or Assistant

Controller passes an order on file granting the patent.

Wordmg; of the ﬁn'al order g}"alztilzg patent

57. There 1s one other asp.ect"vvh;',ch requires to be adverled to, which 1s
the wording of the or,c‘_ler granting patent. The Controller should pass the
‘final order’ sayimng that “the patent 1s hereBy granted” only aller all-
‘amendlinents have been cﬁrried out to the satisfa.ction of the Controller by
the "applicant. The Controller will, therefore, | not cli§;)<Jse. of (he
application” or pass a final 01'der.till such time thé Applicant has not
carried out the amendments to the satisfaction of the Controller. 1t will
have to be a tinw—lébund order for that purp‘.ose. A lailure to carry oul the
au'lendment to the specéifiéation as directed by the ComroJJej.'. or Assistant
Controller within the time g1‘a11ted might result i.n rejection of the patent

cy .
which contingency is covered under S. 15 of the Act..

,l”lacilzlg'r the digitally signed orders on the nét

58. In order to minimiée aﬁy unnecessary time-gap between (he si @ing

‘.by the Controller or Assistant Cdn.t.ro_ller. of the [inal order grahling.
‘.pa.tent' gmsl the ‘publishing’ of such order, it is diredted that every [inal

order gré.nting the patent passed by the. Controller or the Assistant,
Controller, as the case may Dbe, should be digitally signed by the

Contfoller 61‘ tl}e' Assistant Controller. and pléced on the web;%ild ol the
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Controller on the very same day without any unnecessary dclay. The
procedure in this regard be streamlined for being followed uniformly by
all the officers and necessary instructions/practice. directions should be

1ssued by the Controller.

Rights of post—gmn;f opposetﬁ protected

59. The rigﬁts of .such. Qf those post-grant oi;posg:rs who are persons
‘interested’ ére ‘sufficiently ﬁl'otected under Section 25(2).  Siuce the
period of limitation for filing é po.st—grant‘opposition is one month “ffom
t1:16 }date of publication of grant of a patent”, the ‘]egislature has, therefore,
already taken care of the interests of the post-grant opposers and made
the period of limitation run 'o‘nly fi‘mﬁ the date of publicalion of the L!,ll'élll[
of pafent which is expectéc_l to take place 1 terms of Section 4% (2) of the

i

Act.

60. It must be understood that prior to the amendment in Section 25
tile y?:ar 2005, even a 131‘e—g1‘a11t opposftion couid_be filed only by any
pei‘éoyl ‘interested’. 'Ij: 1s only after the amendment .in 2005 that any
l‘aerson.can now file the pre-grant opposition. The Act, therefore, makes
a distinction between an oppéser a£ the stage of pre-grant opposition,
- who could be ‘any’ person, and.the opposer at the post-grant stage, who
could only be a ‘person iterested’. The legislétive intent 1s that the right
io file a post-grant opposition under Section 25 (25 is restricled t(; any
| person.interested. The fact that the restriot_ién of the time (o [ilc a pre-

grant which results from the interpretation grven by (hus courl may
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impact the two classes of pre-grant opposers differently is consistent with

the above distinction.

61.' While 1'ést1'icfi1ig' the tim;a period for filing a pl"e-gmn t opposi Lf o (o
the time when ;;uch patent is granted .may illpOJ]\/@;liellc;z “any person”
who wishes to file a pre—‘grant (.)].JpOSl'tiOH,'l't 1s certainly not goi.ng (o
i'n'cpnvéﬂience a “person intereéted’? Even if such ‘wlcrested” person
muisses the bus at th.e pre—.gr'ant stag.e, the right of sL:ch person (o oppose
at .*lhe post-grant stage is preserved under Séctioﬁ- 25 (2) ol the Act
- Therefore, ﬁ1e mterpretation placed by this C%)urt cerlainly cannot
151'6j11c]ice a person-interested in oppo;in g the grant of paten(. As regards

.

any person, other .than a person interested, the legislative intenl appcats
to restrict the scope of such pers.()n conlined to the etage of pre-grant. 1
\%/0111(1 be necessary, therefore, for such person (who may uol be an
‘interested’ p_el‘son) to be .vigﬂan.t and to watch out for the date of
'advél“cisement of the complete specification and unde‘rsta‘nd that the

limutation for filing a pre-grant opposition begins to run from that date

onwards.

" Need mldlzz’s'cou'mgq Jiling éf serial oppositions,

62, Accepting tléle ;lelnj.SSiOI’lS of pre-grant opposers in the present balch
of cases that till such time the grant of patent is nol eulered in (he
‘Register, anci notwithstanding that' an order has already been pusl&*éd on
file b;y the Controller gr.anting a pateat, they can continue te file the pre-

grant representations in lerms of Section 25 (1) might result o the
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phenomenon of ‘serial vop.pbsitions’, as has happened in (he casc ol the
'applicagttions. “filed .opposing the .patents app]ied' for by l Miltra & |
Company. Within a day gft61: th<.3. Controller rejected the pre-grani
opposition file:;i by SDL, Dr. Gupte filed a pré—grg.nt opposi!ion_' S001 -
thereafter Dr. Rindans filed his pre-grant op.posilion. In other words, if
~this Court were to hoid thap the date of the grant of i)alex1t is only the dale
on Which tiie fac;;um of such grant is eﬁtered in the Register, then (here
would be no end to filing of pre-grant oppositions as long as on accoinl
of some delay. on tilg administrative side the factum of grant ol patent.is
not enfefé:d in the Register. Given the scheme of the Act, and (he num‘hcy
of hurdles an applicaut' for grant of a patent has to overcome, even tl Lhe
application 1s found to be “in order fo.r grant’, 1t 1s nbl' possible (o accept

the i11te;‘p1'etaitio11 put forth by the pre-grant opposers.

63. Then we have one more situation as in the case of Tibolec. The mere
communication by the Controller to the applicant for grant of patent (hat - -
the application has been found in order subject of course to the decision

on pre-grant opposition, 1if any filed, caanot be construed as (he oificial

¢

decision of the Controller granting the patent. There has (o be an ordor
on file passed by the Controiler holding that the patent has been found in
order-and that patent is granted. Until and unless silch an order is passed

on file, it cannot be said that the patent has been ‘grantéd.

64. In adopting the above interpretation of Section 43 and other related
provisions of the Act this Courl has kept in view the following

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450-of 2009 & 1020 of 2010 ,
page 35 of 40



64

‘observations of the Supreme court in Enfertainment Network (India)
. Ltd.. v: Super Cassette Industries Ltd. (2008) 13 SCC 30, in paras 137
and 139, which though made in the context of the Copyright Act may

well apply to the present cases as well:

“137. Ful“cherl»nofe,' the court while mterpreting a
statute Will put 1tself i _the armcha:jr of the
1'ea5011able legislature, all statutes must be presumed
to be reasonable. It 1s now trite law (hat literal
mterpretation should be avoidéd when it leads (o
absurdity... ...
139. .In this case, however, the méaning of the
statute is neither clear nor sensible. It is a statute
~ where a purposive constiuction 1is warré.nted. Itis a
case where sub-section’ (2) should be kept confined
to clause (a) for that purpose. The statute has to be
read down. It is not a case of improper interpolation
so as to take .away a primary purpose of- the
legislative infent. Itis expedient to give effect to the
intent of the statute. This itself says that creases can
be ironed out. While ﬁndertakh?g the said exercise,
the Court’s endeavour would be to give a n}maning (o

iR

the provisions and not render it otiose. ...
65. This court, for the aforementioned reasons, holds that for the

purposes of Section 43 (1) of the Act, the patent is ‘granied’ on the dale

on which the Controller passes a final order to that effect on the file.

Conclusions: First set of pétitions
66. The facts in the first set of petitions have already” been discussed.
the first set of petitions, the order dated 23" August 2006 \pns;s:ccl by the
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Controller, while dismissing the pre-grant opposition that ""'l hereby order
to grant patenf (Patel.lt No. 194638.)’ on baich , /—\ppl-i(:alim'l No.
-593/Del/2000” must be taken to be the cla't.e on \X{hi()h the patent was
. granted. Although, as pointed éut by learncd counsel for the Pelitil(mcr.‘;,
thé said order 1}eﬁl1i1'es the applicant -(J.Mita & Co.) Lo amend the
specification to ].11c.1ud6 a cross relerence, it does nc;t n.]aterial ly a ITect the
fa.ctulln of the grant of patent. The 'f:act that it was entered i the Register
on 22"""Selate;11bq1' 2006 would not make any difference to this position.
‘Further the ‘statement by JMitra & Co. in the plaint in C.5. (O8)No.2020
of 2006 th_a't the patent was granted o 22™ September 2006 would also
not make a difference to the position in Ja.\'a./. The dzﬁé (_)J‘- U‘]C:g,l'élll.l p!’ (he

patent in question to J.Mitra & Co. should be taker as 23" August 2000.

67. Consequently, any pre- g1ant OppOSlUOH filed after 23rd August 2000
was clearly barred under Section 25 (1) of the /\ct Therelore the
impugned orders of the Controller rejecting the pre-grant oppositions

{iled by the petitioners are valid and do not call for interlerence.

68. Notwithstanding the above conclusion, this Coutt also holds that (he
filing of pre-grant opposition by Dr. Gupte and Dr. Rindani subsequent
to 23" August 2006 was, apart from being not maintainable in law, also

an abuse of the process of law. This Court is not convinced ol the

bonafides of either of the Petitioners. There has not been any cllective

denial of the fact that both Petitioners were associaled with SDI in some

capacity or the other. It is impossible to comprehend that cither of these
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Petitioners was unaware of the fact that the filing ol the pre-grant

£eH

opposition -by SDL or of the fact that it "has been (aken up for

consideration by the Controller of Patents or of the fact that the order on

such pre-grant opposition were pending.

.
[

69. Even according. to these Petitioners, the communily ol (hose
interested in the development of the test kits is a small one and every step

taken by each competitor would be known to the other. This itsell belics

the fact that either Dr. Gupte or Dr. Rindani was unaware of the pre-.

grant oppo"siti‘ons already filed by SDL in rclation to (he palenl

~ applications of J. Mitra & Company. Given the long history of litigation
between the parties, it creates further doubls on the bonalides ol these

two Petitioners.

70. For all of the above reasons, this Court finds absolutely no merit in
the four Writ Petition (C) Nos.3516, 3517, 5422 and 5423 of 2007 in the

first set and they.are dismissed with costs of Rs.20,000/- each which will

"be paid by each of the Petitioners to J. Mitra & Co. within a period of

four weeks.

Conclusions: Second set of petitions

71. In the second set of petitions-by Zephyr, the patent in {avour ol Lalit
Mahajan was granted and sealed on 16" October 2008 whercas (he pre-
grant opposition was {iled in one case on 28" Novémber 2008 and in two

other cases on 12" December 2008. There can be no manner ol doubt

that the f{iling of such pre-grant opposition was subsequent to the grant of
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patent and was bared under Section 25(1) of the Act” There is .
~absolutely, therefore, no ervor in the orders passed by the Countroller

rejecting the pre-grant oppositions.

72. The three Writ Petition (C) Nos. 10399, 10400 and 10450 of 2009 are
dismissed with costs of Rs. Z0,000/— each "which will be paid by the
Petitioner Zephyr to Respondent No.1 Lalit Mahajan within four weeks

from today.

.Cancluswns in Writ Petition (C) No. 1020 of 2010

73. In view of what has been held above, the communication dalcd 28"
. March 2008 written by the Controller (o the Pe@iti.onér cannol-be held to
be the date of gr»a.-lzl.t of the patént. It was merely a communication slating
that the application has.been found in order for grant. e (s not an order
to glant patent Theréfore, when the pre-grant opposmon was (iled by
Cipla Ltd on 26lh June 2008 there was no glanl of patent by (hat datc and,
tllel'ef01'e, such applica.tion was mwaintainable i terms of Section 25(1) of
thé Aét. Although,th;ere 18 an obser?ation by the antroller (hat alter 30™
May 2008 theré .'was_ 119-].égal umpediment 1n the.Con.l.roller passing an
brder for gl'allt of patent because on that date there was 10 pre-grant
opposition, the .fact rénlains that ‘011 file no such order was passed.
cannot, therefore, be said that t1-1e filing of the _pr'e.-.grant c')p'poxli tion on

26" June 2008 by Cipla was time barred.

' 74. There is_yet another ground for not entertaining the plea of (he
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- - Petitioner. The challenge is to an order 1'e'fué'mg the grant of patent which
is relatable to Section 15 of the Act. This is appealable before the [IPAB
under Section 117A of the Act as has been held by this Court in Uucs

Farchim Sa v. Cipla Ltd. 167 (2010) DLT 459.

’

75 Jior the aforementioned reasons, the writ petition is dismissed wilh
cosls ol Rs.20,000/— which will be paid by the Petitioner.to Respondent.

Cipla Lid. within four weeks.

Directions to the Controller of Patents’
76. The Controller of Patents will, within a period of'twd weeks from
today 1ssue neéesseuy practice directions/instructions to "all officers and. .
concerned authorities in terms of this Judgment and particularly in terms
ol what has been hleld by this COLut in paras 55 to 58 lhcmol buuh
. practice directions/ instructions will also be placed simultaneously on the
website of the, Controller of Patents. They will be pr,ospecl,Jivc in the
sense they will not result in the reopening of orders grantihg batent thai.
have altained finality.

77. A cerlificd copy of this order will be delivered to the Controller of

[}

Patents by a special messenger forthwith for compliance.
' A

- . | B N
S. MURALIDHAR,J.

JULY. 15,2010 s
“dn '
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