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IN THE HIGH COURT OF DELHI AT NEW DELHI 7/5%

Reserved on: 29" April and 3™ June, 2010
Decision on: 15™ July, 2010

W.P. (C) No. 5423 of 2007

DR. (Miss) SNEHLATA C. GUPTE ... Petitioner
Through: Mr. Pravin Anand and Mr. J. Sagar with
Mr. Sagar Chandra, Advocates.

versus

~ UNION OF INDIA & ORS. ...... Respondents
Through: Mr. Ruchir Mishra with ’
Mr. Rahul Jain, Advocates for R-1 to R-4.
Ms. Pratibha M. Singh, Advocate for R-5.

CORAM: JUSTICE S. MURALIDHAR

ORDER
15.07.2010

In terms of the common judgment rendered today in Writ Petition (Civil)
3516/2007 titled “Dr. (Miss) Snehlata C. Gupte v. Union of India & Ors”
along with eight connecfed writ petitions, this writ petition is dismissed with
* costs of Rs. 20,000/~ which will be paid by the Petitioner to Respondent No. 5

J. Mitra & Co. within a period of four weeks.

A copy of the judgment passed in W.P. (C) No. 3516 of 2007 be placed

forthwith on the file. J&t

S. MURALIDHAR, J
JULY 15,2010
dn

“byer cm (029210 Bor EXfention B WL Py voi-d

Signatur;}&lo Verified
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IN THE HIGH COURT OF DELHI AT NEW DR

Reserved on: 29" April and 3" June. 2010

Decision on:-15™ July, 2010

W.P. (C) No. 3516 of 2007

DR. (MISS) SNEHLATA C. GUPTE =~ . Pelitioner
Through: Mr. Pravin Anand and Mr.J. Sagar

with Mr. Sagar Chandra, Advocales.

Versus

UNION OF INDIA & ORS. ... Respondeinls
Through: Mr. Ruchir ]\/,11shla witly

Mr. Rahul Jain, Advocates for R-1 {o R-1.
Ms. Pratibha M. Singh, Advocate for R-5.

W.P. (C) No. 3517 of 2007

| DR. (Miss) SNEHLATA C.GUPTE ... l’((ilionu

Through: Mr. Pravin Anand and Mr. J. Sagar
with Mr. Sagar Chandra, Advocalca

versus

UNION OF INDIA & ORS. I Respondents
Through: Mr. Ruchir Mighra with
Mr. Rahul Jain, Advocates for R-1 to R~
Ms. Pratiblia M. Singh, Advocate for k-5

W.P. (C) No. 5422 of 2007

DR. GRISHJ RINDANT | . Petitioner
' Through: Mr. Pravin Anand 'md roL Sagac

with Mr. Sagar Chandra, Advocmcs_

Versus

UNTON OF INDJA & ORS. ..... Respondents
Through: Mr. Ruchir Mishra wilh
Mr. Rahul Jain, Advocates {for -1 o R~

IMs. Pratibha M. Singh, Advocate {or R-5.

W.P. (C) No. 5423 of 2007

DR. (Miss) SNEHLATA C. GUPTE ... Petilioner
Through: Mzx. Pravin Anand and Mr. [ Sagar’

with Mr. Sagar Chandra, Advocales.

" W.P{C) Nos. 3516, 3517,5422, 5423 uf2007& 10399, 10400 & 10450 of 2009 8 1020 uf 2010
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vVersus

UNION OF INDIA & ORS. =~ ... Respondents
Through: Mr. Ruchir Mishra with -

- Mr. Rahul Jain, Advocates for R-1 1o R4
A ‘Ms. Pratibha M. Singh, Advocale for R-5.

W-P. (C) No. 10399 of 2009

ZEPHYR BIOMEDICALS ... Petitioner
. Through: Mr. Sanjeev.Kumar Tiwart,
- Advocate. :
'~ versus
LALIT MAHAJAN & ANKR. ... Respondents

Through: Mr. Maminder Smgh Senior
Advocaie with

Ms. Saya Chaudhary and ™

Mir. Jaspreet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with

Mr. Jatag Singh, CGSC [or R-2.

W.P. (C) No. 10400 of 2009

ZEPHYR BIOM]:DICALS ' L Pelitioner
"Through: Mr. Sanjeev Kumal Tiwari,
Advocate.
Versus .
LALIT MAHAJAN & ANR - Respondun 3

Through: Ms. Saya Chaudhzu y and
Mr. Jaspleet Singh, Advocate for R-1.
Mr. A.S. Chandhiok, ASG with

Mr. Jatan Singh, CGSC for R- 2.

W.P. (C) No. 10450 of 2009

ZEPHYR BIOMEDICALS L Feitionor -

Through: Mr. Sanjeev Kumar Tiwart,
Advocate. -
 verstis
LALIT MAHAJAN & ANR. ... Respondents

Through: Mr. Maninder Singh, Senior
Advdcate with Ms. Saya Cha udlnrv and Mr.

W P.{C) Nos. 3516, 3‘17 5422 5423 of2007& 10399, 10400 & 10450 0f2009 & 1020 of 2010
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34

Jaspreet Singh, Advocate for R-1.
M, A.S. Chandhiok, ASG with Mr. Jalan
Singh, Advocate for R-2.

AND

. W.P. (C) No. 1020 of 2010

TIBOTEC PHARMACEUTICALS Petitioner
Through: Mr. Rajiv Nayyar and Mr. Sudhir
Nandrajog, Senior Advocates with Mr. Pragyan
Pradip Sharma and Mr. Rupesh Gupla, '
Advocates. ‘

versus

THE ASSISTANT CONTROLLER OF PATENTS,
DESIGNS & TRADE MARKS & ORS. ... Respondents
Through: Mr. A X. Bhardway with ,
Ms. Jagrati Singh, Advocates for R-1 & R-2.
Mr. S. Majumdar with
Mr. Saurabh Banerjee, Advocate for R=3.

CORAM: JUSTICE S. MURALIDHAR

1: Whether reporters of local paper may be allowed
to see the judgment?

-
.

v

2. To be referred to the 1'epoi'tel' or not? \/ ' ' )
d

. 3. ‘Whether the judgment should be referred in the digest? ‘

JUDGMIENT

. -1 The short but interesting -question of law co.mnu:m. (o all these
petitions: When can a patent be said to be granted under the Pah‘:nls Acl,
1970 {‘Act’)'?_ The questiém arfses in the context of the dismissal of pre-
grant oppositioné by the Controller of Patents .(‘Controller™) on the
g1'01111d that they were tinlefbarred u‘ndel: Section 21 é'f the Act.

§

9. The factual background in each set of petitions is necessary to be sot

W.P.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2016
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out in order to appreciate how the question arises {or determination tn

each of them.

Writ Pétition (C) Nos. 3516, 3517, 5422 and 5423 of 2007 (I Set of

_ Petitions)

3. JI.Mitra & Company R@fmident No.5 in W.P. (C) No. 3516 of 2007
filed two pélt@l\lt Applica‘tic.)n Nos. 599/Del/2000 and 593/Del/2000 in the
Office of the Controller on 14" Jun.e 2000. The patent specifications
involved in the two apphcauons were pubhshed in the official gazelic on

. 20 Novembel 2004 in terms of ‘36011011 1]A of lhe Act. At that s(agc

. Section 25 of the Act hadmot been amended. Under Section 25 of the

pre-amended Act, an oppositicn to the grant of pateni had (o be filed
within four. months from that day ie., the date of adverlisement
* (publication) whicl period could be extended by one month upon the

Controller being satisfied by the reasons given for such delay.

4. Span Diagnosties Ltd. (‘SDL’) filed a pre-grant opposition which
came to be rejected by the Controller on 23" August 2006. The
operative portion of the order passed by the Conlr oll& reads as und(,r:

;‘111 view of the abeve discussion and in cousideration
of the submissions of both the parties. I hereby order
" to grant [Patent No. 19.4639] on Patent Application No.
'590/Del/2000 with the following condition:
The Applicanfs shall give cross 1'eferenc§ to the patent -
a.pplicgtion no. _593/’Del/2'000 on page 2 of the
complete specification and . submit the
amended/retyped bai‘ge(s) within a week [rom (he dalc

of these order. The Opposition on Patent Application

W.P.(C] Nos, 3516, 3517, 5422 5423 of2007& 10399 10400 & 10450 of 2009 & 1020 of 2010
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‘ .
No. 590/Del/2000 (194639) is disposed of in above

terms. No order to cost.”

5. In terms of Section 43 of the Act, where the application for a patent
. has been found to be 1n ordér for grant of patent‘. aﬁd if the :1p|')lioaliim
has either not been' refused by the Controller or has'not been found in
céntr&vention of the Aqt, the patent shall be granted as expedi tously as
possible W1th the seal .of the .palent office and the date on which thé
patent is granted shall be enter ed in the Reglstel | Unclex Section 4. (2')

upon the 01‘ant of patent, the'Controller ‘shall pubhsh the fact that the

patent has been g1a11ted and the1eupon the 'lpph(:dll()n specilication and

. other dodunents telated thereto shall be open [01 public inspection™,
Und.er Rule 55(5) ,Of the Patents Rules 2003 (‘Ruiles’), the Controller will
examine the statem;ant and evidence filed by the applicalﬂ (ikn' the grant
of patel.lt) and may either refuse to grant i‘he'patent or require (he
complete speciﬂcation to. be amended t_o. his salisfapl:ion before the paient

is granted. Under Rule 55 (0), the Controller shall, after considering, the

representation (1.e. the pre-grant opposition, if any) and submigsions

made during the hearing if so requested, “proceed [urther simullaneously

either rejecting the representation and granting the patent or accepling

the representation and refusing the graiit of patent on tbal application,

ordinarily within one month from . the completion of the above

proceedings”. |

6. It is the case of the Respondeﬁt No.5 . Mitra & Co. thal when on 23"

August 2006 the Controller IGJBCted the pre-grant opposition filed by

W.P.(C) Nos. 3516 3517,5422, 5423 of2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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SDL and in fact,in the order-used the words “I hereby order (o pranl
patent...”, this was simultaneous with the rejection of the pre-grant
opposition in terms of Rule 55(6) of the Rules and, therefore, 23" August

2006 was the date on which the patent was granted (o J. Mitra &

Company.

7. On the very next day, 1.e. 24" At.lgust 2006 Dr: Sl}éhlata Gupte, the
Petiﬁoner in W.P. (C) No. 3516 of 2007, filed a pre-grant opposition vis-
a-vis Patent No. 1>94639 filed by J. Mitra & Co. A.ccording (o Dr. Guple,
in terms of the a‘l‘llell('h.ilellts ipﬁ'Odu(:&:d in Section 25(1) of the Act by

way of the Patents (Amendment) Act, 2005 with effect from " January

2005, the time period for filing a pre-grant opposition stood extended Ull .

the ‘grant of the patent. According to the Petitioner, the patent was not
granted till such time it was not sealed and entered in the Repisler i
terms of Section 43(1) of the Act. It is stated that as on the date of the

filing of the pre-grant opposition by Dr. Gupte, 1.e. 24" August 20006, (he

patenit in favour of J. Mitra & Company had not been granted sinee it had

oot yet been sealed and entered in the Register.

8. On 5" September 2006, Dr. Girish Rilldguli, the Pelitioner - Wril
Petjtion (C) No. 5422 of 2007 filed a pre-grant opposition vis-a-vis the

pafgnt zipplication of I Mitra & Co..

9. It is not-in dispute that the Patent No. 194633 granted to J. Mitra &

Company was entered in the Register on 22™ September 2006. Patent

“

W.P.(C) Nos. 3516, 3517,54232, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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No. 194639 grasted to it was entered in the Register on 27" September

2006. Certified copies of the relevant entries i the Register have been

placed on record. In terms of Section 43(2) of the Act, the said tvo

petitions of J. Mitra & Company were published in the Journal ol the

Patent Office dated 17" Novewber 2006.

10. On 16™ October 2006, the pre-grant opposition of both Petitioners
were rejected by the Controller on the ground of maintajnability. This
was done, however, without affording the two Petitioners an opportunity

of being heard. On.-31% October 2006, both Petitioners wrole to the

Controller seeking a hearing before. rejection of the pre-grant

oppositions. On 23" Japuary 2007, the Controller granted the Petitioners

a hearing. Thereafter on 30™ April 2007 and 3 May 2007, writlen
statements were filed and submissions were advanced by .both the

Petitioners before the Controiler.

11. Writ Petition (C) Nos. 3516 and 3517 of 2007 werc filed by br.
Sueblata Gupte cha.llen'ging the order da.te'd 16" October 2006 with
'|'efe;ren.c‘e to the Patent No. 194639 and 194638‘ respectively. On 22"
May 2007, the Controller passed fresh orders rejecting the pre-grant
opibositions of the Petitionél.'s on the ground that the oppositions were
'time—.ban‘ed.‘ Both Petitioners i.e. Dr. Rindani al.l(l'Dl'. Gupte challenged
'the said 01:_der.dated 22" May 2007 by filing Writ Petition (C) Nos. 5422

2

and 5423 of 2007 respectively.

W.P.{C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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12. The above i)etitions have been resisted by Respondent No. 5 1. Milra.

& Co. ¥t is contended that the order of the Controller was consistent with

the correct position in law. According to Respondent No.5, the (iting of

the two pre-grant oppositions by Dr. Gupte and Dr. Rindani was alsp an

abuse of the process of law. Tt is alleged by J. Mitra & Co. that SDI.,

which is in the business of sale and purchase of various pharmaccuticals:

products, 1s .a. habitual infringer apd_ is deliberately and consciously
vio.lat-ing various intellectual'properties of I. Mitra & Co. SDI., is.allcgcd
to be continuiﬁg to iﬁfrinoe the 1'ights of Respondent.No.S with impuntly.
It is contended that eac,h and eyery product in respect of which 1. l\/h(l«‘l

& Co. has applied for and/or has been granted a-patent is either bcmg

'opposed or infringed by SDL. )

13. Patent No. 194368 is for ap invention titled “A Device for the
detection of antibodies of Hepatitis C virus in human serum-and plasma’,

Patent No. 194639 is for an.invention titled “A device for the detection

of Hepatitis C virus”. After the grant of the aforementioned patents in s

favour, J. Mitra & Co. filed Civil Suit (OS) No. 22020 .of 2000 in this

Court against Kesar Mendicaments (KM) and SDL for patent -

infringement. By a judgment dated _22“d February 2008, this Court

granted an injunction restraining KM and SDL {rom manufacturing,

selling, offering for sale their HCV Sigﬁal or any other product which

-was in mfringement of J. Mitra & Co’s Patent _l_\lo.. 1940638, 1t s stated

that in the said suit SDL has filed a counter claim for revocation of the -

patent.

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
puge 8 of 40
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.S'ubl'm:'ssio‘iis of Counsel in the I’ Set of petitions [W.P. ( C) No. 3516 of

© 2007 etc.]

14. Appeari'ng for J. Mitra & Co,, Ms. Pratibha Singh, leamned counsel,
submitted that both Dr. Snehlata Gupte and Dr. Rindani are C()l]lll(.‘.,GlCL'l (o
SDL. Dr. Gilpté is stated td be running the 'Sur'a.t Raktadan Kendra, the
‘Chairman  of which is Mr. Pradeep XK. Desai who is (he
.,Cllai1:111an/l\:/1a'11‘agi.11g Director of SDL. Ilt is stated that Dr. {uple was

aware of SDL’s opposition to J. Mitra & Co’s paten(s. Ms. Singh pointed

" out that'upon the said pre-grant opposition being rejected on 23" Au gust -

2006 the patent had to proceed for registration. However, 10 continue the
serial oppositions, first Dr.Gupte filed a pre-grant opposition 00 he very
next day 1.e. 24" Avgust 2006. Dr. Rindani, who is also slated to be

connected to SDL, filed a separate pre-grant opposition on 5" September

2006. It is submitted that the filing of serial oppositions by persons

:qonnected to SDL after jts pre-grant opposition had been rejecled was
malaﬁ,de and if such alz)p_‘lice.it.ibns'were permitted (o be entertained, there
would be no end to the filing of such pre-grant 0]31)651'1’1'0113 ﬁurlioulnrly
since after the amendment to Sec;,tion 25(1) in .'2005, a pre-grant
‘oppositioﬁ can be filed bsf ‘any person’. It is submitted that if (he stand
of theA Petitioners 1s accepted, 1t 'w_ould defeat the objective ol the Acl

which is to grant a patent rather than refusing it.

. ' § '
15. Ms. Singh pointed out that in the rejoinder to its counter affidavil, the
Petitioners. do not deny that Dr. Gupte is connected to . SDL. It is only

stated that such averments are misleading “and (hat they have no bearing

‘on the present case”. It'is further pointed out that the petitionets contend
W.P.(C] Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
. page 9of 40



in the rejoinder that “it is immaterial for the purposes of the present writ

petition whether a person who files a pre-grant opposition is recorded (0

or not recorded who is interested in the concerned patent being opposed™.

16. Referring to the decision in K.D. Sharma (2008) 12 SCC 481,

Ms.Sinéh 'submitted that ﬂle Petitioniers have, by nof disclosing their
relationship with SDL, not come to the Court/ vyith clean hands z’nyd,
therefore are cliéentitled to the reliefs prayed 'for' in (he wril pelitions.
Referring to  the decisions 11 Bhagwmzji' Vishavji " Thakkar .
Pravinchandra Jivanbhai Patadia (1995) 2 GLR 1438 and
'Ente’rminment Network ’(Indi’u) Lid. | v. Super Cassetie Indusiries Lid.

(2008) 13 SCC 5¢ it is submitted that a purposive comstruction would

have to be adopted and it has to be held that i terms of Rule 55 (0) of

the'Rules read with.Section 43 (1) of the Act the patent is granted once
an order to that effect is passed by the Controller simultancous wilh fie
rejection Qf the'first set of pre-graot oppositions wl.ﬁch are decided by the
Controller. It 1s submitted ;hat there has to be an oulerll.ime it for

filing a pre-grant opposition which in any event cannot be beyond the

date of the Controller passing an order on file granting the patent. The .

sealing and entering of the patent in the Register are mere ministerial acls

which malke no, difference to the date of the grant of the patent.

17. Ms. Singh refers to an order. dated 2™ March 2009 passed by the
Supreme Court i’ SLP (Civil) No. 3522 of 2009 (Indian Nefivork Foi
People with HIV/Aids v. F. Hoffmann-La Roche A G) which arose (rom

W.P.(C) Nus. 3516, 3517,5422, 5422 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
' ' page 10 of 40
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an order dated 30" January 2009 passed by the Assistant Controller of

Patents. This was heard with SLP (Civil) No. 29857 of 2008 1Icc[ agmnxt
~ the Judgment dated 2" December 2008 of the Madras ligh Counl
1ep01“ted as Indzan Network Fm People with I:[I V/Alds v. I, Uoffimann-

La Roche AG MIPR 2009 (2) 0036. By the sa1d judgment the Madras

High Court set aside an order granting Roche a patent wilhout disposing

of the pré—grant oppositions filed by the Indian Network for People with -

HIV/Aids under Section 25(1) of the Act. Thereafter by an order dated
30" January 2009; the Assistant Controller rejected the pre-grant

-opposition. The Supreme Court, without going into the merits of the

contentions that the Petitioners were deprived of an opportunity of

raising before the Controller inunerous Contenti_ou:s' o merils, _ol?scr\./cd
that they couid be given p-erm'ission to file an affidavit and raise all
contentioﬁs at the stage of post—gra nt oppositions wl'liclil‘ had alrcady been
filed and were pendmg before the Controller. On the strenglh of the
" above order, it 1s submltted by learned counsel for I. Mum & Co. thal
SDL itself could file post-grant opposition before ‘t e \,onlroller and,
1"llerefore, no prejudi.oe v_vés caused' by the grant of .patent to “the

Respondent .NO' 5 by the order dated 23" August 2006. In any cvenl,

SDL has also filed a counter-claim in the suit seeking revocation of the

patent.

-

18. Mr. Pravin Anand and Mr. J. Sagar, learned counsel for Dr. Guple

and Dr. Rindani; on the other hand, pointed out to.the plea. raised in (he

* plaint in. C.S. (OS) No.2020 of 2006 filed by the Respondent Ne.5 I

_ W.P.(C) Nos. 3516, 3517 5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
. page 11 of 40
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Mitra & Co. there is a clear admission to the effect that the patent had

been granfed on 22" September 2006. This was therefore the -

‘ understanding of J. Mitra & Co. itself.

lé. Learned“‘couﬁsel for 'the Pétiﬁoners also attacked the bona fides ol J.
l\/Iit'ré.- & Co. alleging thati it was an infringer which had applied l':or and
obl;-ained a plethora of patents which were in fact copies ol patents and
products available \-Norldwide and in India. It is submitted that lhe' (wo
patents in question relate to a third ;nd fourth genération device for the
detection of HCV antibod-ies in the human éeruni and plasma. Both (h\o
patents werel imitations of a patent obtaed by a US éompany, LY
Laboratéries, m 19.91. However, since EY La.borelit(')ries did not have a

4

patent in India, proceedings could not be instituted against J. Mitra & Co.

for infringement.

20. It is submitted by learned counsel for the petitioners (hat all claims of

J. Mitra & Co. filed in the United Statqs Patent Office had been }‘Qjcc:(od
on the groﬁnds of obviousness a11;:1 insx'lfﬁciéncy. It is pointed oul by l\/h
Anand thét Respondent Nq. 5 had originall}‘/ ;lpplied for the patents
queétion with 14 claims followed b:y'reduction of c,laims (o 7 after which
the patent was published for opposition with the said 7 claims. When the

patent was granted on 22 Septe1'nberl2006, it was granted for 4 claims.

Claim 1 of the 4 claims is stated to be différent from the published Claim

"1. Even after acknowledging this to be a mistake in its order dated 23
August 2006, the ‘Patent Office has not publiéhed the clatms for

- W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 onOiO
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opposnmn .It is stated that aftel the ‘order dated 2? " August 20006, the
patent ;)fflce was unde1 obhgahon not to grant the palent \Vl[hln (hice
months of the statutory period of appeal so that an aggrieved party could
file an 'appeal. It is alleged that the entire procesé.of grant of palent w.as
done in a quick and clandeétine inanner so that uo one would know about

4

the same.

21. It is submitted b); Mr. Anand that the diagnostics kit industry is a
very small and close knit and “everyone knows everyone it ‘thjs ficld™.
Claiming to bé among the leadillg scientists in their field, th.e Petitioners
state that “it 1s not 0111y, theur duty but-also their responsibilit _y-.l,u Snsure
that 1?0 unﬁscrupulous trader usurps rights of other parties of malafidely
stops other parties involved in this field.” 1Tt 18 sLnbmiU’cd that the
| i1].te_1]t:i<')11 of the Petitic;nel:s is “not to stall the grant of patents b.l.ll (o try
and eﬁsure thaf no wrongful patents are granted to mlscr.upulous trqders
in the interest of the public”. It is submitted that a patent is a completc

monopolistic right and should be granted only after due consideration, 1t

is for this reason that the legislature has built in various safeguards likc

pre~3_1'an.t opposition, post—graﬁt 0ppositi§n, revocations, éountm"—cln.i m
for.revocations and ‘defences of revocation in a s‘uit'for infringement. I
i‘s stated thaf thé words of the statute are clear ﬁnd till such timg the grant
of the patent is made 1(110;)»'11:1')}/ the publiba.tion in the official gazetio, il
cannot be said to have I.Jee.n granted in law. 1t s also pointed out that the
interpretation ca1_1vésséd by ‘counsel for respondent No.5 was cautrary (o
' the current prac;tigie of the Controller’s office and .would lead to a greatl

W.P.(C) Nos. 3536, 3517,542Z, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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»

deal of avoidable’confusion.

Writ Petition (C) Nos. 10399, 10400 and 10450 of 2009 2"
petitionsf ' .
22. The relevant facts are that Lalit Mahajan Respondent No. T in all the

above writ petitions filed three patent applications for grant of paten(s

being Application Nos. 1688/Del/2007, 1689/Del/2007 on 8" August

2007. In Application No. 1688 of 2007, the invention related fo a device |

for analysing the presence of Dengue I1gG -antibodies in human serum

‘and plasma. Application No. 1689 of 2007 related to the invention ol a

kit for analysing the presence of dengue IgM antibodies in the human

serum.-or plasma. Lalit Mahajan also filed two other applications being

74/Del/2005 and 75/Del/2005 on 12" January 2005 in relation to 2 Pan

Malaria Stix and a Tetra Malaria Stix respectively for testing ol malaina. .

23. Lalit Mahajan’s Apph‘cation No. 1688/Del/2007 was published in the'

Journal on 312 August 2007. The patent was granted and was also sealed

on 16" October 2008. A pre-grant opposition was filed by the petitignor’

Zephyr Biomedicals (‘Zephyr”) on 12" December 2008. The pro—grnnp
opposition was‘rejecte'd on 4" March 2009. This order was challenged by

Zephyr in Writ Petition (C) No. 10399 0£.2009.

24 Lalit Mahajan’s Application No. 1689/Del/2007 was published on, 7"

September 2007. The patent was granted and sealed on 16" October

2008. The pre-grant opposition was filed by Zephyr on 12" December

2008. It was rejected on 4" March 2009. This ordei‘ was challenged by

- W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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'Zephyr in Writ Petition (C) No. 10400 of 2009.

" 25. Lalit Mal'lajan’slApplications VN-o. 74/Del/2'0.05 and 75/Del/2005 were

pubiis;hed on 2“>d Jl}ilé. 2006. The patent was granted and sealed on 16" |
October 2008. The pre-grant opposition was ﬁleci by Zephyr on )_8'“'
1.\Tc‘)vember 2008. It V\"/EIS. I'SjCCt.Gd by the Controller on 16" March 2009,
This order was clia}lllenged' by Zephyr by filing \.T\fi‘it Peti.lion (('35 I\.lo..

10450 of 2009.

Submissions ili the 2" Set of petitions (b y. Zeph yr)' .
. 26. Th.e arguments advanced by Mr. Sanjeev Kumar 'l"i,wzu'i, learned
3 N-couns.el appearing for Zepﬁyr against the orders of the (ontroller
Tejecting its pre-grant appl:ication on the ground of limitation were more
or less similar to the arguments advanced by counsel appeariig l‘(n: Dr.
., Snehl.a.ta’ Gupte and Dr. Girish Rindani in relation to the pa(e'n(s grﬁ.nied

40 J . Mitra & Co.

27. In resisting the petitions, it was submilted by:Mr. sz11inder Singh,
learned Senior éoungel appearing for Lalit Ma.hajan' that alter the,
Amendment to the Act in 2005, the time period for filing a pre-grant
opposition may have been removed but a reasopablé interpretation has to
be given to the amended Section-25 keeping in view the context He
1)l§1ces emphasis on the words “unless the context otherwisc requires”™
océurring in the opening portion of Seétiqn 2 (1) of the Act and submits

that the locus to challenge a patent that has been granted gets restricled (o

P
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a person interested. He submitted that considering that the grant ol a

patent is a recognition. of the creative worlk of the inventer, and has fo

pass a fairly rigorous examination procedure through several stages
which by its very nature is time consuming, a reasonable period as
opposed to an indefinite open-ended period has to be given (or the filing

of a pre-graut opposition, which is by any person.

78. Mr, Maninder Singh p‘ointec.l out that the scheme of the /\C-[ and (.hc
Rules indicatéd,tha.t the se.veraﬂl acts ]ea.ding to Lhe granl of the patent
“certificate were to be perfoi‘med within specific time periods. ‘Re'l’ei‘ri ng,
to Rule 74 (2) of the Rules he §}1b1111tted that a pal‘ént cel‘ti'l’i(:z;le is (o be
-ordinarily issuleq within seven days from the date o.f grant of patent under
',' Section 43.UnderRulé'.2;1, the p.erio_d for which an ,app]iéation for patent

shall not ordinarily be open’ to public under Section 11A(L) shall be 18

months from the date of filing of application or the date of priorily of

appl'ication, whichevef 1s earlier. In terms of Rule 24-B (l)(i) a request

for examination under Section 11B of the Act is made withir: 48 months

from the date of priority of the application or from the date of filing of

. the application whichever is earlier. Under Rule 24-B(2) (i), the period
. S . ’ .

within which the Controller shall refer the application and specification

and other documents to the Examiner where such rcequest for

examination has been made shall ordinarily be within one month from

the date of its publication -or within one mouth from the date of

examination, whichever is later. Under Rule 24-B (2)(it), (he LExaminer

should ordinarily. submit the 1eport within one mounth but not exceeding

W.P.{C) Nos. 3516, 3517,5422, 5423 of 2007 & 103989, 10400 & 10450 ¢f 2009 & 10620 of 2010
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three 111011tihs from the date of reference and théreaﬂer the Controlicr
should, in accordance with Rul(; j2‘4;—B (2)(n), di‘spc.)se ol {h'e reporl
within one month .of' its receipt. Under Rule. 24-B (3), (hc»::l"irsl
examinat.ion' report- is sent to the apialicant within six months [rom the

. . . - . A . . . .
date of request for examination or publication whichever is laler and

under Rule 24-B (4), the time for putting an application in order [or gran(

under Section 21 shall be twelve months. from the date on which the first”

statement of objection is issued to the applicant to comply with the
feﬁuirements. It is‘ submitted that gi\l/en the specified fime linils
prescribed ét the stage.of scn‘lt:iny of the applications for graut of patenl
and given the fact that the grant of a patent rel‘ales, ba‘ck to the dale o1
which the applicatiopf is filed, the patentee actually loses much of this
" period for working the pa.tent. C;‘iven the fact that an zlpplicaliqn for
grant ‘'of patent can get :published only after a period of 18 months and
‘Lhat' I:Ehe Controller cannot take up the application for examination for a
period of six months after its publication, it 1s necéssm‘y (o read 2

‘reasonable time Jimit for filing a pre-grant opposition. Reference 1 made

to the decisions in-Surjit Singh Kalra v. Union of India (1991) 2 SCC

87 and Directorate of Enforcement v. Deepak Mahajan AIR 1994 SC

1775. -

Writ Petition (C) No. 1020 of 2010

29. The petitioner: VTibotec Pharmaceut.icals ("Tibotec’) filed its
enlap]%catio11 for grant’é‘f patent‘ on 11" June 2004 for an invention titled
‘Combination of Cytochome Paso Dependent Prolease Inhibitors™. The

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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. . . . s | ‘i C
first examination report was issued on 14" March 2007. The application

was pﬁbh'shed ori 30" November 2007 in terms of Section 1A ol the -

Act. After considering the response of the Petitioner i reply to the lirst
examination report, the Controller issued a Jetter to the Petitioner on 28"
March 2008 to the following effect:

“Your above Application for patent bas been [ound
i order er grant. However, the Patent Certificate
will be issued only after processing of (he
Application under Section 11(a) [sic 11A4] and
completion of the statutory limit and. disposal of
pre—grant opposition, if any, under Section 25(1) of

the Act.”

30. The petitioner’s case 1s that on 30" May 2008, the mandatory pcridd .

of six months in terms of Rule 55(1-A) of the Rules and the (hree
conditions in the aforementioned letter stood satisfied. According to the

Petitioner, the patent was deemed to have been granted from such dafe.

31 On 26" June 2008 C1p1'1 Ltd ﬁled a plc glanl representation/

opposition. This was notlﬁed to the Petitioner ﬁom the Delhi ()[[uc of

‘the Controller. The Pe?titionq}; by its 1ette.1' dated 21S Oc’lobcr 2008,
pointed out to the C(Sntl'oller that the ‘pre-grant opposilion was (inc-
barred. The Pétitionef also filed an interloculor); petition dated 10"
November 2008 prayig fO%‘ issﬁance’ of a patent.certilicale in its favour
211.1(;1 for '1'ejecti11g the opposition ﬁled by Cipla Ltd. Thereafter the
Petmonel also filed an affidavit of evidence on 7 Japuary 2009 ol one

Professor David John, Back.

W.P.(C) Nos. 3516, 3517,5422, 5423 0f2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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| 32. The Petitioner and Clph Ltd. were heard by the Assistant Lonhollu

of Patems on 9" January 2009 and written SUblﬂlSolOHS were filed Dy

them on 27™ March 2009. By an order dated 30" March 2009, the

~

| Assistant Controller. allowed the pre-grant opposition and relused to'the
Petitioner the graﬁt of the patent on the ground of lack of imventive slep.
* The Controller’s oroler dated 30" .Mar.ch 2009 .has been challenged b)'/
Tibotec it this petition. Among the grounds 1‘oised in this petition is that

the pre-grant opposition filed after 30" May 2008 was not maintainable.

Submissions of Counsel in Tibotec’s petition

33. Mr, Rajiv Nayyar, learned Senior counsel appearing for the el itioner

" Tibotec submitted that there was a distinction between the “igsuance’ of o

patent certificate under Rule 74 and the ‘grant’ of patent for he purposes
of Section-43. He also referred to the impugned -order passcd by the

Ass1stant Controller where 1t was observed that ‘“therc was no

impediment on 30" w May 2008 {o the issuance of (he ])dlCl]l certificate and

that the Patent Offlc should have done so within seven days of 30" May .

2008 as the ayphoahon was pubhshed on 30" November 2007 and s1x
months period was over on 30™ May 20087, It was further obscrved in
the unpugned order that the grant of patent by the Controller and (he
subsequent issuance of letters of patent have laken more. time than il
could have taken ordiﬁarily but that did not preolude the filin g of a pre-

grant opposition. Tt is accordingly submitted {hat for all nraclical

plupose% the -effective dale of glant of the patent qhould be 30™ May -

2008 or the very next day thereafter.

wW.P.(C} I\o: 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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34, MI.“Majumdar, Jearned counsei appearing for Cipla Ltd. submiticd

that at the stage of filing of the application and its examinalion in nitial

phase by the Controller, there Was no third party. The Controller acls as
a fact finding authority. Section 3, of the Act sets out the grounds for
refusal. If the patent is refused, the order is relatable to Section 15 ofthe

Act. The Controller could ask for an amendment to be made cven al that

stage. The intimation that the patent is in order is not by itsell a grant ol

patent. This is an 'O’l'dG'I' relatable _lo Section 15 of the Act. According (o
him, tlie stage of Secfion 43 for grant of patent is reached only aller
'c'ompletion of the processes en’visaged.by Saction'IS of the Act. Under
Sectior,'t..45, the date of patent is already a fixed date si.nce under Section
;l~5 (1) “every pﬁtegt shall be dated as of the date on which the application
for patent was filed”: It is this date that is entered in the Register. e
pointed out the& under Rule 80 to keep a patent in force, the renewal lees

. specified in the First Schedule shall be payable at the expiration of (he

second year from the date of the patent and the period for |§;1)/|11enl of

renewal fees may be extended up to six months. So the dafc of patent
becomes critical for the payment of renewal fees. Where an applicant

has not paid renewal fees, it means that he is aware that he has not been

granted a patent.

35. Mr. Majumflal pomtcd oat that Under Rule 122, the Controller can
_ correct clerical errors, Lll\evwse under Section 146 thc Controller can
call {er infofma.tic;n regarding the .c.onunel'cial working- of the palent
within two months from the date of such notice. i\]ot\Ari thstanding (iis,

w.p. (C) Nos. 3516, 3517,5422, 5423 cf 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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under Section 14:6'(2) every patent holder has‘.to furnish statcments, in
such manner and form and in not less than six mpnl,hs as may be
prescribed as to the extent to which the ﬁattented invention has been
worked on & commercial scale in India. If no such reports are filed, then
it 1s plain that no patent has been granted. The working of the patent
arises 01'11y where it is granted. Mr. Majumdar 156i11ted out that under
VR;ule 130 an application for review of the Controller’s order has 1o be
ma.dé within oe month ﬁ'0111 the date ;)f communication of (he decision

to the applicant.

36. It 1s-submutted by Mr. Majmndar that in the mstant case (here was no
presumption of gra.,n‘t of patent only on the basis of the_let[c-;r dated 28"
March 2008 as it was 6111); an informal intimation, .to the-Petitioner which
was in fact 116t required to be made 1n la'w.. It is o'n.ly as a lon g standing
pliactic'e that the Contro].lér has been 1ssuing such communications bul
tllél'e' 1s no guarantee that patent vs;ould be granted only on account of
such communicatiop. Secondly, w_ithout the completion of the procedure |
envisaged under Section 25(1) and Section 11A, the're can be no grant of
a,patgll;c. It «s subl-n.ittéd that for-the iaurpo_ses of the Act “the date of
grant of the patent is the date on which the Respondent authoritics pass
“the order ;o'f grant. It 1s Qﬁly after such an order 1s passéd, that a l)'dl'el.l( H
treateci as granted no 1nat£el‘ when the certificate of grant is issued or
when the grant -i‘s'recorded. or-notified:” It 1s a.ccquing'ly s.ubmilled (hat
as on the date of thie filing of pre-grant oppositiou, no graat of patent had
taken place és erivisaged by the Act.

. w.r.(C} Nos. 3516, 3517,5422, 5423 of 2007 & 10399,'10400 & 10450 of 2009 & 1020 of 2010
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37. The writ petition is also resisted on the ground oflaches. It is'slated
that the Petitiones: chose to challenge the order dated 30™ March 2009
only on 22" January 2010. Reliance is placed on the judgment ol the

Supreme Court in State of M.P. v. Nandlal Jaiswal (1986) 4 SCC 506.

r

When can a patent be said to be granted?

38. The comumon question that arises in all these petitions is whea can it
‘be —s,aid that a patent has beel'l granted? Section 2 (1) of the Acl dpon§
with the words “unless the context otherwise I'E?C]L.ll. res”. This has (o be
read with S_ectio1'1 2 (1) (m) which deﬁnes-a ‘patent” as a palent /[’01- any-

invention granted under this Act”. The date of grant of patent is critical’

. for determining the time within-which a pre-grant opposition has to be

¥

filed in terms of Se(lztion.ZS('].) of the Act. After the amendmen( to the
. Act aqd in particular to Section 25 (1) wit'h effect from 1% January 2005,
a significant change has been brought in this regard. Prior to ilg -
amendment, under Section 25(1) the .pre—grant opposition had (o be filed
within four months {rom ihe dé.£e of advertisement of the acceptance of
the complete specification.” This advertisement in-the official gazelle of -
{he .aoc.eptance of completé specification was under Section 23 ol.~ the
Act, prior i‘o its amendment. A further maximum 1:)eri0d of onc month
could be alloWed by the Coﬁtroller for making the pre-grant opposition.

Such pre-grant opposition could be made only by a “person inlerested”.

39. The significant change brought about by the amendment (o Seclion

25 m 2005 1s that the pre-grant ‘representation’ (or opposition) agains

1 i . ’
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the grant of pé.tent can.be made by “any person”. -The publication of the

complete speciﬁcatfon now takes place under Section 1TA of the Acl.

Under Rule 24 of the Patent Rules 2003 the publication happens. not

earlier than 18-months from the date of filing of the application or the

date of priority of the application, whichever is earlier.

40. Thére are spec?fio time lumits for the stepé o be taken Tor the
accepténpe of the complete .specification for publicariop by the
Controller. This is followed by a 1'e.qu_est made by the applicant for
.examina.t;ion in terms of ‘Section 11-B of the Act. This is followed by the

examination, of the application under Section 12 of the Act which has (o

take place within the specified time limit as prescribed in Rule 21-13 of

'l'hg‘Rules. Without going into the specific details of this ﬁmc period, [or
the purposes of the p.resent petitions it is sufficient to note thal where il |s
ntended that there shouldAbe a Si)ecific time limit wi'thin which a step has
to be taken either by the ap_plical.lt for the grant of patent or by. the
Controller then such time limit 1s clearly indicated in the Act and the

Rules.

" 41. There is another provision which is relevant in this contexl. Under

Rule 55(1-A), no patent shall be granted before the expiry of a period of

six months from the date of publication of the application under Seclion
11A. As a result, at least for a period of 2 years after [iling ol the

application for grant of patent, no patent can be granted. I 1s during this

. - period that the steps for examination of the patent in terms ol Scection 12
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and thereafter the consideration by the Controller of (he report of the
Examiner under Section 14 followed by amendments, il any, arc all

undertaken. It is during this time also that the pre-grant opposilion 1s

“ expected to be filed.

~

| 4112. The fact of the acceptance of the complete specification, as i ndicated
by the applicant for grant of a patent, having been accepled  for
publication'is év’idenf from the advertisement of su~ch‘ specificalion in the
| Patents .Tournél in terms of Secﬁon 11A of the Act. Therelore, any
person who is seeking to object to the grant of the patent is expected-to
keep the trét_ck of publicati.on of such complete spe.ciﬁcation. I'hs Court
has been informed that public;ation also takes place on the websitc, in
éddition to b¢i11g published in the Journal. |
43, ;Thers is a further time restriction. Under Rulé 24, the period for
which an application for patent “shall not ordinarily be op'en to public
under sub-section (1) of Section I'1-A shall be 18 months from lhé daie
of filing of the application or the date of the priori ty c;'t‘ the application,
: whiche\'/'er 1S earlief.” In effect, therefore, it will. n.ot be possible for, a
person seeking to object to the ‘grant of a patent to make ‘representation’
earlier than a périod of 18 months after the date of the.[‘i!ing ol such
.appl-ication. Tn any event sihce in terms of Rule 55(1-A) no patent can be
granted before the expir'y of a period of six mont]:ls from the date of
publication and the Controller is expected to publish the application

. within one month from the date of expiry of the said period, there is at

W.P.(C} NQS. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 8 1020 of 2010
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least a period of six months thereafter for the opposer fo lile the

representation.

.44. Given the above scheme, the amendment in 2005 to Section 25 of {he

.

Act was apparently made with a view to extending the time period within

which an cpposition to the grant of patent had (o be made. Under the

pre-amended Section 25, the persons interested in opposing the grant of

patent had to necessarily file such opposition within four months, a
period extendable only by one month, whereas under the amended

Section 25 that period is clearly extended at least up to stx months.

45. Given the practical aspect of the maiter, no pdl’ﬁ:nt 1s usually granted

immediately on the éxpiry of six months from the date of publication of

the application. It is usually a much longer period. The amcndinent
Section 25 clearly, therefure, enlarges the time for fliug of a pre-grant

¢

opposition.

46. The thrust of the Act is that the mere grant of patent does not ensurc
its validity. This s plain from Section 13(4) of the Act. Lven the grant

of a pateiit does not ensure that there will bé no further challenge. Undet

Section 25 (2) of the Act, against the grant of a patent and the rejection

of a pre-grant 'opposition, a post-grant opposition can be Tijed by any
person _interested . before the Intellectual Property Appecllaic I3oard

(IPAB). An application for revocation can be filed before the IPAB by

any person interested under Section 64 of the Act. If the patent holder .

W.P.[C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 102({of 2010
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files a suit for infringement the Defendant in such a suit can by way ol a
counter claim challenge the validitv of grant of patent (Section 107 read

with Section 64 of the Act). |

47, The scheme of the Patents Act, therefore, is such that there arc

several hurdles to cross before the grant of a patent can be said {0 be

final. There aré two other provisions that require to be noticed. Under

Section 53, term Qf every patent “shall be 20 years from: the date ol-filing
of the apblication for the'patent”. Under Section 45 “every patent shall
be dated as of the !date on which the application for patent was filed™.
Since this date cannot possibly be changed, a patent holder may end up
ot b.éing' able to work the paten,t durio g the .tji_ne.wh'en it rcmai.ns
chal].engéd, or' its grant is staygd or when thé patent holder 15 not
.con.fident to éx‘ploit it commercial [y' till all the challenges to iAls valicli‘[y
éré overcome. Since there is already-a loss of time. for the patent holder
in the above processes, thé time period en\;isaged by Section 25(1) ol the
" Act for filing of a pre-grant opposition Cﬁ]lllot possibly .I)c Iibera‘flly

construed, notwithstanding that there is no specific (ime period

- mentioned ‘thérein. The outer limit is the date on which the palent is

A

granted.

48. A careful look at Section 43 of the Act shows tﬁafi_n the "(‘irsl‘ place an
application for patent has tc be found “to be in order for grant”. This
| thcludes the p.eri'od during which complete speci:ficnation 1S accepléd for
publication ‘in terms of Section 1 lA\folloWed by. t_he exanunaiion ol the
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patent which takes place within the time-frame set out in Rule 24-13 of

the Rules. A refusal at that stage will be governed by Section 15 of the

Act. If the patent 1s not refused at that stage and no pre-grant opposition

has been filed, the patent proceeds for registration.

49. Where any pre_:—grant. opposition is filed in the .(‘(_)1‘1]1 of a
1'ep1'és'elltat1011 11;1dell Section 25(1) of the Act, then it has to be cxamined
" following the procedure ;)utlined in Rule 55 (). The representation
should inciude a statement of evidence an& a request for hearing. U ndc;‘
Rule 55 (2), the Conu:oller is'to consider such representation “only when
a 1'eq1iest for examination of an application has beéil filed”. A notice 18
given to. the applicant “for ‘grant o%npatent” where the Controller ‘I”o.rms an

opinion, upon considering the pre-grant opposition, that the patent should

be refused or amended. This happens under Rule 55 (3). The applicant

for grantl of patent then responds to the notice by il ng his statement of

evidence under Rule 55(4) within three months from the date of the
notice. Under Rule 55 (5), the Controller may, on cousideration of the
statement and evidence filed by the applicant, either refuse to grant .a

patent or require the complete specification to be amended before (he

patent 1s granted.

50. Then we have Rule 55 (6) which 1s relied up_o.i] Qxi'el1si\fcl)/ by the

Jearned counsel for the parties and which reads as under:

“55(6)- After comsidering the representation and
submission made during the hearing if so requested,
the Controller shall proceed further simultaneously

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
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either rejecting the representation and granting the
patent or accepting the representation aud {e'l’usi ng
the grant of patent on that applic.atjon, ordinarily |
with:‘in one monthi from the completion of above
proceedings.” | |

N

51. Tt is plain, therefore, that once the fre-grant opposition is decided, the
Controller simultanebusly proceeds to either reject such representation
and grant the patent ot accept the representation and refuse the patent.

The language of Rule 55 (6) leaves no manner of doubt (hat (hese (wo

.actions i.e. the consideration of the representation and the final decision

on the application for grant of patent take place simultaneously.

.52. It is possible that there are more than one representations by way ol

pre-grant opposition. Ideally, the Controller will bunch them together,

hear them sequentially and express a:final opinion on cach of them as far

as practicable, on the same date. It is like a court hearing a batch ol

petitions seeking similar relief. It is possible that even after the hearing

on one bunch of pre-grant oppositions has concluded and order has been

S ),

reserved thereon, another pre-grant opposition or a set of oppositions is -

filed prior to the pronouncement by the Controller of the decision on the
first set of pre-grant oppositidns. Then the scheme of the Act requires the
Controller to deal with such subsequently filed pre-grant oppositions as

well. However, once a final decision is pronounced on the pre-granl

oppositious, the Controller should, consistent with the requirement of

Rule 55 (6) simultaneously pronounce the decision on the application for -
. 3 . LT
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grant of patent. The Controller should clearly state, simultancously, (hal

the application. is'found in order and that the patent is being gra nted.

53  Reverting to Seé:tion 43 (1), the language psed is thal “a patent shall
be grantéd as expéditiou_sl‘y‘as pdssible:” Therefm:e'the palent has {o be
granted once it is found that either.the application has not been refused in
terms of Sect.ion 25(1) 1‘eaci with Rule 55 (6) or it-has not been found in
contravention of any provision of the Act. In other words, at this stage
the Controller is not expe.cted to delay thé pronouncement of the final
decision. The thrust of 'Sectio-.n 43" (1) -and Rule 55 (6) is lhat of
'expeditiou‘s decision makin.g by the\Controller. Section 43 (1) indicalgs
that the “patent shall be granted.....with the seal of the pateul o.ﬂ\ice and
the date on which the patent is granted shall be eutered in the Register™.
When read 001'1ti11u'ously, the Janguage of Section 43 (1) does appear {o
indicate that it is the decision taken by the Controller on file which is (he
determiﬁing event for ascertaining ‘the date of gr_anl' of patent.” The
sealing of the patent and the entering of.the palent in' the Register
obviously follows the act of the Controller passing an order (o ihe ek‘f‘ecl
. that the patent has been granted. In other words, the sealing of the patent
| anci the entering of the patent in the Re_gister\are, given the lan guage of
" Section 43 (1) of thé Act, iutendéd to be minisferial acts evidénc_in g the

grant of patent, which is at a stage anterior to those miuisterial acts.

" . 54. Section 43 (2) talks of the publishing by the. Controller of “the fac
that _the; patent Las been granted”. The language of Section 43 (2) ts plam.
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The act of publication clearly follows the grant of patent. Per force !hc

grant of patent is anterior to the publication and has to neccssarily be at a

. point earlier to the publication. It is, therefore, ot possible to agree’

.Wiﬂl the s’ubmiﬁions made on l?ellalf of the pr‘e-gran.tl opposess in the
present batch of 'gasés ﬂlz;t the patent cannot-be said to have been gra.nl"ed
till this fact is- published in the official gazette. QiVCI; that the
interpretation of the provision has t.o be contéxtual; >[his CQLII:[ holds that

the date of grant of patent is the date on which the Controller passes an

order to that effect on the file. This Court now proceeds to deal.with the-

apprehended practical problems that the office of the Controller may lace

on account of the interpretation placed by this Court on Section 43 of the

Act.

Previous announcement of the date of pronouncement of orders

55. It was submitted that an order does not become elfective ull such

time it is communicated or made known, because it then gives valuable

rights to both the holder of the patent as well as any person infercsted in
opposing the grant of patent. While it' is correct that the knowledge of an
order granting a patenf is important from the point of view of both the
.applicant for grant ofv'patent and t'he Opposet, it is unlikely (haf the
appli\'Cant is not present, either in person or through a representalive, on
the date on which an order is pagsed i)y the Controller or the Assistant
Contxtolle_r gl'a.n‘[ill'g' the patent. In order to obvia;e any difficully on this

score, this Court would’like to impress upon the Controller and the

Assistant. Controllefs to list cases for pronouncement of orders and make
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that fact known by publishiné a “cause list” of such cases under the
heading “for pronoiﬁucénent of orders” the previous evgnin g both on the
websiﬁe as well the ﬁotiée Board of the Office of tlj'e Conlroller, just as it
happené in the Co'u.i'ts. Therefore both the applicant for grant of patent as
Weil as the pre;greint opposer would be aware of the. date on which the
orders are to be prohounced. -Sin.ce it will be at least (hcjn‘évious
evenin g on which the list is available on the \;\/ebs,iije and also placed on

the notice board of the Office of the Controller, there will be sulficient

notice to such parties.

Dealing with Review Petilions,

56. If an approach similar to that followed by courts in hearilln g cases and
passing orders thereon is adopted, much, of the problems laced by the
Controller can be resolved. For instance, once a ﬁnql order is pronounced
on a petitiéll by the Court, then 1io further appli'catjons whclher.I‘m'
intervention, impleadment, opposition or any other relief is eulertaincd
bv such court. Th,é only e:‘.xception is the .filing of a review applicn(@x by
‘a imfcy to.the c‘aée..L'ikewise, once a final pl'del' granting patenl 1s passcd
by the Controller on the file, there 1s no question ol thereafter
entertaining a préjg}'aht opposition as it is barred under Section 25 (1)
with no discretion given tdthe Controller. If a review petition is filed
under Section 77 (1) (f) read wiﬁl’ Rule 130, it will be by those who arc
parties to the order of the Coutroller or the Assistaﬁt Controtler the

review of which is sought. [f such review petition is entertaincd, and the

g

" order is, recalled ihen as it happens with judicial orders by courls, the
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clock is put back to the stage where the original order was passed and all
legal consequences would flow. This by no means alters.the fact that the
- date of the grant of patént is the date on which the Controller or’Assistant

" Controller passes an order on file granting the patent.

Wording of the final order granting patent

57. There 1s one other as.pect ‘wh;'ch requires to be adverted Lo, which is .
| the wordmg sf the order g1a1111ng patent. The COllllOUel should pass the
fmal oxde1 sayuig that “the patent 1S he1eby granted” only a[ ter all -
amendmerits ha\{e‘been carried out to the satisfaction of the Lontrollf_:r Dy
the applicant. The Controller will, f:.herefore, | not dispose. of (he
application’ or pass é final ofder till such time ths Applicant has not
carrisd out the amendments to ths satisfaction of the Controller. 1t \\;ill
have to be a tiuw-bbund order for that purpose. A failure to carry oul the
amendment o ﬂ.1s spesifisatio11 as directed by the Coutrbller sr Assistant
Controller within the time grsnted might result in rejection of the patent,

which contingency is covered under S. 15 of the Act..

Plncmg the dzgttal@ szgned orders on the net

.58 In order to minimise any unuecessaly {ime- gap between the signing
by the Controller or Assistant Contro.l]ey of the final order granting
_ pa.tent' ang the ‘publishing’ of such order, it 'is directed that every [inal
Qrder gl‘é.nt'ing the patent passed by the Co.ntrolller or the /\-ssislm.u
Controller, as the case may be, should be digits.lly signed by lllnc
'Co11f1‘0]ler or tl;e' Assistant Controller and placed otl the websilg of the
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Controller on the very s same day without any unnecesscuy delay. The
procedure in this 1ega1d be str eamlmed f01 being followed unifor mly by

all the officers and necessary 1110t111c:uons/plaome directions should be

issued by the Controller.

Rights of post—gmnlt opposers protected

59. The rigﬁts of such Qf those pqst-grént opposers who are persons
.‘intel'-ested’ are sufficiently ﬁl’btegted under, Sec.tio:h 25(2). | Siuce the
period of limitation for filing é post-grant opposition is one month *from
tl.le date of publication of grant of a pat;ent”, the legislature has, therefore, -
already taken care of the interests of the post-grant opposers and made
the peri;)d of limitation run oﬁly fi‘01i1 the date of publfcafti on (;l’ the grei nt
of patent which is expect.e.c..l to take i)la.ce in terms qf Section 43 (2) ol the

Act.

60. It must be understood that prior to the all’lCI]dlll.en[’ in Section 25 1 n
tilé year 2005, even a 131‘e—g1:511t oppo'sit'ion cou'ld'be filed on'll_y' by 2;115;
pei‘son ‘interested’. Tt is iny after the amendment In 20(}5 (hat any
berson can now file the pre-grant opposition. The Act, ﬁmrefbrc, makes
‘a distinction betv,\;een an_opposer at the stage of bre-gram opposition,
. who could be * any pelson and the opposer at the. post—gldnl stage, who
could only be a ‘person interested’. The leg'islativé intepl‘ is that the right
to file a post-grant opposition under Section 25 (2) is 1'estri<.;lecl tc; any
.person mnterested. The fact that the 1‘est1'1icti;)'n of the time Lo‘ file a pre-

grant which results from the interpretation given by Uus court may
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umpact the two classes of pre-grant opposers differently 1s consisient with

the above distinction.

61.- While 1‘éstric;t1:1’:1g the time period for filing a pre—gra'n‘t ﬁ}ppositi on Lo
the time when_such pate:nt is grantgd .may inconvenience “any person”
who wishes to file a pre-grant opposition, it 1s certainly not .goihg )
inconvenience a “pérsou interested”. Even if such ‘-inlcresled’ person
'1111'sse‘s the bus at the pre—gr'ant stage, the right of such person’to oppose
at flle post-grant stage is preserved under Section 25 (i) ul’Alhe Act.
- Therefore, the interpretation placed by this C;)urt certatnly cannot
prejudice a person interested in op130$i11 g the graut 6[’ patent. As regards
any person, other than a ‘persoq interested, thie legislative inlen} appears
to restrict the scope of such person confined to the étage of pre-grant. 1t
would be necessa:ﬁg .th‘erefore,'for such person (who may nol be an
‘i11'tel'esi'éd’ person)' to be vigiiant and to watch 'out for the date of
advertisement of the complete specification and u‘ndc;rsta.nd that the
limtation for filing a pre-grant 0ppositioﬂ begins t.o run {rom that dale

onwards.

Need ton disé:ou’mge Jiling bf serial oppositions

62. Ac':ce'pting the submissions of pre-grant opposers in the present batch
of cases that till such time the grant of patent .is. not colered 1n the
‘Register, and notwithstanding that an order has already beeun passed on
file Ly the Controller gré.nting a patent, ihey can continue te {ile the pre-
grant 1'eprése1.1tations in terms of Section 25 (N mighf resull i the

W.P.(C) Nos. 3516, 3517,5422, 5423 of 2007 & 10399, 10400 & 10450 of 2009 & 1020 of 2010
page 34 0f 40



phenomenon ofé"serial oppositions’, as has happened in the case ol the
applications filed opposing the patents applied for by Milra &
Company. Within a day after the Controller tejected the pre-grant

opposition filed by SDL, Dr-. Gupte filed a pre-grant 0pposilfon. _Soon

&

thereafter Dr. Rindani filed his pre-grant oppesition. In othcer words, il

this Court were to hold that the date of the grant of patent is only the date

- on which the factum of such grant is edtered in the Register, then therc -

would be no end to filing of pre-grant oppositions as long as on account

of sqlﬁe delay on the administrative side the factum of grant of patent is

not entered in the Register. Given the schieme of the Act, and the numbet -

of hurdles an applicant for grant of a patent has to overcome, even tf the
application is found to-be ‘in order for grant’,-it is not possible to accept

" the interpretétion put forth by the pre-grant opposers.

63. Then we have one more situation as in the case of Tibotcc. The mere

communjcation by the Controller to the applicant for graut of palent thut "

the’apphcation hgls been found in order subject of course (o the decision
on pre-grant o’pposition., if any filed, cannot be c;rmslmed as the official
decision of the Controller granting the patent. There has to be an order
on file pass'ed by.the Controiler holding that the pateit has been 'l.'ound mn

order and that patent is granted. - Until and unless such an order is passed

on file, it cannot be said that the patent has been ‘granted.

_64. In adopting the above interpretation of Section 43 and other related

K

_provisions- of the Act this Courl has kept mn view the [ollowing
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. - observations of the Supreme court in Entertainment Network (India)
. 'Ltd.. v. Super Cassette Industries Ltd. (2008) 13 SCC 30, in paras (37

and 139, which though made in the context of the Copyright Act may

well apply to the present cases as well:

“137. Furthermore, the court while interpreting 2
statute will put itself in the armchair of the,
reasonable legislature, all statutes must be presumed
to be reasonable. It is now trite law that literal
mterpretation should be avoided when it-leads (o
absurdity... ... ' |
139. In this case, howéver, the 1néaning of the
statute is neither clear nor sensible. 1t is a statute
. where a purposive constriction is warré nted. It is a
case where sub-section (2) should be k'ept contined
to clause (a) for that purpose. The statute has to be
read down. It 1s not a case of improper wnterpolation
S0 as to take away a prmary pupose of: the
legislative 111te11t It 1s expedmnt to give elfect to the
intent of the statute. This itself says that creases can
be ironed out. While undertaking the said exercisc,
the Court’s endeavour would be to give a meaning (o

20

the provisions and not render it otiose. ...

65. This court, for the aforementioned reasons, .holds thal [or (he
purposes of Section 43 (1) of the Act, the palent is ‘granted’ on Ihe date

on which the'Controller passes a final-order to that effect on (he file.

Conclusions: First set of petitions
66. The facts in the first set of petitions have already been discussed. In
the first set of petitions, the order dated 23" August 2006 passcd by the
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Controller, while dismissing the pre-grant opposition that “I hSrcby, order
to grant patént (Patent No. 194063 8) on batch Application No.
593/Del/2000” must be taken to be the date oﬁ which the palent was
_ granted. Although, as pointed out by ieamecl counsel for the I’Qtiti.()ﬁm:s,
'thé said '01'dler 1'_equi1‘es the applicant (J.Mitra & Co.) lo amend the
specification to i.nélude a cross reference, it does not n'laterial ly axl‘l‘eét‘(he
factum of the- gl;al’lt of patent. Th.efact that it was eﬁtered in the Register
on 22M September 2006 Would not make ény difference to this position.

‘Further the statement by J.Mitra & Co. in the plaint in C.S. (08)N0.2020

of 2006 that the patent was granted on 22" September 2006 would also

not make a difference to the posu;lon in Jaw. 'lhe date of the gr ant of the

patent in question to J.Mitra & Co. should be takeri as 23" ' August ()()()

67. Consequently, any pre- glant opposition filed after 23rd August ’()()O
was clearly barred under Section 25 (1) of the Act. Therelore the
impugned orders of the Controller rejecting the pre-grant oppositious

filed by the petitioners are valid and do not call for interference. -

068. I\Totwithstanéling the aboveconclusion,bthis Court also holds that the
ﬁling of pre-grant opposition by Dr. Gupte al.ld D1 Rinclani subsequent
to 23" Augus.t 2006 was; apart from being not maintainable in law, also
an abuse of -th'e.proce‘ss of law. Thié Court is nol convinced ol the
bonafides of either of the .Petitioners. There has not been any clfective
denlal of the fact that both PelltIODelS were assocmtcd with SDLE th some

- capacity or the othe1 It'is 11npos'31ble to comprehend that cither of these
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Petitioners was unaware- of the fact that the filing of the pre-grant
opposition by SDL or of the fact that it has. been (aken up [or

consideratian by the Controller of Patents or of the fact that the ordet on

such pre-grant opposition were pending.

69. .Eveil according to tllgse Petitioners, the community ol those
interested in the clev’elopment of the test kits is a small one and every step
taken b.y each competitor would be known to the other. This ilsell belics
the fact that either Dr. Gupte or Dr. Rindani was unaware of the pre-
grant oppésitions already filed by SDL in relation to the palent
E applicatio_gs of I. Mitr_a & Company. Given the long history of l.itigation
bet\yeen the parties, it creates further doubts on the bolnaﬁdes of these
two Petitioners.

70. For all of .th'e above reasons, this Court finds .absolutcly no merit m
the four Writ Petition (C) Nos.3516, 3517, 5422 and 5423 of 2007 in the
first set and they are 'dismissgcl vﬁth costs of Rs.20,000/- each which will
" be paid by each Qf thg: Petitioners to J. Mitra & C(&. within a period of

four weeks.

Conclusions: Second set of petitions

71. In the second set of petitions by Zephyr, the patent in favour of Lalit
Mahajan was granted and sealed on 16ih October 2008 wl‘nercas. the pre-
grant opposi'ﬁon was filed in one case on 28" Novémber 2008 and in two
other ‘cases on 12" December 2008. There can be no manncr ol doubt

that the filing of such pre-grant opposition was subsequent to the grant of
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patent and was barred under Section 25(1) of the Act.  'There is

absolutely, therefore, no, error in the orders passed by the Conlroller

rejecting the pre-grant oppositions.

72. The three Writ Petition (C) Nos. 10399, 10400 and 10450 02009 are -
dismissed with costs of Rs. 20,000/~ each which will be paid by the

Petitionér Zephyr to Respondent No.1 Lalit Mahajan within four weeks

from today.

Conclusions in Writ Petition (C) No. 1020 of 2010

73. 111 view of what has been held above, the communicaiiun dated 28"
Ma;'ch'2008 written by the Co.ﬁtroll_er to the Pe[iti;)lle1' cannol. be held (o’
,bé the date, of gr_ai_ﬁ: of the patent.- It was merely a communicalion staling
that the- applica.tion has been found in‘order for .grant. It 1s no~l an order
to grant-patent. Thelef01e when the pre-grant opposmon was f(iled by

| Cipla Ltd on 26" June 2008 there was no grant of patent by that (Iatc and,
therefore, such application was maintainable in terms of Section 25(1) of
the Act. Although there is an observation by the Controller that alter 30™
| May 2008 there was no l(;,gal impediment in the Coutroller passing an,
é)rd.er for gl‘a11t of pa't.ent' because o.n that datefhere \;vas no pre-grant
opposition, the fact remains that on file no such order‘ was passcd. 1t
cannot, therefore, be said that the filing of the pre-grant 6p‘posi {lon on

26" June 2008 by Cipla was time barred. ‘: ‘

74. There is yet another grounc[ for not entertaining the plea of the
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Petitioner. The challenge is to an order refusing the grant of patent which
ts relatable 1o Sectlon 15 of the Act. This is appealable before the [PAB
under Section 117/\ of 1he Act as lias. been held by this (,oult in UCh

Farchim Sa v. Cipla Ltd. 167 (2010) DLT 459.

75. Tor the aforementioned reasons, the writ petition is dismissed with
cosls of Rs.20,000/- which will be paid by the Petitioner,to Respondent

Cipla Ltd. within four weeks.

Directions fo'the Controller of Patents
76. The Controller of Patents will, within a period of two weeks {rom
today issue necessary practice directions/instructions to all oflicers and

concerned authorities in terms of this judgment and particularly in terms

of what has been held by this Court in paras 55 to 58 thereof. Such

_practice directions/ instructions will also be placed simultaneously on the

website of the. Controller of Patents. They will be prospeclive -in the

sense they will not result in the reopening of orders ‘granting Jbéltellt that

have altained finality.

77. A Celllﬁbd copy of this order will be delivered to the Controller of

1

Patents by a specml messengel forthwith for compllance
: S A

| "
- - S. MURALIDHAR,J.
JULY 15,2010 . Lo .
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